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Where You Stand

Work at Home: The USPTO incorrectly reported in a
January “What’s New” message that a “partnership team”
agreed to a four month extension of the Work at Home
program. The USPTO-POPA Millennium Agreement
provides for a permanent Work at Home program. The
agreement negates the need for continued agreements to
extend the Work at Home program and allows for changes
of problems identified. The Work at Home six-month pilot
program was just the initial phase of an ongoing program,
which can be continually modified per the Millennium
Agreement based on problems found in the pilot phase.

At the end of the first six-month pilot, POPA proposed
expanding the program to meet the terms of Public Law
106-346 — the Department of Transportation and Related
Agencies Appropriations Act of 2001, which states that 50
percent of all eligible federal employees should be offered
the option of telecommuting by a year and six months after
enactment, which is April 23,2002. Senior USPTO officials
stated that they had thought the deadline was October 2002.
They instead wanted only to extend by four months the
“evaluation period,” originally intended to be limited to one
month per the Millennium Agreement, and to restrict the
program to only current participants.

The USPTO appears to be attempting to set adverse
precedents in expanding Work at Home to other employees.
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The agency wants to impose many more conditions on parti-
cipants from non-patent corps areas, e.g., quality review
examiners and CIO employees. These conditions haven’t
proven necessary for the success of the program for examin-
ers. No cases of abuse of the program have been reported.

As an example of one condition, the USPTO wishes not
only to bar from Work at Home employees who have been
subjected to disciplinary action within the last five years, but
also those simply under investigation for disciplinary action.
To allow the placement of such conditions would set a
precedent for changing the Work at Home program that is
already established for examiners and others.

The agency representatives on the USPTO/POPA Work
at Home workgroup have been collaborating with their
union counterparts in finding amicable solutions, in contrast
to the actions of senior USPTO officials.

Many local members of Congress have a keen interest
in maximizing work-at-home options, and believe they are
key to a family-friendly workplace and to reduced traffic
congestion.

Office Space: The USPTO has doubled into shared
offices all GS-13 employees and part-time employees
(including part-time GS-14s) in Tech Center 2800. The
agency has announced that part-time primary examiners
starting next quarter will be doubled. It plans at that time to
place most GS-13 employees back into private offices.

By USPTO/POPA agreements and past practice all GS-
13 and higher employees have been guaranteed private
offices of 150 square feet. The agency reaffirmed in the 1999
Space Agreement its adherence to Article 16, Section 1 of
the USPTO/POPA contract which states that all examiners
are entitled to private offices whenever possible.

The USPTO has long known that it does not have
enough office space for examiners. It plans to hire 750
examiners in fiscal year 2002 for a net examining corps of
3,435, and to hire 950 examiners in FY2003 for a net corps
of 3,991. But the agency is not offering to publicly disclose
any plan or strategy to adequately accommodate everyone
now and in the future.

The agency continues to claim that the move to Carlyle
is to save money. However, the projected USPTO workforce
at the time of the move will likely be more than 10,000,
which cannot fit within the original design at the Carlyle site
and will necessitate the additional, unbudgeted leasing of
office space. Space will also needed to accommodate the at
least 1,500 contract employees now working at the USPTO.
The agency also didn’t ask for funds necessary for the cost

(continued on page 2)
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of space needed for a required expansion before the move.
The USPTO has the numbers showing what the space needs
are now and will be at Carlyle. Any overcrowding and
doubling up will occur with the USPTO’s knowledge and
forethought.

Office Furniture: The USPTO informed POPA that it
will not purchase new office furniture for currently
employed examiners. The existing furniture, much of it
World War II surplus, will be moved to the Carlyle site.

The Bush Administration’s 2003 proposed budget for
the USPTO is the largest annual increase in the agency’s
history. Despite this increase and the agency’s written
commitment in 2000 to provide new office furniture, Deputy
Commissioner for Patent Operations Esther Kepplinger
explained to POPA that she and Commissioner for Patents
Nick Godici chose to exclude money for furniture from the
USPTO 2003 budget request to the administration.

Special Pay Increase: The USPTO concurred in the
Millennium Agreement to seek adjustments from the Office
of Personnel Management to “maintain” the agency’s special
pay rate differentials. The USPTO first submitted its request
two months into the new pay year.

Each day of agency delay will mean less money for
employees.

In early Dec. 2001 when the 2002 general pay increase
was announced, POPA suggested that the USPTO quickly
submit its proposal to OPM. The agency delayed. It was mid-
February when the USPTO gave to POPA a second draft of
a request for the 1.17 percent increase. The union replied
within hours with its comments and told the agency to
please send the request to OPM.

POPA also suggested that the USPTO request a special
rate pay for GS-10, Step 1, which determines the overtime
rate cap. Such an increase would raise that specific salary
step to enable the statutorily limited overtime rate to rise
from approximately $30.40 per hour to $35.90 per hour.
Increased use of overtime is a cost-effective means to
increase productivity. The cost of an overtime hour of
examining time is less than half the effective cost of an hour
of examining time during regular hours.

The agency included only a cursory mention of an
overtime increase request in its submission to OPM.

More Time for Examination: The USPTO promised
in writing that it would develop jointly with POPA a propos-
al to garner funding to increase quality through more exam-
ination time. Agency officials have flatly refused to do so.

Senior USPTO officials have stated that the agency
cannot ask to fund more time until the USPTO is able to
use all of its patent fees, i.e., until Congress and the
administration no longer divert patent fees to the general
treasury. However, in its budget request to the
administration, the USPTO requested an average 20 percent
increase in patent fees and still the agency rejects its promise
to seek more time for quality examination.

Esther Kepplinger said that the patent community’s

Economic Justification for
Increased Overtime Rates

When evaluating the value of overtime, understanding the
real hourly cost of regular-time employment is important. The
effective hourly cost of the time actually devoted fo patent
examination is calculated as follows for a typical full signatory
authority examiner:

Yearly salary $ 96,000
Retirement

FERS 10,000

TSP 3,000

Social Security 6,000
Health Insurance 7,000
Office Space 6,000
Supervision 8,000
Subtotal $136,000

Expected number of productive hours per annum: 1,664
$136,000 +1,664 hours = $82 per regular time examining hour

Considering that the POPA-proposed overtime rate is less
than $36 per hour, this represents a savings of roughly $46 for
each hour of overtime worked.

Considering that examiners currently work approximately
330,000 hours of overtime, the proposed increased overtime rate
would add a cost of approximately $1.65 million for existing
overtime. It will take 35,900 hours of additional overtime to offset
this cost in productivity gains. This represents a lof less than 1
percent of the total examining hours currently being worked and
thus it is likely that increasing the incentives for overtime will
produce a significant financial benefit for the agency.

Not only is raising the overfime maximum financially effective,
it also will benefit quality. Raising the maximum overtime rate will
induce some experienced employees to work overtime, and thus
increase the USPTO output of cases acted on by experienced
employees.

only concern is “pendency, pendency, pendency.” In contrast,
the Patent Public Advisory Committee in its November 2001
Annual Report to Congress said the opposite, that quality is
more important than pendency:

“The P-PAC continues its support that quality is a
priority goal of the USPTO, and at its public meeting
resolved that the Director’s and USPTO’s top priority
of putting quality first is supported unanimously by the
P-PAC....If there are budget deficiencies, then
processing time will increase rather than sacrificing
quality.”

When asked by POPA about new quality initiatives,
Kepplinger said that no new quality programs are scheduled
for this year and next. The only quality project being
considered for expansion is the one that allows for a
supervisory second pair of eyes to review patent
applications. This USPTO focus implies that the most
important quality failures are the fault of examiners. Senior
patents management is refusing to consider the possibility
that the examination system can be improved to upgrade
quality, even though only last year management agreed that
more time per case was a worthwhile quality improvement.

(continued on page 3)
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In addition, the USPTO requested and received from
the president a 21 percent overall fiscal year 2003 budget
increase, one of the largest budget increases government-
wide for a non-defense agency. Adding this to the 10 percent
funding increase in FY2002, the USPTO has no valid reason
not to honor its promise in the Millennium Agreement.

Automation Issues: The USPTO carried through on
one point in the Millennium Agreement by holding an
automation briefing in the first quarter of the year. However
it failed its signed pledge to:

“...provide an overview of projects currently underway
and projects to be undertaken over the next five years.
Particular emphasis will be placed on current projects
needing immediate guidance related to a development
or implementation phase, on projects being initiated in
the near term (e.g. one year or less), and projects which
must be budgeted for in the upcoming budgeting cycle.”

The briefing supplied virtually no meaningful informa-
tion and explicitly excluded at least one significant current
project. POPA representatives asked specific questions for
which the agency representatives had few answers.

The USPTO often claims that the software and hard-
ware needs suggested by employees are too expensive, but
will not give employees any information on how much money
it spends on the development of any of its tools. The agency
also won't share the recommendations it received from IBM,
with which it contracted to generate hardware and software
development initiatives. The USPTO’s making important auto-
mation decisions in secret is not in the public’s best interest.

To circumvent the potentially disastrous results of
rolling out a new automation tool without proper employee
testing (remember the first days of the EAST software, and
more recently the roll-out of PALM Expo?), POPA submit-
ted the names of 11 qualified employees to participate in
developing the various parts of the TEAM (electronic file
wrapper) project. This project will have a far-reaching
impact on examiners’ worklives, likely greater than any
computer tool to date.

The Millennium Agreement again states that the union
can nominate bargaining unit members to assist in automa-
tion project development. However, the agency chose only
four of the 11 nominated individuals to participate. The
collaborative approach to developing automation tools
provided for in the Millennium Agreement seems to have
evaporated.

In addition, in a March 2001 report entitled “USPTO
Search System Problems Being Addressed, but Improve-
ments Needed for Future Systems,” the Department of
Commerce Office of the Inspector General stated:

“Communication with end users needs to be improved.
Although some examiners participated in some system
life-cycle activities, many of them stated that they were
not adequately involved in the system development

process and expressed dissatisfaction with the new
system. We believe that the examiners’ dissatisfaction
stems from inadequate communications with the
program manager and developers and lack of a
significant, formalized role. USPTO should involve the
examiners throughout the life-cycle and formally define
and document their roles in order to increase the
likelihood that their needs and expectations will be met
when a system is delivered.” [OSE-12679, 3/01]

Pay Inversion: For employees affected by an
unintended pay inversion when the patent corps moved to a
higher special pay scale, the USPTO in the Millennium
Agreement stated that it “will provide each employee an
opportunity to avoid the pay inversion if at all possible.” In
February, Esther Kepplinger claimed that such a pay
inversion doesn’t exist.

A pay inversion occurs when an employee who
expected upon hiring to be paid more than other examiners
at the same grade gets paid less than others. The prime
examples of this are employees who were hired on the
complex biotech scale being paid less than employees hired
on the non-complex scale.

The pay inversion in part was a consequence of moving
employees onto a unified pay scale and not paying as big an
increase to those remaining on the complex biotech scale.
New examiners are most often hired at the GS-7, Step-10
level. Employees who were on the complex and non-
complex pay scales received the same dollar amount at that
level. When promoted, employees generally receive a salary
that’s at least two within-grade steps higher. Because the
complex biotech scale was higher, when GS-7 employees on
the biotech scale were promoted to GS-9 they wound up at
lower step than those on a non-complex scale but were
making the same or more money.

When employees at this level on the complex biotech
scale were converted to the unified scale they kept their
lower grade and step, which translated into a lower salary
than those originally hired on a non-complex scale.

The USPTO was aware of this problem when the new
unified pay scale was devised and promised to do all it could
to fix it. However, Kepplinger most recently reported that
no real pay inversion exists because employees on the
complex biotech scale didn’t get a pay decrease during the
conversion to the new scale.

POPA believes that the USPTO can do more to “avoid
the pay inversion if at all possible.” The association has
suggested giving those employees affected by the pay
inversion a retention allowance. Because they are getting
paid less than they were promised when they were hired, it
is reasonable to believe that these employees would be
more likely to leave the agency. Kepplinger refused to
consider offering these allowances because it’s “speculative™
and because no one so far has left. She stated that the
agency also discussed the issue with OPM, which agreed
that nothing more should be done for the employees
harmed by the pay inversion. (continued on page 4)
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Training examiners: The training of new examiners
beyond the Patent Academy is usually done one-on-one by
supervisory patent examiners (SPEs) or is assigned by SPEs
to primary examiners. Because of production pressures, SPEs
don’t like to give time to primaries to train others. Senior
USPTO management values and rewards the special project
work done by SPEs more than it values and rewards their
mentoring. This creates a training void for junior examiners.

POPA is seeking suggestions on how to document the
availability of SPEs for employee training. Some have pro-
posed encouraging employees to e-mail their questions to
their supervisors when their SPE is not available. The goal
of this and other possible documentation methods would be
to quantify the lack of needed supervision and training.

For primary examiners who have the opportunity to
train junior examiners, greater resources need to be put into
“train the trainer” activities. The trainers themselves need
access and instruction on rule changes and recent case law
to most effectively train new employees.

IN MEMORIAM
Dr. Paul Lintz

With sadness we announce the death of Dr. Paul R.
Lintz, a primary examiner in Art Unit 2771 and POPA
delegate, on Jan. 13, 2002. He was 59.

Dr. Lintz joined the USPTO in 1992, specializing in
database systems and file management. He was an
active member of the USPTO community, serving as a
Combined Federal Campaign key worker as well as a
supporter of the Haitian-American Intellectual
Property Association. He was elected as an electrical
delegate to the POPA Executive Committee in
November 2000. He mentored many junior patent
examiners and represented fellow examiners in
grievance matters.

After graduating from the University of Dallas in
1963, Dr. Lintz moved to Washington to study at Cath-
olic University, from which he received his M.S. in phy-
sics in 1965. He earned his Ph.D. in electrical engineer-
ing from Catholic University in 1977 by attending night
classes while working full time over a period of ten years.

From 1967 until 1990 Dr. Lintz worked at defense
technology firms, applying signal-processing theory to
various projects including the design of systems to
detect and distinguish between earthquakes and
underground nuclear blasts. During this time, he co-
authored several works for scientific journals.

Dr. Lintz is survived by his wife, Mary Grace Lintz,
four children and one grandchild. The family requested
that donations in his memory be made to the Univer-
sity of Dallas, 1845 E. Northgate Dr., Irving, TX 75062.
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Paper File Disposal

L]
Reconsidered

The USPTO is heeding a call made by POPA and
others late last year and is considering offering its paper
files to non-profit organizations before destroying them.

In a Federal Register notice published Feb. 12, 2002,
the USPTO wrote, “The USPTO is seeking input on
whether any non-profit organization is interested in
acquiring the paper copies of the U.S. patents to be
removed from the examiners’ search rooms.”

Photos taken from paper patents in the Design group that were originally
slated to be destroyed. At left, an 1885 photo that was attached to a
fireplace-front patent. At right, an 1886 photo for an advertising sign
patent. According to a patents historian, applicants for Design patents
between approximately 1870-1893 were allowed to submit photos. The
photos, however, were never reproduced when additional patent copies
were created. The photo images scanned for use with automated tools are
degraded past recognition. Hence the remaining photos attached to these
paper patents hold historical significance.

Interested non-profits have until March 14 to contact
the USPTO to express interest in obtaining paper files. If
such interest is communicated and the agency chooses not
to destroy the paper files, “interested non-profit
organizations will then be required to contact the USPTO
within thirty days of the date the USPTO’s Web site is
updated to include the subclasses in which the
organization is interested,” stated the USPTO notice in the
Federal Register.

During February the agency continued to send
hampers full of paper patents to be destroyed. ™
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USPTO Moves Forward on Contracting Out
Patent Examination

The USPTO’s recently announced plan to contract out
“certain stages” of examination work on international
patent applications will have a definitively adverse impact
on U.S. patent examiners and could open a Pandora’s box of
ethical conflicts.

The plan, outlined in USPTO Fiscal Year 2003 budget
documents, states, “The search related to completion of
Patent Cooperation Treat (PCT) Search Reports will be out-
sourced, thus freeing examiners to act on the backlog of U.S.
applications.”

In addition to outsourcing the search, the USPTO also
hopes to contract out the preliminary examination report.
The agency posted a “Sources Sought Notice” for vendors
on the General Service Administration’s Federal Business
Opportunities Web site (www.fedbizopps.gov) on April 12,
stating that it is “conducting market research to identify
organizations” that can do the search and examination
reports. While the USPTO specifically stated that the post-
ing was not a solicitation for bids, the posting is the agency
equivalent of testing the water before it goes fishing.

The USPTO also stated at the latest meeting of the
Patent Public Advisory Committee (PPAC) that it has allo-
cated funds in the FY 2003 budget specifically for contract-
ing out this work.

Duplication of Effort

According to one of the proposed contracting-out plans,
when the search reports are done by contractors, examiners
would still be expected to do the initial preliminary exami-
nation report without credit. Given the current USPTO pro-
duction system, such a plan would deny examiners fair credit
for work they would still have to perform on PCT applica-
tions. An examiner now gets the equivalent of first action
credit for doing the search report, and disposal credit for
doing the final preliminary examination report. Any inter-
vening preliminary examination report gets no separate
credit. When an examiner hasn’t done the initial search
report, but then has to do the initial preliminary examina-
tion report, he or she will have to absorb the time that was
previously accounted for in doing the search report. Time
for reading and understanding the case, and for reading and
understanding the references, is accounted for only in the
search report.

The amount of the adverse impact on examiners has
already been quantified as a half count by the agency’s deci-
sion to grant credit for only a half count when the same

examiner previously examined the U.S. application corre-
sponding to the PCT application.

Potential Ethical Conflicts

The USPTO also is entertaining the idea of contracting
both the search and the preliminary examination report.
This would eliminate the duplication of effort by taking the
USPTO examiner entirely out of the process. While this
change would not harm the examiner’s production, it could
damage the integrity of the U.S. patent system.

If the agency gives full faith and credit to patent exami-
nation performed by the private sector, it will be relying on
individuals who do not disclose conflicts of interest and who
may not be U.S. citizens. It will be abdicating control of an
essentially governmental function.

National Treasury Employees Union National President
Colleen Kelley echoed POPA’s long-held position on main-
taining the principles and honesty of the U.S. patent system.
“PTO employees perform the quasi-judicial function of
adjudicating patent and trademark applications — an inher-
ently governmental function that appropriately belongs in

(continued on page 2)
USPTO Space Management:

More Jam-packed for
Your Inconvenience

Neither the USPTO 2002
budget nor the 2003 budget
provides for an increase in the

amount of office space to be rented.
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Congress Hears More on
Patent Quality

The following is excerpted from April 11, 2002, testimony
by John K. Williamson, president of the Intellectual Property
Owners Association, at an oversight hearing before the House
Judiciary Subcommittee on Courts, the Internet and
Intellectual Property:

Measuring and improving patent quality is vital to any
S-year plan for the PTO. Industry and inventors cannot be
confident about the status of legal rights in technology
without high patent quality. There is a huge cost to the
economy from invalid patents, which is paid initially by
industry but is borne ultimately by consumers. It is time to
rethink the current practice of measuring national
innovation and PTO productivity simply in terms of the
absolute number of patents issued annually. Quality must
become an integral part of these metrics.

Quality is an elusive concept with many facets. In
essence, patent “quality” in the context of PTO work is the
degree of excellence achieved by the PTO in (1) analyzing
the written description and claims, (2) finding and analyzing
the prior art relevant to the invention that the applicant is
seeking to patent, (3) applying the substantive criteria for
granting a patent, and (4) creating a reviewable record of
the patent examination.

To illustrate what we are talking about, the following
are examples from the many suggestions that have been
made by IPO members and others for possible actions the
PTO might take to improve patent quality:

* Insure that the PTO is able to recruit, train, and retain
the best possible examiners and supervisors.

¢ Establish performance goals for examiners that will
incentivize and reward superior quality, in addition to
rewarding superior production.

¢ Expand the current business method patents “Second
Look Initiative” to all classes of patentable subject matter.

* Reduce the number of patent examiners assigned to
each Supervisory Patent Examiner to allow for more “hands
on” supervision.

¢ Adopt procedures to ensure that an accurate and
detailed record is made of all patent prosecution
proceedings.

* Review whether the appropriate level of resources is
being devoted to reclassification of search files, and promote
international cooperation on harmonization of patent
classification systems.

* Develop plans to use patent searches from other
patent offices to save examiner search time.

In order to improve patent quality, the PTO also should
plan to improve its capacity to measure quality. Measures of
quality should be as objective as possible. Results of quality
measurements should be published and used to drive
improvements in quality. To measure quality, for example,
the PTO could:

¢ Track reviews of examined applications conducted by

the PTO or an independent outside organization and
publish a detailed error rate index.

* Track changes in the confidence level of specific
industries in the validity of patents granted in their
industries as indicated by polls conducted by the PTO or an
independent organization.

* Track patents for which a reexamination request was
granted and claims were cancelled or amended, and patents
in court litigation in which claims were invalidated.

¢ Track the number of and reasons for rejections of
patent applications that are reversed by the PTO Board and
the Court of Appeals for the Federal Circuit.

L]
Contracting Out Patent Exam
(continued from page I)

the public domain and is of Constitutional authority,” stated
Kelley in April 11 testimony before the House Judiciary
Subcommittee on Courts, the Internet and Intellectual
Property. “The American public and business community
place great importance on the registration of patents and
trademarks in the United States as a key to the protection of
valuable intellectual property rights.”

To otherwise pay USPTO employees to review and
potentially redo all search and examination performed by
the private sector would be prohibitively expensive.

Alternatively, the USPTO could simply hire more exam-
iners to perform this work and handle the backlog of cases.

Trademark Examiners Becoming Patent Examiners

The USPTO also announced at the recent PPAC meet-
ing that Trademark examiners are now being trained to do
this patent examination work. Since they were transferred to
patent work, they are part of the POPA bargaining unit.
POPA is concerned that these new patent examiners get the
training they need to do the best possible job and get appro-
priate learning curves when they begin production so they
aren’t expected to do the same production as an experi-
enced examiner at their grade.

Negotiating to Minimize Adverse Impact

Because of the adverse impact on employees these out-
sourcing proposals will have, POPA has formally requested
to negotiate the impact and implementation of the proposals
with the USPTO and hopes to begin as soon as possible.™

Leave Needed

After a heart attack in October, Primary Examiner
Bekir Yildirim in Art Unit 1764 had triple-bypass and
aortic replacement surgery. He exhausted his leave and
maxed-out his advanced sick leave, yet still needs
additional surgery. Yildirim has been approved as a leave
donation recipient.

For a leave donation form, please go to the USPTO
employee Web site or call Lorna Douyon, 305-3773.
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USPTO Hopes to Expand Reliance
on Foreign Searches

The USPTO could significantly reduce its workload if
“rather than doing our own search and examination of the
applications we receive from abroad, we could rely on the
searches and examinations already done by other patent
offices as the basis for granting a United States patent,” said
USPTO Director James E. Rogan during an address to the
World Intellectual Property Organization (WIPO)
conference in Switzerland last month.

To achieve that end, Rogan acknowledged that “the
substantive standards for granting patents and the basis on
which searches and examinations are done should be
reconciled,” and the USPTO will work with other WIPO
members to achieve that goal.

In addition, Rogan stated that the USPTO, the
European Patent Office (EPO) and the Japanese Patent
Office (JPO) at a “Trilateral Conference™ last November
“agreed on drafts of a Trilateral proposition for WIPO
regarding electronic filing under the PCT [Patent Cooper-
ation Treaty]. aimed at guaranteeing the continued harmon-
ization of online filing software systems and recommending
standards to cover all office-applicant communications.”

Rogan said that the three offices will also “work on a
common classification as a means toward coping with
increased workloads.” The offices will cooperate on
reclassification projects, with a concentration in the most
active technology areas.

While this is potentially useful in the development of
classification schedules, cooperation with EPO is needed to
reclassify the backfile, i.c., all of the patents placed in the
system up until now. The USPTO’s past practice has been to
place the entire backfile into the newly established
classification schedule. This has not traditionally been the
practice in other international patent offices.

Since 1995 the USPTO has not been classifying any
foreign patents.

“Likewise, where non-patent literature is concerned, the
offices have agreed to collaborate on a list of desired capa-
bilities for presentation and searching defensive publications
in electronic form and to begin an effort to share data
included in non-patent literature databases,” said Rogan.

Before creating a universal patent search and
examination system, the USPTO can determine how useful
foreign searches are to USPTO examiners. The agency can
study its own records of U.S. national-stage applications that
come after a preliminary exam by another international
patent office under the PCT. The USPTO can measure the
extent that U.S. examiners have considered it the best art or
decided additional art should be found and, when they did,
the number of cites of additional art netted through USPTO
examination. The USPTO can also discern with its internal
resources why the U.S. examiner didn’t use the foreign art.

Likewise, the other international examining offices can
do similar studies to determine the usefulness of USPTO
searches to their examination. Such multi-office

" POPA NEWS

investigations would be a prudent precursor to creating and
relying on an international search and examination system. "

EPO Stops PCT Work for
U.S. Patent Applications

The European Patent Office (EPO) announced in
November 2001 that it “is no longer the competent
authority” for Patent Cooperation Treaty (PCT) searches or
preliminary examinations on U.S. applications in certain
subject areas.

The Nov. 26 notice from the EPO President Ingo Kober
stated that the EPO will not carry out international searches
on any biotechnology or business methods patent applica-
tions filed by U.S. residents or nationals with the USPTO or
the International Bureau (IB) as of March 1, 2002.

The EPO also will not carry out international
preliminary examinations on patent applications with any
claim relating to biotechnology, business methods or
telecommunications filed by U.S. residents or nationals with
the USPTO or IB after March 1.

The mounting EPO workload is likely the primary
reason for the action. Because the USPTO was demanding
that its examiners use less time for PCT searches and rely
more on the results of their initial search, U.S. patent
applicants appeared to turn to the EPO for more thorough
PCT work. Patent applicants’ concerns are validated by a
recent USPTO proposal to have patent technical support
staff repeat on the PCT search what was in an examiner’s
initial search report without having the examiner double-
check and do an update.

The EPO action signals U.S. patent applicants that they
will no longer be able to turn to the EPO to ensure a
comprehensive PCT search.

USPTO Director James E Rogan recently stated at an
international conference that the United States wants to
increasingly “rely on the searches and examinations already
done by other patent offices.” Ironically, while the USPTO
prefers not to do the PCT work, neither does the EPO. ™

Court Allows Carlyle Construction

The U.S. Court of Federal Claims rejected claims by
Chas. E. Smith Co. and the General Services Administration
that the new building lease modifications were actually new
procurement that the government had to open to
competition. The court’s ruling on March 18 allowed
building at Carlyle to go forward.

Smith had also asked the court to enjoin a separate
lease for adjacent office space and a parking garage, stating
that it should be treated as a modification to the GSA lease.
The court also rejected this argument.

While Judge J. Bruggink found that Chas. E. Smith Co.
was injured, he found more compelling the public interest in
the USPTO’s consolidation of its operations. If the lease had
to be reopened for competition, the office consolidation
would be delayed for years.
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Legal Studies and Other
Issue Updates

The USPTO’s payments to examiners enrolled in the
Legal Studies Program have changed because of the need to
withhold income and Social Security taxes. The agency now
pays the student, and the student pays the school. Before,
the USPTO paid the school directly.

The agency’s aim with the new system was to reimburse
employees immediately after they received their first bills,
providing for early submissions so requests could be paid
before the bills were past due. It hasn’t worked out that way.

The problem with the new procedure is that the agency
is not getting the money to the students in time for semester
“bill due” dates. Students have had to use credit cards and
take out student loans to cover their payments. POPA has
proposed to work with the agency to ease the transition to
the new system, but the USPTO appears very willing to
allow the employees to assume the interest debt and the
hassle involved in the current process.

18-month Publication Negotiations

The USPTO refused to allow bargaining unit employees
official time to meet with POPA to voice their concerns
about 18-month publication prior to beginning negotiations.

Under Article 14 of the collective bargaining
agreement, and by past practice, POPA is entitled to hold
all-employee meetings to communicate with and solicit
direct feedback from bargaining unit employees on topics
that affect them. The agency provides for these meetings on
non-examining time. POPA notified the USPTO of its intent
to discuss with employees the topics of 18-month (pre-
grant) publication, Electronic Information Disclosure
Statements (EIDS) and pay-related issues. The agency,
ignoring its own past practice and its contract, refused to
permit POPA to hold the meetings. POPA filed a grievance
over this action, but felt compelled to represent employees
in negotiations that are now ongoing.

When negotiations began in late February, POPA
submitted 43 proposals to the agency for its consideration
and response. As of press time, the USPTO had responded
to only two. The agency has said that it will respond to those
remaining, but had not as of mid-April. ¥

Your Rights Can Help Your
Career

Sometimes availing yourself of your right to disagree
with a management decision can make a very big difference
in the course of your career, and prove to be a relatively
quick and simple process.

This was the case for one patent examiner who was
denied full signatory authority after reviewers found one
error more than allowed for success in the program. A
reviewer had alleged that a prior patent by the same

applicant was sufficient to fully meet a claim in the current
case. The examiner knew that the error wasn’t truly an error
and, with POPA’s assistance, verbally initiated the grievance
procedure to state that the alleged erroneous allowance was
in fact correct.

The process worked. The examiner convinced the group
director that the reviewer had misunderstood the nature of
the claims and what the examiner had said was allowable
indeed was.

The grievant/examiner was granted full signatory
authority and received back pay to the time that full sig
should first have been granted.™

SHORT TAKES

Patent Pros Will be Part of Special Pay
Rate Lawsvit Settlement

Any patent professionals who were paid as special
salary rate employees between 1982 and 1988 — and did not
receive raises equivalent to the standard yearly regular pay
raises — are part of a class that will receive more than $173.5
million as part of a settlement between the National
Treasury Employees Union (NTEU) and the U.S.
government.

NTEU confirmed that patent professionals that meet
the above criteria qualify for the backpay. The job series of
the approximately 212,000 current and former employees
covered by the settlement have not yet been determined.

Class members do not need to do anything to claim
money they may be owed. Following final court approval,
each class member who is entitled to a recovery under the
settlement must submit a “claim form,” and will be included
in distribution packages mailed to class members following
final court approval of the settlement.

Further information is available at a new Web site,
www.SpecialRatesSettlement.com, and telephone hotline at
800-750-3406.
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New Public Transit Subsidy: Estimate on the
High Side, Return Excess

USPTO officials have recommended that participants
in the upcoming expanded public transit subsidy program
estimate their transit benefit on the high side on their
applications, including extra trips to the office for

Union and USPTO negotiators witnessed the signing of the Public
Transportation Subsidy Program in May. Seated L to R: POPA
President Ronald Stern, USPTO Office of Finance Director
Michelle Picard, NTEU Chapter 245 President Howard Friedman,
NTEU Chapter 243 President Melvin White. Standing L to R: Kim
Walton, Michael Briskin, Tom Hellmer, Dave Dalke, Mitchell
Front, Steven Berk, Howard Locker, Vinh Luong. Not Pictured:
Kathleen Duda.

voluntary overtime.

The new Public Transportation Subsidy Program—
resulting from an agreement signed May 13 by POPA, the
USPTO, and National Treasury Employees Union Chapters
243 and 245—will allow up to $100 for public transit expens-
es only, and cannot pay more than actual commuting costs.
In estimating actual costs, the agency expects employees to
factor in upcoming vacation days, extra trips due to volun-
tary work days or varying schedules, and extra mid-day trips
to care for family members. For example, if an employee
comes to work voluntary overtime on a non-scheduled work
day, the public transit cost is considered a legitimate com-
muting expense.

Because of the unforeseen possibility of added commut-
ing expenses, USPTO Financial Accounting Division Mana-
ger Tom Hellmer recommended in an early May meeting
that employees “should estimate on the high side and the
obligation is to return the excess™ to the agency at the end
of each quarter. In agreeing to participate in the program,
employees agree, and are obligated, to refund all excess
funds at the end of each quarter or face disciplinary action.

How to Apply for the Subsidy
In addition to offering up to $100 potential subsidy, the

(continued on page 2)

Examiners Call Office Overcrowding an “Qutrage”

Earlier this year POPA asked bargaining unit members
to recount their experiences with office overcrowding
because the USPTO claims that no evidence exists that
doubling employees disrupts work. Therefore, the agency
says, no productivity adjustment is justified.

The response from examiners was loud and clear. One
examiner summed up the responses to such agency thinking
by stating succinctly, “It is an outrage!”

Following are excerpts from a few of the many letters
received from impacted examiners, all attesting to the
disruption.

Overcrowding is not a morale booster under any
circumstance. It seems to be a foundation here at the PTO
that high morale is not valued or necessary. The real problem
is not only being doubled-up, but being doubled-up in a 10 x

15 ft. office. When you add two people to a room that’s
meant for one, it’s worse than prison. Most prisoners get at
least a 8 x10 ft. cell, according to Amnesty International. So
maybe we’re being punished. I believe that if you double up
management at the top and go downward there will be no
need for the examining corps to complain. Morale is what
brings people through the worst of times. Management has
the right to either improve the situation or sink the ship.
* ok

Doubling up employees at GS-13 has negative effects on
our work performance and productivity: 1) The office mate is
usually someone at a lower GS level, needs helps, and asks a
lot of questions. It would be very unfair to turn our backs on
our fellow examiners and not help them; 2) They have

(continued on page 2)
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New Public Transit Subsidy
(continued from page 1)

new program significantly changes the procedures for apply-
ing and receiving the benefit. The new procedure requires
participants to submit a Public Transportation Subsidy
(PTS) application form at least one month in advance of
every benefit quarter that certifies an estimation of monthly
public transit commuting costs. The application is to be sent
via e-mail to the program coordinator with a copy forward-
ed to the employee’s supervisor. This is an improvement
over the agency’s original plan to require supervisory certifi-
cation of each employee’s estimation. It relieves the burden
on supervisors, eliminates the ability of supervisors to hold
up the subsidies for non-relevant reasons, and speeds the
payment process.

The Office of Finance will provide an automated
response to each PTS application form submitted. If the PTS
application form is submitted late, the employee loses the
first month of the quarterly benefit.

Also new to the program is the USPTO requirement for
a new estimate and PTS application form every quarter. The
ability to save the electronic version of the form and
resubmit it with changes via e-mail eases that process.

The new benefit kicks in at the beginning of the next
quarter, July 1. Participants must submit the new application
form no later than June 3 (first business day of the month as
June 1 falls on a Saturday). The new PTS application form is
available as a link in the e-mail “What’s New at the USPTO.”

Examiners: Overcrowding an ‘Outrage’
(continued from page 1)

friends, supervisors and mentors (primary examiner from
their art unit often assigned to help them) who stop to talk.
The above happen often at the time the other examiner is in
full concentration and then loses track of ideas from the
disturbance. It’s definitely a distraction.

E

[ was doubled up the same day I started the full
signatory program. My new roommate is a new examiner
and I don’t mind answering any of his questions, but it takes
my time. [This] unavoidably affects my concentration and
therefore productivity while I have to have at least 10 counts
every biweek just for 100 percent. Productivity adjustment
would certainly help in the situation as a temporary meas-
ure, but resolving the problem of overcrowding by having
every examiner in a private office is the only real solution.

# ok &

We have two GS-12s in inside offices that cannot be
doubled. No effort was made to allow those senior to these
examiners the opportunity to switch offices. I have seniority
over both of these examiners in the inside offices. At the
time that one office was empty, my SPE knew of a plan in
the works to double me in an outside office. He refused to
even give me notice of such a plan so I could request the
office switch. I have now been doubled for about 18 months.

And I can testify that even at a GS-12 level there is an
impact on the workload and amount of disturbance a new
examiner contributes. Especially when [SPEs] expect you to
answer questions posed by the new examiner but refuse to
allow you to take any “training” time to compensate for it. It
is funny, I'm allowed to take “training” time if anyone else
stops and asks me a question, but not if my officemate does.
E I
I have been GS-13 for more than a year and am doubled up.
My desk chair cannot be moved close enough to my desk to
sit at it. My phone does not reach my desk. It is difficult to
open a case and discuss it with an attorney. I had to throw
out years of notes, class material and reference material.
Extra furniture was trashed even though I used it to store
cases. This, despite the fact that many rooms are available
that could be built out.

Disruption:

¢ Cannot perform personal interviews in office. Have to
look for an available conference room or borrow SPE’s or
co-worker’s office.

¢ Disrupted by roommate who is usually new examiner
in other art unit with questions regarding [automation tools]
problems, how to get office supplies, fax, printer location, etc.

¢ Disrupted by roommate being trained in the same
office by his/her primary examiner or SPE.

(continued on page 4)

2001 POPA Cash Flow and 2002 Budget

2001 2002

Actual Budget
Income
Dues $193,985.00 $194,000
Other income,
including interest$ § 724779 § 6,500
Total Income $201,232.79 $200,500
Expenses
Litigation and lobbying $103,405.90 $105,000
Newsletter $ 22,384.74 $ 30,000
National Activities $ 10,478.50 $ 13,000
Books & Periodicals $ 926344 $ 10,000
Elections 0 $ 3.000
Administrative $§ 8,743.17 $ 11,000
Membership $ 11,538.79 $ 12,000
Membership Meetings § 902958 § 8,000
Capital Expenditures $ 1,703.53 § 6,000
Total Expenses $176,547.65 £198,000
Net Addition to Reserves $ 24,685.19 § 2500

Notes

National Activities: Membership dues and conference fees for national
organizations such as Public Employees Roundtable and the Society of
Federal Labor Relations Professionals

Administrative: Includes expenses for accounting, secretarial, postage,
office supplies, insurance, equipment and software, service charges and
miscellaneous

Membership: Membership incentives, including purchase of The Federal
Personnel Guide for current and anticipated new members
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USPTO Slow to Fulfill
Congressional Mandate

One provision of the 1999 American Inventors
Protection Act (AIPA) calls for the USPTO to propose a
training program to help retain retirement-eligible
employees. Staff of the House Judiciary Subcommittee for
Courts, Intellectual Property and the Internet reported
earlier this month that no suggested program has yet been
submitted by the agency.

The AIPA specifies that section 3, title 35 of the U.S.
Code has been amended to read:

“TRAINING OF EXAMINERS.—The Office shall
submit to the Congress a proposal to provide an
incentive program to retain as employees patent and
trademark examiners of the primary examiner grade
or higher who are eligible for retirement, for the sole
purpose of training patent and trademark
examiners.”

The law doesn’t specify a deadline by which the USPTO
must submit such a proposal to Congress. More than two
years, however, have passed since the law’s enactment.

In the next five years almost half the federal workforce
could be eligible to retire, according to a 2001 report by the
General Accounting Office. While that figure likely is not as
high at the USPTO due to increased recruiting in recent
years, the loss of experienced senior examiners to retirement
could be significant. ¥

Former USPTO Commissioner
C. Marshall Dann Dies

C. Marshall Dann, 87, the U.S. commissioner of patents
and trademarks from 1974 to 1977, died April 24 after hip
replacement surgery, according to The Washington Post. He
lived in Wilmington, Del.

In July 1976, Dann distinguished himself by being the
first and only USPTO commissioner to enhance patent
quality by granting examiners more time per case. Many
examiners were, and are, grateful to Dann for allowing them
time to do a better job. (See following box.)

Dann also institutionalized, by means of Rule 56, an
applicant’s duty to disclose all known prior art.
Unfortunately, those amendments wound up being used to
harass patent owners during litigation. The rule has since
been reformed to reduce the burden on patentees by
relaxing the time by which the known prior art must be
submitted to avoid a charge of fraud. The Dann
amendments worked; applicants today routinely make
known prior art available to examiners.

Dann was a past president of the American Patent Law
Association and the American Intellectual Property Law
Association. The Post wrote that Dann, a 1949 Georgetown
University law school graduate, worked for DuPont Co. as a
chemist and chief patent counsel from 1935 to 1974. Since

leaving the USPTO in 1977, he had practiced law.

C. Marshall Dann was a man of great integrity and
dignity. Many commissioners have talked about bettering
patent quality; he actually did something about it.

Dann’s Legacy: Improved Quality

In 1975, patent examination faced a crisis.

Examiners were dealing with an extraordinary
increase in the amount of art, in the complexity of
prosecution, and in the competitiveness of patent
attorneys. Examiners also were handling a steep rise in
the size and number of patent applications, and a
correlating jump in pressure to crank out the work.

Examiners today can empathize with what their
predecessors were facing in 1975.

That year, USPTO Deputy Commissioner Luttrell
Parker held a series of hearings to gather evidence about
the patent examination process. In 1976, USPTO
Commissioner C. Marshall Dann presided over a quality
improvement initiative and labor negotiations that
marked the last time patent examiners experienced an
increase in the time allotted for examination.

This was done at a time when it was easier to write
actions than it is today. Then, examiners hand-wrote
actions that required only short explanations regarding
combining references. Office actions today require much
more detailed explanations of how references are applied
to claims, including explanations of the motivation for the
combination of references.

Commissioner Dann took seriously the evidence
presented by the Parker Commission and supported
tangible steps to improve quality. Current leaders would
do well to follow Dann’s direction and respect the
evidence of need presented from all quarters of the
patent community. Twenty-six years after C. Marshall
Dann’s legacy, it’s time to improve quality by granting
examiners more time per case.

Helen Bentley to Run for
House Seat

Helen Delich Bentley, who now represents POPA on
Capitol Hill, will be running for the Maryland congressional
seat that she held for the 10 years prior to 1994 when she
ran for governor, according to The Washington Post.

She is seeking the district currently represented by Rep.
Robert L. Ehrlich Jr., who is giving up the post to run as the
Republican candidate for governor later this year.

The Post reported that House Speaker J. Dennis Hastert
assured Bentley that she will be reappointed to her former
committees and retain her seniority if she wins the election
(and if the Republicans retain control of the House).

Her Democratic opponent is expected to be the current
Baltimore County executive, though that nomination is yet
undecided. ¥
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EAST-WEST Implementation

Agreement Signed

POPA and the USPTO agreed in early May to several
provisions regarding use of the Examiner Automated Search
Tool (EAST) and the Web-based Examiner Search Tool
(WEST). Though most of the implementation issues were
covered in the 2000 Millennium Agreement, several items
were negotiated separately.

Most significantly the new agreement includes a
provision that permanently continues the expanded limit of
400 hours of compensatory time, which had been
temporarily increased from 140 hours.

The agreement also outlines what happens to those
examiners disciplined for doing poorly when the EAST and
WEST systems were launched without adequate examiner
training. The provisions overturn performance-based
disciplinary actions related to EAST or WEST problems.

One term of the agreement also continues examiner
access to the U.S. patents and Derwent databases using
commercial databases, which allows searching using Messen-
ger software and accesses Chemical Abstract Service registry
numbers for compounds. These services are more efficient
for some arts than EAST or WEST. ™

Examiners: Overcrowding an ‘Outrage’
(continued from page 2)

* As a result, have to work voluntary overtime to

maintain high production.

# ok
I am a GS-14 and was told I would be doubled up because I
was on part-time status in December. That convinced me to
come back to full time but I was told that I was the last
person in our tech center on part time that would have been
doubled. It sounded as if other 14’s were doubled from the
way it was presented to me. I didn’t like the fact that being
part time became a punishment. I thought it was supposed
to be a benefit of being a government employee.

L T S
Before I was hired, my recollection is that I asked the
interviewer about people having their own offices and the
SPE told me that GS-13s get their own office and many GS-
12s have their own offices. This was in fact a consideration in
my accepting the job and moving to the area. This is just
another issue (one of many) that has taught me that there is
a big difference between what management says and what
management does.
I'am a doubled up GS-13 who is interrupted constantly for
training, socializing, “sounding out cases,” etc. I was defini-
tively told when I was hired nearly 3 years ago (as a GS-11)
that when I become a GS-13, I get my “own office.” I have
been told once “just "til January 2002,” and then “just "til
April 2002,” and most recently “wait for the new buildings.”
Why don’t we create temporary satellite offices? Why haven’t

we gotten the productivity adjustment? If the economy
picks up, we will see an exodus as far as I'm concerned. *

Persistence Pays

When a GS-12 patent examiner received notice of his
proposed job removal for alleged misconduct, he exercised
his right to respond to the proposed firing. He and POPA
asked to see documents and to talk to people believed to be
relevant in order to counter the proposed termination.

The USPTO did not provide the documents or the
interviews and the examiner was fired in August 1999.

That’s just the beginning of the story.

The union moved the issue to binding arbitration, which
means an independently appointed, impartial arbitrator
would decide the issue and both the USPTO and POPA
agreed to abide.

In May 2000 an arbitrator was appointed.

In Feb. 2001 the arbitration hearing was held.

In May 2001 the USPTO challenged the authority of the
arbitrator to resolve the information request dispute and
was denied.

In Oct. 2001 both parties submitted their final written
arguments on the information request.

In Jan. 2002 the arbitrator decided the dispute.

And they haven’t even touched on the issues of the em-
ployee’s firing. The wheels of justice sometimes grind slowly.
The arbitrator ruled that POPA, on the behalf of the

fired examiner, has the right “to have access to witnesses
prior to a decision on conduct matters...or as in the instant
case, prior to an arbitration hearing....”

He also ruled that POPA may have access to requested
documents.

While the arbitrator’s ruling did not require the USPTO
to provide all of the documents or all of the witnesses
requested by POPA, the decision has given the union
needed evidence to mount an effective case to regain the
examiner’s job. That case would’ve been made back in 1999
if the agency had then provided the requested information.

The moral of the story: Persistence pays.

1] L] L]
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Memorandum of Understanding for the Public Transportation Subsidy Program
(Revised May 13, 2002)

Finance via the USPTO’s e-mail system, on or before the

B e o e Pttt sty of e month recding e o i i
o N g~ S employee wishes to begin receiving the subsidy. Applicants
f}sbocldnon (POPA), the National Treasury Employees Union, must copy their supervisor when submitting the form to the
Chapter 243, (NTEU, Chapter 243), and the National Treasury L R . . s e
Employees Union, Chapter 245 (NTEU, Chapter 245) to address the Office of F1_n:mlc:c.. l;ach Applcage will be requlr(.d‘m specily
Public Tr'msporl'n‘ioﬁ Subsidy ‘(F’TS) Pré) 'r'nn : - on tl]e appllcmlon form the maulmg_ address to which the
‘ ¢ S : pram, subsidy is to be delivered, and provide a detailed description
1. Authority and Purpose. This agreement is established pursuant of commuting costs to be covered by this program. This
. 105 US.C. § 7905 which provides for “programs to encourage fnr_m must be completed each quarter (three months), on or
commuting by means other than single-occupancy motor vehi- before the 15 day of the month preceding the month in
cles.” which the employee wishes to continue receiving the sub-
sidy. E-mail applications must originate from the employee’s
2. Basic Benefit. Starting with the first full quarter beginning after official agcnc;'];nailbox (or equive%]ent) and shall be S)ey
the signing of this agreement by all parties, the USPTO agrees to equivalent of the employee’s signature. The Office of
przvidc 1??'31? ba;‘gagll;ggpunil member who (;,]cc_ts :_10 participz}tc Finance will provide an automated response to each applica-
and qualifies for the rogram payments limited to a maxi- tion submitted.
mum of $100.00 per month, per employee. The amount cannot . R .
exceed the actual public transportation expenses of the eligible b.  Paper copies of PTS Application Form may be submitted to
employee. Current payments are made via MetroChek, but the the Office of Finance when:
USPTO may choose to offer any other form of payment at its *  The employee has been newly hired (during the last 30
discretion. For the purposes of this agreement, MetroChek will days). These applicants need not provide a copy to
cover any and all forms of payment. Use of this benefit is limited their supervisor;
solely to the costs of commuting to an_d:‘lor from_ work via public e The employee is reporting an address change or correc-
transportation systems, which are participating in the MetroChek -
Program or any successor or alternate program approved by the 7 .
Agency. . [hckcltn [I)!oyee lacks access to a USPTO provided
workstation; or
3. Eligibility. All members of each bargaining unit are eligible to *  The employee’s workstation or the network is malfunc-
participate in the PTS program, provided that the employee: tioning on the date Ih‘e form is due, or on the last date
a. Commutes or will commute to and/or from work on those the employee expects to be present in the office prior
systems participating in the MetroChek program; to that date.
b.  Does not use a monthly parking space at or near the work- Application forms may be obtained from the Office of
place during regular working hours, except for vehicles used Finance or from the USPTO’s intranet site.
1 s WS 3 =9 . -
R Mar(.)Cth pr.ogram. e : Upon request the Office of Finance will provide a time
c chs not havle a parking permit for a currently assigned stamped copy of an application submitted.
USPTO parking space during regular work hours, except for :
vehicles used in the WMATA MetroChek program. This ¢.  Paper copies of PTS Application Form must be submitted to
does not include weekend/evening parking permits. the Office of Finance when eligibility is based upon the
4. Misuse and Availability of Benefits. ii‘}{:llff‘?ﬁ;z i‘f‘ﬂte“ toscancel 8.FI0 assigned pavkiog fpace
a. The MetroChek transit passes are not transferable and are d.  Newly hired bargaining unit employees will be provided
[?.h,c HEEC pnly’ i Fhe commute to and/or from work. PTS program information and an application form during
Giving, selling, ”_“d'_“% or transferring the MetroChek tran- the new employee orientation process. In addition, a copy of
SIS 19 ulth‘cr md_mdual_s,_or purchagmg the Same ff‘-‘?“ this agreement and all forms used in the PTS program shall
another individual is prohibited, even if the other individual be maintained on the USPTO Intranet site in a folder enti-
is eligible to receive the subsidy. Any portion of the subsidy tled transit subsidy under the OHR web page.
unused at the end of the quarter should be returned to the o . .
PTS Coordinator in the Office of Finance. Misuse of the e.  Employees will be notified each quarter (during the three
subsidy or failure to timely return unused subsidies may weeks before the PTS Application form is due) by
result in disciplinary action. i;};l](aur1cc|11c11ts |n_|{;ll "W_}:jat slNciws or succeisotrhmeansi._
- . . . . ese messages will provide electronic access to the applica-
b.  Should the Office decide to investigate any employee’s eligi- tion form :mﬁ inc]udg the availability and specific locaqipon
l'nh[y_!nr pa_mc:lpatmn in the program or for the amqum of of information concerning this program on the USPTO
benefits claimed, the employee will continue to receive ben- [ntranet site.
efits pending the Office’s determination concerning eligibili- ) . . . .
ty. The Office may, however, reduce or stop benefits once it f. An'v‘cmploj-'ee‘who wishes to dlscpntmue his/her participa-
makes a determination of ineligibility or reduced eligibility. tion in the PTS program must notify the PTS Coordinator in
Employees may be required to repay benefits improperly PRI, I e all unused MetroCheks, and must ot
claimed, and may be subject to disciplinary action. complete an‘ot_hcr'l TS applicatli_\n form until they wish 10‘
5. Employee Obligation to Report to Work, Receipt or non-receipt rcsIum;_lPSart1C|Fm1:l)n. Afst that pom:), lfhe eIl'f}llpltl}Y:iz S;'lls)lfllglélll
5. mploye i - Rece -rece out a application form on or before the 1st da
of the subsidy does not alter an employee’s responsibility to month preceding the month in which the employee wishes
report to work. to begin receiving the subsidy again.
6. Procedures. g Address corrections/changes may be made in the Office of
- . . e Finance by filling out a new PTS application form and show-
o g%gg;'r';'grgl;‘;];thgﬂllg]fj;":g l;‘;lg I;\ézn;; l(;,_r[)grxi}’gﬂi: ::L;hc ing USPTO identification. Alternatively, address correc-
Form™ with the PTS Coordinator located in the Office of Hons/changes may be'made via the LISFTO's exmal gyetem
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by filling out a new PTS application form and E-mailing
same to the Office of Finance from the employee’s official
agency mailbox (or equivalent).

Delivery of MetroCheks.

a.  The MetroChek transit passes will be mailed to each partici-
pant using the U.S. Postal Service, except as provided in
Section 7(d) below. When an employee is late in submitting
the PTS application form, the employee will not receive the
full transit subsidy for the current time period. The employ-
ce will receive the portion of the subsidy for those months
for which the PTS Application form has been received by
the 15 of the preceding month.

b.  Due to the negotiable nature of the MetroChek transit pass-
es, lost subsidies will be replaced only in rare circumstances
and under no circumstances will more than one lost subsidy
be replaced per employee within a two-year period. In
instances of lost subsidies, an employee must, in writing, pro-
vide the following information:

1. Certify that the subsidy was not received at the most
recent address provided by the employee;

(]

provide the employee’s name, position and organiza-

tion;

3. state whether the employee is representing himself/her-
self, or is represented by a union representative;

4. provide a specific account of the employee’s belief as

to why the subsidy was not received at the address pro-

vided by the employee; and

wn

list and certify all prior subsidies that were replaced for
the employee during the last five (5) years.

¢.  Any claim of non-receipt of a subsidy must be submitted by
the participant to the PTS Coordinator within 10 business
days of the first day of the month in which the employee
was to receive the subsidy. Any claim not submitted within
this period will not be considered. A meeting, during which
the employee may be represented by a union representative,
may be requested by either party within 5 business days of
filing the claim. This meeting shall be scheduled by mutual
agreement for a time between 9:30 a.m. and 3:00 p.m. during
the next 6 business days. A written decision will be rendered
10 business days following the filing of the claim or 5 busi-
ness days after the meeting, whichever is later. This decision
will be considered the equivalent of a USPTO decision at
the first or informal stage of the grievance procedure. The
union and/or grievant may decide to continue with the
grievance process if unsatisfied with the results. Only the
union may appeal the final Agency decision to arbitration.

d. In those instances where lost subsidies are replaced, the
employee will be required to pick up, in person, the replace-
ment subsidies from the PTS Coordinator. As determined
by the PTS Coordinator, the employee may be required to
pick up future subsidies for the following two years, in per-
son, in the Office of Finance. The employee will be required
to produce a USPTO identification card to receive the
replacement subsidies and future subsidies.

Grievances Concerning the PTS Program. Any participant who is
aggrieved over any aspect of the PTS Program other than the
non-receipt of the MetroChek transit passes may appeal in writ-
ing to the PTS Coordinator within 15 business days after the
matter or the date the employee becomes (or should have
become) aware of the occurrence. The appeal must contain the
following information:

1. the employee’s name, position, and organization;

2. an indication of whether the employee is representing
himself/herself or is represented by the Union;

3. aspecific account of the incident giving rise to the
gricvance;

10.

11.

12.

For the USPTO

4. specific reference to the provisions of this agreement in
dispute;

5. an explanation of how the provisions of the program
have been violated; and

6. a detailed statement of the specific remedy sought.

Any claim not submitted within this period will not be consid-
ered. A meeting, during which the employee may be represented
by a union representative, may be requested by either party with-
in 5 business days of filing the claim. This meeting shall be sched-
uled by mutual agreement for a time between 9:30 a.m. and 3:00
p-m. during the next 6 business days. A written decision will be
rendered within 10 business days following the filing of the claim
or 5 business days after the meeting, whichever is later. This deci-
sion will be considered the equivalent of a USPTO decision at
the first or informal stage of the grievance procedure.

Changes to the PTS Program Budget. If management deter-
mines it to be necessary to reduce or terminate funding for the
PTS Program, members of the bargaining units will not receive a
greater reduction in their individual maximum subsidies than any
other person in the USPTO. When the program funding is
reduced or terminated, it will be reinstated when such action is
no longer necessary.

Meaning of Dates Provided in this Agreement. Deadlines estab-
lished in this agreement are automatically extended to the next
business day when they fall on a Saturday, Sunday, or Federal
holiday.

Reinstatement of Parking: Emplovees who forfeit a parking
space controlled by the USPTO to participate in this program
shall be eligible for reinstatement of their parking permit on a
priority basis when:

a.  They end participation in the PTS program on or before
December 31,2002, and notify the PTS coordinator and the
Office of Administrative Services by that date;

b.  New participants decide to terminate their participation
before the end of the first full quarter they have participated
in the program; or

¢ They suffer a ten percent or greater reduction in benefits
resulting from funding cutbacks to the PTS program.

Priority basis means that their names will be placed ahead of all
other names on the applicable waiting list except those who also
have priority status.

Increases in Maximum Monthly Amounts for the Transit Subsidy
Program. If the maximum monthly transit subsidy amount in-
creases in the future, the maximum amount paid under this agree-
ment will also increase, with the other provisions set forth above
remaining unchanged, unless the Agency or any of the unions
requests to bargain before the effective date of the new amount.
So long as there are no other changes to law, rule, or regulation
(including Executive Orders) pertaining to the PTS program, IRS
adjustments to the maximum benefit, as set out in 26 US.C. § 132
(£)(6), shall be automatically applied to this program.

Signatures

For the Unions
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Problems Pending: Patent, Trademark Plan Far from a Fix

by Ronald Stern

The following commentary was submitted to The
Federal Times and published on June 17, 2002.

The Los Angeles Daily Journal quoted James Rogan,

POPA BARGAINING
UNIT MEETINGS

NN TOPICS: S
* Work at Home
* Radical Changes at USPTO

July 17, 10 a.m. & 1:30 p.m.
Crystal Forum

All bargaining unit members are invited. One
hour of official time will be available. All
dues-paying POPA members will have the
opportunity to vote on POPA’s negotiating
position regarding work-athome policies and
the USPTO strategic plan.

For more information, go to www.popa.org

director of the U.S. Patent and Trademark Office, speaking
about the USPTO, “We're going to blow it up and reassem-
ble it.” On June 3, he announced the details of the planned
explosion at a press conference, including a new higher fee
structure. Will the exploded parts fit back together “to pro-
mote the useful arts”as required by the Constitution?
Numerous experienced patent examiners say no.

The plan breaks up the current system in three key
ways. First, it separates the investigation of prior inventions
(the prior art search) from decisions on intellectual property
rights (examination) and gives control over who will do the
search to patent applicants. Second, it allows applicants to
defer decisions on intellectual property rights, lengthening
the period of uncertainty over who is entitled to what. And
third, it seeks to reassign the duty of classifying patents to
foreign intellectual property offices or the private sector.

Under the plan, commercial search services chosen by
the applicant will conduct the bulk of prior art searches. This
will lead to abuse. Patent applicants by definition want
patent rights for themselves. Evidence of prior, very similar
inventions uncovered during the search stands in their way.
Letting them choose who finds (or doesn’t find) the prior art
evidence to be used against their application, and how much
the searcher gets paid, pits the searcher’s efforts against the
applicant’s interest. It is the equivalent of letting the fox
guard the henhouse.

(continued on page 2)

USPTO Misleads Public, Congress on Work at Home

The USPTO threw some red herrings at employees, the
news media and members of Congress in an attempt to
obscure the real issues hampering a negotiated agreement
with POPA on work at home. '

A WTOP-Radio report on June 15 stated, “The Patent
Office’s Richard Maulsby says this [the negotiations dis-
agreement] is about whether employees with performance

problems should be allowed to take secret documents home,

and the office wasn’t willing to continue a pilot program
past its expiration date until that’s settled.”

This is false.

At the point that the agency halted the program, POPA
and USPTO negotiators believed that conduct and perfor-
mance issues were only minor points that could be resolved
without delay. POPA and the agency agreed in the
Millennium Agreement that to be eligible, an employee had
to “be performing at least at Fully Successful in the current

rating of record and for the employee’s cumulative most
recent four full quarters of work.” Both the USPTO team
and POPA team still agree with that. POPA has also agreed
that the agency may add a clause that “Management may
exclude or remove an employee from the program if an
employee’s conduct justifies their exclusion or removal.”
The agency is misleading the public away from the real
reasons for the impasse: 1) USPTO insistence on a one-year
program limit and consequently additional employee con-
cessions next year, and possibly every year; 2) severe reduc-
tions in the number of work at home Level 1 and Level 2
positions; 3) USPTO’s demand that Level 2 employees use
all USPTO-supplied software and take personal time to
install it or fix bugs when agency software fails on employ-
ees’ own at-home equipment; 4) USPTO’s requirement that

(continued on page 4)
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Problems Pending: Patent,
Trademark Plan Far from a Fix

(continued from page 1)

We must also think of the international consequences.
Can we sufficiently assure the quality of patent searches
coming from Japan or Germany to justify granting a monop-
oly in the United States to Mitsubishi or Siemens? Will they
agree to use Microsoft’s searches in their countries?

Even with the best of intentions, search quality is likely
to suffer. As the only American patent office, the USPTO is
able to direct all the applications in a particular field to a
small group of examiners. Commercial search services, on
the other hand, will need to cover a broad area of technol-
ogy to amass sufficient business. Examiners as specialists
have an inherent advantage over their private sector gener-
alist counterparts.

The functions of patent searching and patent examining
shouldn’t be separated at all, even within the government.
The Europeans had such a separation, and are now more
than halfway to converting to the more efficient system in
which the same individual conducts searching and examina-
tion. During the search, examiners think about how they will
combine what they find into a decision. They have read the
application and analyzed the scope of the proposed inven-
tion. Once examiners select the relevant prior art docu-
ments, writing the decision is straightforward: the examiners
were thinking about it all along. The agency’s plan to sepa-
rate the functions would eliminate that synergy and require
a duplication of effort to read and analyze the application,
and read and analyze the selected prior art.

Deferred examination will “marginalize” the patent sys-
tem, says scholar Sri Krishna Sankaran in his law review
article on “Patent Flooding in the United States and Japan.”
Patent flooding involves filing volumes of patent applica-
tions covering minor variations on a groundbreaking tech-
nology. Using the potential for a flood of deferred, unexam-
ined patent applications and the resulting expensive litiga-
tion, one company can coerce patent rights from another,
often smaller, company. A substandard search of the prior
art compounds the uncertainty and increases the advantage
of those who would abuse the system.

The third piece, patent classification, provides the funda-
mental framework to organize the USPTO. It organizes our
files of patents into small sections for prior art searching,
and organizes our people into narrow areas of specialty.
Both productivity and quality increase with more reclassifi-
cation. In many areas reclassification has been neglected so
that now searching is like trying to find a needle in a
haystack. With more resources, it could be like trying to find
a needle in a sewing kit.

Rather than relinquishing control of patent classifica-
tion, we should beef up our activities. That coupled with pro-
viding examiners an adequate amount of time time per case
is the best road to quality patents that meet our
Constitutional mandate. ¥

J

More Fees, Less Service

Proposed USPTO Fee Legislation, from the
21st Century Strategic Plan

Note: Fees would apply to future and existing applica-
tions and patents.

Basic Patent Fees Current Proposed
Filing Fee $ 740 $ 300
Examination Fee N/A $1,250
Issue Fee $1,280 $1,660
Maintenance—1st $ 880 $ 900
Maintenance-2nd $2,020 $3,000
Maintenance-3rd $3,100 $5,000
Total for Basic $8,020 $12,110

[Total for Proposed is 51% higher]

USPTO Proposed Fees to Affect Applicanf
Behavior : ' :

Description Current Propose.'d -

Sheets of Spec and None Prescribed by
Drawing in Excess of 50 ~Director
Independent Claims $78/claim $160 to $640
in excess of for 4th to 6th,
3 claims 125% more for

each additional

Total Claims $18/claim Scale rises
in excess of . from $80/claim
20 claims in excess of 20

to $640/claim
in excess of 35.
Scale rises
125% per claim
for each group
of 5 beyond 40
claims.

Continuing Applications None Scale rises
from $1,000
per application
that refers to

more than 3
earlier applica-
tions.
Claims Not Patentably None Scale rises
Distinct from $10,680

for one appli-
cation with a
claim not
patentably
distinct.

Preceding from information prepared by the Intellectual
Property Organization
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USPTO Strategic Plan — Verbatim

Following are excerpts from the
USPTO’s 350-page reference document
for its 21st Century Strategic Plan. The
USPTO has not publicly released the
document, which POPA obtained from
sources outside the agency. The full
document is available for view at
WWW.popa.org.

Certification of Searching Authorities
Given the current challenges in the patent sys-
tem, putting the prior art search in the hands
of private industry would have substantial ben-
efits for the USPTO. Much of our “overhead”
expense lies in the development and mainte-
nance of search tools for our examiners.
Substantial savings in automation development
and maintenance costs for EAST, WEST,
ABSS, CDB access, etc., potentially could be
realized in addition to the savings resulting
from the reduced upkeep and maintenance of
the classification systems for both
International Patent Classification and U.S.
Patent Classification....

A substantial saving in examiner
resources should result from our examiners
concentrating on patentability determinations
rather than spending a substantial amount of
time searching....

Expansion of Patent Application Work
Product Reviews

The USPTO will integrate the allowance
reviews currently performed by OPOR into
the Technology Centers by expanding the In-
Process Review program to include allowance
reviews. The allowance reviews will be per-
formed by Quality Assurance Supervisors....

QASs will perform IPR quality reviews
on 12 applications per year for every Primary
Examiner (six allowances and six other office
actions)....

Also, each individual SPE will receive the
IPR results and feedback about their Primary
Examiners. When significant quality concerns
are noted for an individual examiner the SPE
will select additional applications to be
reviewed by the SPE....

IPR results will become the basic applica-
tion quality metric for the USPTO....

The USPTO will replace the four-per-year
direct supervisor review of Primary Examiner
work products with work group-wide
Supervisory Patent Examiner IPR quality
reviews....The examiner’s applications will be
distributed to work group SPEs not in the
examiner’s direct line of supervision. Each
application will...[be] reviewed by a different
SPE....

These four applications per year reviewed
by the work group SPEs, the 12 applications
reviewed by the QASs, and any further reviews
by the direct SPE, all will form part of the
basis of the Primary Examiner’s annual perfor-
mance appraisal.

Re-Certification of Knowledge, Skills and
Ability (KSA) of Primary Examiners...
Recommended Course of Action: A determina-

tion of the current, necessary KSA required for

the position of Primary Examiner should be
made on a regular basis at several levels within
the USPTO, both inside and outside of the
Technology Centers. There needs to be ... an
expanded review of work product, such as in
process review (IPR) of actions, ... second pair
of eyes review of final disposals of work prod-
uct—allowances, appeals, and abandonments
to evaluate KSA of each primary examiner.
This may involve the evaluation of about 12
actions per year for each primary examiner....

Tests should be developed to ensure that
primary examiners, taking the training, prove
that they understand the content of the train-
ing. Those who do not pass tests given after
required legal training should have full signa-
tory authority suspended....

...there needs to be an expanded review
of the work product of each primary examiner
on a yearly basis to ascertain whether the nec-
essary KSA, such as that reinforced by recent
training, is applied in the examination. Review
teams of QASs, OPOR Integration, or SPEs
(who themselves have been recertified) ...
could be used to evaluate KSA of each pri-
mary examiner. If this review reveals evidence
of an unacceptable percentage of unsatisfac-
tory work, this evidence would be reported to
the SPE and Director of the involved exam-
iner, who would then make a decision whether
to review additional work of this examiner
before adverse action is taken. The examiner
would be afforded conventional improvement
period(s) to evidence the ability to produce an
acceptable percentage of satisfactory work. If a
review of the work product during the
improvement period does not evidence an
acceptable percentage of satisfactory work,
then signatory authority would be withdrawn.
The examiner would be permitted the oppor-
tunity to regain full signatory authority by
passing another full signatory review program
(recertification), which may occur after a cer-
tain period has passed since withdrawal of that
authority.

Certification of Knowledge, Skills and
Abilities to Ensure Proper Hiring, Reten-
tion and Promotion of Patent Examiners
m Establish a two-year probationary period for
all patent examiners through the Office of
Personnel Management....

m Establish a Training Art Unit for new exam-
iners in high volume hiring areas where exam-
iners will spend their first year.... Skilled pri-
mary examiners would be rotated through the
art unit on one to two year details and would
be asked to mentor/train/oversee a small group
of newly hired examiners during their first year.

Key Feature of Training Art Unit(s): Primary
examiners would be reassigned as trainer
examiners.

Estimated benefits:

W Save costs associated with the inefficiency of
the current practice of using primaries to train
new examiners in an Art Unit setting....

® Could adopt “bull penning” of new examin-
ers in abandoned search rooms to both relieve
space concerns and promote group training
and adhesion....

B Develop and implement an examination that
must be successfully completed before promo-
tion to the GS-13 level....

m Require Technology Center Directors to
review a randomly selected sample of the
examiner’s work product to ensure that the
examiner has demonstrated the ability to suc-
cessfully perform the job at the next grade
level....

® Develop and implement a structured review
process for all examiner promotions to GS-9 to
GS-13 (excludes examiner’s first promotion)....

Competitively Source Reclassification
Functions...

® Competitively source reclassification of doc-
uments into new schemes. Transfer classifiers
to examining art units under existing hybrid
classifier/examiner position.

B ... transfer application dispute resolution
function to Patent Corps management, i.e.,
Supervisory Patent Examiners.

® ... additionally contract out the development
of new classification schemes. All but 6-8 classi-
fiers and the Supervisory Patent Classifiers
would be assigned to examining functions full
time.

® ... This option would result in the largest
amount of work outsourced to the private sec-
tor and the greatest number of classifier (37)
Full-time Equivalents that could be repro-
grammed to patent examining functions.

W ... Also, in the near future the transition will
be made to the reformed IPC which will pro-
vide a robust and efficient IPC-extended sys-
tem.

Separate Filing and Examination Fee
Recommended Option: Adopt the examination
fee. Upon their determination of commercial
viability, applicants will only require the full
patent processing and its associated costs for
those they wish to pursue further. The bifurca-
tion of fee events into filing and substantive
examination occurrences is expected to induce
a reduction in the number of applicants opting
for substantive examination, freeing up exam-
iner resources. We estimate a drop-out rate of
10-30%, depending primarily upon the level of
fee chosen, and as a result, USPTO examina-
tion resources will not be expended for appli-
cations that are not considered economically
viable by the applicants.
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(continued from page 1)

Level 2 participants agree to upgrade their personal hard-
ware and software in accordance with any agency specifica-
tions issued in the future, and 5) additional required office
sharing for work at home participants.

One-year Program Termination

An ongoing work at home program was part of the
overall Millennium Agreement of 2001. The agency violated
that agreement by terminating the program unilaterally. The
agreement requires negotiation after an evaluation period.
No automatic expiration was ever contemplated.

The agency will not allow the program to be continuous
or even to terminate only for cause. Rather, it is insisting
upon the ability to pull the plug on the program at any time
and on having a one-year termination date.

The USPTO’s reason for this demand: Yearly work at
home negotiations can mean yearly concessions from
bargaining unit members. The original 2001 negotiations
yielded for USPTO a customer service element and the
removal of 75 percent of the examiners’ paper files.

Reductions in Level 1 & 2 Positions

The 16-page USPTO work at home proposal, given to
POPA the afternoon before the agency’s self-imposed termi-
nation date, included only 12 slots at Level 1, down from 21
slots in the Millennium Agreement. It capped Level 2 at 40
positions, down from the previously unlimited number. It
also limited the total slots at 350 total, up slightly from the
315 existing slots. This level isn’t near the 50 percent of eligi-
ble employees required under the law. It maintains the level
at approximately 25 percent.

Hundreds of employees are waiting to get into this pro-
gram. The costs for both Levels 2 and 3 are low. The agency
has no reason to cut the number of Level 2 slots or for Level
3 to lag behind the legally mandated percentage for the
already limited group that management has identified as eli-
gible, that is, primary examiners and their equivalents in
other areas.

Agency Software Limitations

The agency proposes new program rules that would
eliminate anyone from Level 2 who does not own and use
Windows 2000 or Windows XP. The USPTO also insists
upon additional software and hardware requirements that

(continued on page 5)

The following is excerpted from a letter sent to POPA by a
work at home participant on June 24.

I feel POPA represents my position very well. I expressed
to both Mr. Rogan and many POPA representatives the bur-
den I bore on Level 2, i.e., purchasing a new computer, office
furniture, separate phone, etc., only to be terminated with no
regard. I could only justify such a [purchase] because I was
looking for a long-term benefit over several years. I have a
[large] family and spending thousands of unbudgeted dollars
is an extreme burden.

I honestly don’t see where the PTO bore such a cost or
what they expected to achieve from this program. I also spent
many uncompensated hours loading programs. Looks to me
like they wanted to use work at home as a carrot for even
mMOTe COncessions.

The following is excerpted from a June 27 letter to POPA.

Instead of “writing your congressman” why don’t you
[POPA] sit down with management and work this whole thing
out? You haven’t presented any information about major
problems with the management proposals except that they
ended the program ... and that they want to continue to limit
participation. The participation should be somewhat nego-
tiable, but there have been real problems with the Level-1
program (mine was finally made to work well in March, but
still has problems) and also with Level-2 computer issues.
Please advise the people you represent of any really difficult
sticking points and stop butting heads over the non-issue of
the pilot ending, when it is clear that management does not
want the work@home to be over.

Work at Home Employees Harmed

POPA’s response:

We appreciate your perspective, but do not agree that
termination of the program is a non-issue. The termination
has been very upsetting to the work at home participants and
was an unnecessary action by the agency.

All of the really difficult sticking points are described in
this newsletter, but the most important is the USPTO’s pro-
posal for a fixed expiration date, which will put employees in
the position of having to make additional concessions to
renew the program next time. POPA negotiators who were at
the table for the Millennium Agreement can tell you that there
was no intent to end the program after 6 months. It was to con-
tinue during any evaluation and discussion of needed changes.

If the USPTO did not want work at home to end, the
agency would not have ended it. Just because the agency plays
hardball, we cannot give up what we believe to be in all of our
best interests.

Ending the program was not in the USPTO’s best inter-
est either. It was, and is, a senseless act. We are sorry that the
agency has chosen to disrupt so many employees’ lives. We
hope we can reach a resolution sooner rather than later.

Because the USPTO has dug in its heels, POPA needs the
help of Congress to convince the agency to abide by congres-
sional intent to use work at home to lessen traffic congestion
and air pollution, conserve energy, help the disabled to enter
the workforce, and provide more time for employees’ family
responsibilities. Instead, the USPTO is using it as leverage to
put employees in a position of having to agree to adverse
changes in working conditions. When you call your congres-
sional representative to educate him or her about this issue,
you will make a difference in the outcome.
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‘continued from page 1)

Level 2 participants must pay for themselves and allots no
time for installation or debugging.

These new requirements are extremely burdensome.
Many employees bought hardware and software, home
office furniture, and rearranged their homes to participate in
this program. Many people were performing well at Level 2
within the capabilities of their home systems. The USPTO
cannot answer why anyone who has found something that
works for them should be required to give up what they are
doing successfully.

Office Sharing Required

The USPTO’s negotiating position is that it wants to be
able to double all employees who work at home at least two
days per week. It wants to reserve the right to double the
most senior primary examiners with a new employee.

The Millennium Agreement provides for sharing an
office only when an employee must come to the Office no
more than two days per week. POPA’s position is to permit
office sharing only when two employees who both work reg-
ular schedules of two days a week in the Office are available
to share in the same building. Evidence shows that doubling
examiners interferes with performance, so doubling should
only occur when scheduling can be arranged so doubled
employees do not normally have to be in the Office at the
same time.™

POPA Officers Visit European
Patent Office and Union

POPA’s officers noticed the European Patent Office
(EPO) employees’ spacious, modern offices and facilities,
the respect accorded employees by EPO management, and
many other interesting differences—and common
interests—between the Staff Union of the EPO (SUEPO)
and its U.S. counterpart during a European visit in late May.

POPA Officers Ronald Stern, Larry Oresky, Karen
Hastings, Pamela Schwartz and Randy Myers took leave to
travel to two of the EPO’s four offices in The Hague and
Munich at their own expense to meet with SUEPO officials.
(EPO also has smaller offices in Vienna and Berlin.) The
POPA and SUEPO representatives formally agreed to:

m Exchange information on issues such as automation, work-
ing conditions, classification and patent law

m Publish developments in each other’s offices to their mem-
bers

m [nvite colleagues in the Japanese Patent Office to partici-
pate in future discussions

m Organize additional joint conferences

m Aid each other in advocating a high quality, professional
approach to patent search and examination and in counter-
acting attempts to lower quality or register patents.

'POPA NEWS

Production Differences

EPO traditionally separated the search and examination
functions, with searching occurring in The Hague EPO office
and examination in the Munich EPO office. Modeling the
USPTO, however, the EPO in recent years began switching
employees to the “Bringing Examination and Search
Together” (BEST) program. EPO has now shifted 50 per-
cent of its cases to BEST examining, with a goal of 80 per-
cent by the end of the year. The EPO believes BEST exam-
iners achieve significant efficiencies. While SUEPO
acknowledges some efficiencies, it doesn’t think that the effi-
ciencies are as great as EPO believes because of the delay
between the search report and the examination. EPO exam-
iners do a search report, then about a year later pick up the
application for examination after the applicant has had the
chance to amend. In the United States, search and examina-
tion are done simultaneously in the first action. To now
retool the U.S. patent system to separate the two functions
would be inefficient.

Employee Ratings and Requirements

The EPO limits the proportion of employees who can
receive the two highest performance ratings of “excellent”
and “very good,” which are comparable to the USPTO’s
“outstanding™ and “commendable.” Only 30 percent of EPO
employees can receive either of those two ratings combined.

The EPO offers a promotion system similar to PTO’s
with fewer promotion steps. The EPO has a grade structure
that provides for non-supervisory examiners at grades
equivalent to GS-15s. Yearly pay increases are based on an
amalgamation of wage rates in seven European Union (EU)
countries to maintain pay comparability. The pay increases
are further equalized through another formula based on the
cost of living in the four countries hosting the EPO offices.

(continued on page 6)

POPA officers with officials of the Staff Union of the European
Patent Office (SUEPO) at the May signing of a joint communique
in Munich. Seated left to right: POPA President Ronald Stern and
SUEPO Central Committee Chairman Desmond Radford. Stand-
ing left to right: POPA Treasurer Randy Myers; POPA Vice Presi-
dent Larry Oresky; SUEPO Central Committee Chairman-to-be
Hannes Senftl; POPA Secretary Karen Hastings; POPA Assistant
Secretary Pamela Schwartz.






POPA Officers Visit EPO

(continued from page 5)

EPO employees are exempt from paying income taxes
to their native country. Employees receive significant family
allowances and an additional expatriate allowance for living
outside their native country. The maximum family plus expa-
triate allowance is 26 percent plus 200 euros per month per
minor child. They also get unlimited sick leave. The POPA
and SUEPO officials agreed that overall the European
examiners receive greater monetary compensation than the
Americans.

The EPO requires its examiners to be fluent in three
languages: English, French and German. Examiners must re-
spond to applicants in the language in which the application
is written. Examiners also know the language of their coun-
try of origin and of the country in which they’re working.

Europeans Get Space and Quiet

EPO’s private offices for examiners measure 24 square
meters (approx. 258 square feet), and double offices are
much larger. This compares to the standard USPTO office of
150 square feet, private or doubled.

The comfortable modern facilities include an employee
cafeteria and a fitness center with tennis and handball
courts. For drivers, underground parking is plentiful. At The
Hague, the EPO provides a bicycle storage room, complete
with showers, for employees who commute by bike. ¥

On the Topic of Patent Examining:

“When you’re experienced at this, you can make
decisions whether you know the art or not.”
—Esther Kepplinger, Deputy Commissioner for Patent
Operations, in Forbes, June 24, 2002

Salary Adjustment Update

POPA joined the USPTO in meeting with the Office of
Personnel Management (OPM) on April 3 to discuss a
special salary rate adjustment. Deputy Commissioner for
Patent Operations Esther Kepplinger presented a strong
case for increasing professionals’ salaries. OPM at the time
responded that it was inappropriate to give an increase to
match the locality component of the annual pay increase for
employees in the Washington region. OPM stated that the
purpose of special pay rates was to eliminate the disparity
between private sector pay and federal pay for an
occupation in a specific locality. To therefore pay special
rates and locality pay would be to make the same
adjustment twice. OPM said it would consider a proposal if
it is submitted in more absolute terms of comparability
between USPTO jobs and private sector DC jobs. Although
the USPTO revised its proposal so that it was ready to go in
early June it had not been submitted to OPM by July 1. ¥
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Comparing Apples to Oranges

This graph, taken directly from the USPTO Web site
version of its 21st Century Strategic Plan, shows a decrease
in pendency under the new plan. However, it fails to explain
that under the 2003 Business Plan, pendency is measured
from the date the patent is filed. In the 21st Century
Strategic Plan, pendency is measured from the date that the
examination fee is paid, which can be up to 18 months after
filing. While not everyone will wait until the 18-month point
to request examination, the new plan will result in a
substantial average pendency increase.

Gerald J. Mossinghoff, former commissioner of patents
and trademarks, commented publicly that the agency’s pre-
sentation of the plan’s pendency savings was “not honest.”

Patent Pendency Comparison
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Congressional Testimony Echoes POPA Petitions and Survey

Patent Community Joins Examiners in Opposing
Search Outsourcing

The day after more than 1.000 patent professionals
began signing a petition urging “Congress to ensure that the
prior art search remains part of our examination duties,”
members of the patent community testified to Congress
about their serious concerns and opposition to outsourcing
the prior art search.

The following week POPA delivered the petitions, its
own written testimony and the results of a POPA
membership survey on the USPTO 21st Century Strategic
Plan to the same House subcommittee that held the hearing.

POPA took the petitions—signed by 1,080 patent
examiners or nearly one-third of all examiners—to the
House Judiciary Subcommittee on Courts, the Internet, and
Intellectual Property on July 25. In addition to asking for
congressional action, the petition stated, “It is our

experience that searching the prior art is an integral and
inextricably linked part of the patent examining process and
cannot be separated without significantly reducing the
quality and efficiency of the U.S. patent system.”

Many, including POPA, who commented to the House
subcommittee on the USPTO plan criticized many facets of
the agency’s “reform” and fee schedule adjustment.

“It seems to me that conducting thorough searches is an
integral part of the PTO’s examination role,” stated Rep.
John Conyers (D-Mich), a member of the subcommittee.

Charles P. Baker, chair of the American Bar Association
Section of Intellectual Property Law, stated emphatically
that “the search is part of the examination, and if the exam-
iner does not do the search, it will not be done as well, which

(continued on page 2)

POPA Continues Campaign for Work at Home

POPA in July delivered to key members of Congress
more than 1,000 patent professionals’ signatures on a
petition asking Congress to urge the USPTO to reinstate the
Work at Home telecommuting program. POPA also handed
over the results of membership surveys on Work at Home
issues and the commuting patterns of Work at Home
participants, both of which support the union’s position.

The petition and survey results had an impact on
Capitol Hill. Subsequent calls from congressional offices to
senior USPTO officials likely helped prompt USPTO

Director James Rogan to comment to POPA that he is
committed to a “permanent” and “expanded” Work at
Home program. Rogan said that when he was a
congressman he had voted for Rep. Frank Wolf’s
telecommuting law, which states that 50 percent of all
eligible federal employees should be offered the option of
telecommuting in 2002. POPA is optimistic that the
director’s commitment will fuel productive negotiations to
reinstate a permanent program.

(continued on page 3)
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An examiner with no control of the search is like a chef with no control of the ingredients. Could others do business as the USPTO proposes?






POPA NEWS

POPA Survey on Restructuring
(continued from page 1)

would weaken the presumption of that validity.

“That presumption gives certainty to U.S. patents, and
without a reasonable level of certainty, investors will not
invest to develop new technology and create new jobs,” said
Baker. “The best testament against separating the search
function and an examination function is the fact the
European Patent Office, which has had such a system for
years, has recently decided to abandon it.”

POPA stressed that search and examination are “sover-
eign functions of the United States.” If examiners have to
rely on foreign patent office search results as the basis for
patentability determinations, then a U.S. sovereign function
“has been indirectly delegated to a foreign power.”

While the Intellectual Property Owners Association
commented, “We do not oppose separation of search and
examination if such separation can pass the quality, speed,
and cost effectiveness filters,” the IPO added, “To permit the
applicant to work with a private company in determining
the nature and scope of the search to be performed could
create opportunities for manipulating the system that would
diminish the level of public confidence in patents and
increase patent litigation.”

POPA commented that the agency’s proposed quality
initiatives are “designed to increase control rather than
enhance quality.” The union stated that the idea of recertifi-
cation testing “is not the accepted way of maintaining pro-
fessional standards in the private sector and neither should
it be at the USPTO.”

While requiring continuing education credits for contin-
ued professional accreditation is standard, continued testing
is not. “No amount of review or automation can ultimately
improve patent examination without first providing examin-
ers with the necessary time and resources to properly do the
job,” stated POPA.

“Unless examiners are given the additional time com-
mensurate with the Agency fees for additional examination
services,” added the POPA testimony, “both existing and
proposed fees for additional claims and other services repre-
sent nothing more than another hidden tax on inventors
rather than a payment for examination services rendered.”

Forceful Survey Comments

Many POPA members added written comments to their
surveys about the agency restructuring:
B “What if we know of a better reference? Do we use it or
look the other way?”
W “...the only time an examiner relies mainly on the IDS is
when they don’t understand the invention well enough to
formulate their own queries that go beyond the literal words
of the claims.”
B “While searching I read and become familiar with refer-
ences and formulate my rejection.”
W “If the strategic plan takes effect I will probably look for
another job. The stress of trying to do quality work with

The results of POPA’s July 17 membership survey, in which
55 percent of the membership participated, strongly backed the
union’s position on the USPTO restructuring plan:
1. Do you believe examiners can issue valid patents and protect
the public from unwarranted patents without doing the search
themselves or having the search under their control?

Yes—5%

No—95%
2. Do you believe that if search and examination functions are
separated, overall quality will go up or down?

Quality will go up—1%

Quality will go down—96%

Quality will stay the same—3%
3. Do you think the responsibility for doing the search should
be placed under the control of the applicant?

Yes—4%

No—96%
4. Do you believe that the private sector should be in charge of
the classification schedule for the patent system?

Yes—3%

No—97%
5. In new applications where an IDS (information disclosure
statement) is filed, approximately how often do you need to
apply additional references when making a rejection in the
application?

almost all the time—74%

most of the time—17%

some of the time—7%

almost never—2%
6. Do you trust management to objectively re-certify the
competence of primary examiners?

Yes—7%

No—93% :
7. In new applications containing foreign search reports,
approximately how often do you need to apply additional
references when making a rejection in the application?

almost all the time—69%

most of the time—22%

some of the time—7%

almost never—2%

insufficient hours per case is too much.”

B “The greatness about the USPTO is our classification sys-
tem. It is essential to searching.”

MW “More examination time is required to both improve qual-
ity and pendency. If people have more time per case, first
actions will be of better quality, resulting in fewer actions per
disposal, ... shorter overall pendency....”

W “If the applicant is required to contract a search, demand
for searchers will increase and examiners may very well
leave the Office to become highly qualified, in-demand pub-
lic searchers.”

W “This survey uses questions that appear to be very
loaded.”

B “Being recertified is insulting. Any ‘problem’ examiner
would be uncovered by the review process already in place.
... People should be given a chance to attend refresher cours-
es to correct their deficiencies.”

W “Most patent examiners take real pride in doing a good
and useful job. This will no longer be possible.” ¥
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POPA’s Work at Home Campaign

(continued from page 1)

Survey Results Support Union Stance

The following results of the survey/vote at POPA’s July
17 membership meeting overwhelmingly favor the union’s
position on Work at Home:

1. Do you want POPA to agree to a work at home program that
ends after one year?

Yes, a yearly termination date is OK—5.6%

No, we need a permanent program—94.4%
2. Do you want POPA to agree to a program that is limited to 350
primary examiners (or equivalent) on Work@Home for the entire
program?

Yes—4.0%

No—96.0%

POPA in early July surveyed the actual participants in
the terminated Work at Home program about their com-
muting patterns during the program. More than 45 percent
of those surveyed responded:

B 75 percent stated that their commuting by single occupan-
cy vehicle decreased.

W 23 percent stated that their commuting by single occupan-
cy vehicle did not change because most already used public
transportation, car pools or other commuting means.

M 2 percent indicated that their commuting by single occu-
pancy vehicle increased. Each of these respondents indicat-
ed that they needed to drive to/from work occasionally due
to the volume of the application files worked on at home.

Employees Speak Out

One 30-year patent examiner told his member of
Congress that “telecommuting was definitely a factor” in his
family’s decision to move to Fauquier County last October.
The Work at Home shutdown has been “very disappointing,
to say the least,” he added.

The USPTO’s latest action has made this examiner
wary of signing back onto the program if and when it’s rein-
stated. “Going on and going off is too stressful,” he said.
“There’s no guarantee that the Office wouldn’t yank it
again, especially if we have to go through it [renegotiations]
every year. The Office can exact more and more work from
examiners every year.”

Many examiners surveyed on Work at Home added
written comments:

W “I was a participant in the Work@Home pilot. Prior to ter-
mination of the pilot, I was not surveyed on my experiences
or opinion, or informed of any problems. ... Wouldn’t it make
sense to make participants aware of problems and solicit
ideas for solutions?... it seems premature to make changes
before the pilot experience data is collected.”

W “Eligibility should be much broader than any proposals
I've heard. I would not limit [it] to primary examiners. Level
3 should be open to a lot more people, simply to take home
some work, not requiring search tools or even a computer.”
M “1) I would like you to push for part-time employees to be

eligible. There is no reasonable explanation for excluding us.
2) The sharing of offices/computers is completely unaccept-
able. 3) The ability to end the program each year is unac-
ceptable.” ©

Work@Home: No Joking Matter

The following is a copy of an Aug. 5 letter sent to the
editor of The Washington Post.

Dear Editor:

I was very surprised to discover that the press office
of the U.S. Patent and Trademark Office told the Federal
Diary [Aug.4] that USPTO Director James Rogan and 1
engaged in “some good-natured banter” on the agency’s
shutdown of the popular employee telecommuting
program.

In fact, there was no kidding around in my talk with
Director Rogan. Rogan emphasized that he had told his
staff that he wanted an expanded. permanent “Work @
Home” telecommuting program as provided by law. He
pointed to the fact that while he was in Congress he had
supported and voted for the provision on telecommuting
sponsored by Rep. Frank Wolf. When one of my
colleagues noted that his staff had not taken a position
consistent with his direction, he assured us that he had
clarified his directions to his management team.

I was very conscious of the fact that he was speaking
as the head of the agency and I considered this a
breakthrough in our negotiations.

Ronald J. Stern
President
Patent Office Professional Association

Senate Committee Supporis
Examiner Retention Initiatives

A July 2002 report from the Senate Appropriations
Committee on the fiscal year 2003 USPTO appropriation
stated: “The Committee recommends the following targeted
funding increases: (1) $29,200,000 to hire 750 new patent
examiners to help improve patent quality and reduce patent
pendency; (2) $47,775,000 for an e-government initiative.
..$29.500,000 is provided for the PTO’s e-patent initiative to
ensure that the new system is fully operational by the end of
fiscal year 2004; (3) $4,700,000 is to implement the PTO’s
information technology initiative: and (4) $30,149.000 for a
retention initiative focused on the patent examiner corps
that is intended to reduce attrition and improve the quality
of patent examination.”

The committee recommendations are presently
unfunded. USPTO representatives have explicitly stated to
POPA that the agency has no intent to spend funds for
programs (o retain patent examiners. *
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Public Paper Files to he Destroyed Starting Aug. 26

The USPTO will begin removing the public paper
patent files Aug. 26, despite very strong testimony that the
move is premature and will prove costly and harmful to the
patent system, stated seven of the eight patent expert wit-
nesses speaking at a USPTO public hearing May 16.

After receiving clear public condemnation of the pro-
posal, USPTO Director James Rogan wrote, “I certify that
the implementation of the plan will not negatively impact
the public,” in a July 26 report to Congress. The report said
that the agency addressed the nay-saying public comments,
but the final implementation plan basically ignored the
expert input.

The USPTO wrote in its Federal Register hearing
notice, “...the paper patent and trademark registration col-
lections are no longer needed for public reference because
of the availability of mature and reliable electronic search
systems in its public search facilities.”

“There is NO EVIDENCE for such an assertion or
conclusion,” stated verbatim the written testimony of
Joseph Clawson, a 25-year veteran examiner and currently
a private patent consultant. “Only the robust classified U.S.
search system provides an adequate basis for determining
the differences between the prior art and the claims at
issue... ”

Flaws in EAST and Image Files :

One patents witness echoed most of the others’ distress
about moving to a computer-only search system without a
necessary paper file backup. “Every day, every one of us
who uses the electronic system is faced with its flaws in the
form of missing or corrupt data,” said Randy Rabin, presi-
dent of PatentArts, LLC.

Poor Data Quality

The USPTO has acknowledged that more than 100,000
patents since 1971 have been lost, according to Clawson
and Robert B. Weir, testifying on behalf of the National
Intellectual Property Researchers Association (NIPRA).
The entire file of patents issued during October and
November 2000 are also lost to the electronic search
engines, he testified.

In its report to Congress, the USPTO wrote in
response, “The patent text search database is not the
replacement database for the classified paper copies of U.S.
patents; the patent image database is the replacement data-
base.”

However, a recent NIPRA survey and the USPTO’s
obscuring response demonstrated the agency’s attitude
towards the quality of its patent and trademark databases.

The NIPRA study found a 52 percent error rate in the
X-Search and TESS design code fields alone. A USPTO-
commissioned independent assessment of that same data,
conducted by PriceWaterhouseCoopers (PWC), indicated a
46 percent error rate in the initial data entered by USPTO

contractors and a 36 percent error rate in the data after
USPTO quality review.

The agency never publicly released the PWC study
results.

The USPTO responded in its report that it subsequent-
ly did its own study and found a 19 percent error rate,
which it acknowledged was still unacceptable. However, it
said that only about 4 percent of the trademark files consist
only of a design, “thus 96 percent of marks are routinely
found doing searches for words, numbers or letters.”

Factoring in its 19 percent error rate — and ignoring its
own commissioned independent findings — the agency ulti-
mately reckoned only a 3 percent actual error rate. This
error rate still translates into 10,200 actual erroneously
coded trademarks in fiscal year 2001 alone.

In the patents database, NIPRA found identical search
queries returning different results and discrepancies
between the number of patents filed in a particular subclass
in the paper collection and in the electronic database.

The Commerce Department’s Office of Inspector
General stated in March 2001 that the electronic search sys-
tems were subject to: “1) ineffective management and mon-
itoring ... 2) incomplete systems specifications, 3) poor com-
munication with end-users, 4) poor acceptance testing, and
5) insufficient training,” wrote Weir.

Paper Saves Money

While witnesses cited differing costs, they pointed to
the savings from using the paper files. Rabin placed the cost
to maintain one classified library at “conservatively” $5-7
million per year, including space, utilities, copies and staff.
He compared this to the computer system, which has cost
so far more than $1 billion, with $239 million in expenses
for 2001 alone.

The USPTO did not address costs of maintaining either
the paper public search files or the electronic system in its
report to Congress.

Continued Classification is Vital

The U.S. classification system is “one very critical tool
valued by examiner and searcher alike,” said Rabin. Yet
since automation, the classification system has languished.
“The importance of classification must be reevaluated and
its decline turned around before it is too late,” urged Rabin.

Clawson agreed that the “enormous power and
strength™ of the U.S. classification system “cannot be dupli-
cated by using the commercially available ‘electronic’ data
or abstracts.”

“Destruction of the classified paper search file,” con-
cluded Weir, “would form an undue, permanent, and irre-
versible hardship for the small and medium sized inventive
entities.”

In its report, the USPTO did not address the U.S. classi-
fication system.






Community Day Quiz Winners and Answers

As many people stopped by the
POPA Community Day table last
month, they also took the POPA quiz
to light-heartedly test their knowledge
on several patent topics.

Question 8 was taken directly
from the April 2002 USPTO Patent
Agent exam. On all of the completed
quizzes, only 37 percent of respondents
got the question 8 correct. Perhaps this
is an early indicator of success if the
agent’s exam is used to certify or
recertify patent examiners.

The two employees who answered
all ten questions correctly were Albert
Gagliardi in Art Unit 2878 and Jeff
Fredman in Art Unit 1637. They each
won $50 gift certificates to Outback
Steakhouse for their efforts.

The quiz questions and answers
follow.

1) The USPTO has proposed a recurring
recertification for primary examiners.
Which profession has a requirement for a
recurring recertification currently?
A) M.D.s B) Attorneys C) Judges D)
Pharmacists E) Dentists
F) Professional Engineers G) CPAs
H) Patent Attorneys 1) None of Above
Correct Answer: 1

2) When was Patents Work at Home
Program canceled?
A) 1981 B) when patent examiners
became security risks C) 2002 D) 9-11-2001
Correct Answer: C

3) Approximately how much money is
going to members of the POPA bargaining
unit as a result of the FLSA (Fair Labor
Standards Act) Grievance Settlement
negotiated by POPA?

A) $458,000.00 B) $1,100.00 per
examiner C) $3 Million D) $1.8 Million

Correct Answer: C

4) Who was President in 1964 when POPA
became the exclusive bargaining
representative for patent professionals?
A) Jimmy Carter B) Lyndon Johnson
C) John F. Kennedy D) Richard Nixon
Correct Answer: B

5) In what year did USPTO management
disband the Diversity Advisory Council?
A) 1964 B) during Clinton
administration C) 1999 D) 2002
Correct Answer: D

6) What is the maximum recruitment
bonus negotiated by POPA for 2002 and

paid to newly hired electrical engineers,
computer engineers, computer scientist and
patent examiners in these specialties?

A) $2,100.00 B) 4.1% of vearly salary
C) 12% of yearly salary D) 10% of yearly
salary

Correct Answer: C

7) Which member of the House
Subcommittee on Courts, the Internet and
Intellectual Property is an inventor in over
30 U.S. Patents?
A) Howard Coble B) Darrell Issa
C) Howard Berman D) John Conyers, Jr.
Correct Answer: B

8) The following question was taken from
the April 2002 USPTO Registration
Examination for Patent Attorneys and
Agents:

Belle Bordeaux files a French patent
application for a rejuvenating lotion in the
French Patent Office on January 10, 2000,
On January 10, 2001, she files a PCT
Chapter I Request in the EPO Receiving
Office, in which she requests that the
European Patent Office act as the
International Searching Authority. In her
PCT application, Bordeaux claims priority
to the French application, and indicates the
U.S. as a designated state. Bordeaux makes
an appointment to meet with you on June
8,2001 to discuss filing a patent application
in the USPTO on the rejuvenating lotion,
in which she wants to claim priority not
only to the PCT application, but also the
French application. In preparing for your
meeting with Bordeaux, you realize that
she has several options here, and so you
prepare an analysis of the various options,
which are detailed below. Before entering
the U.S. national stage, Bordeaux wishes to
have an official international preliminary
search report that indicates claims having
the best chance of being patentable.

Which of the following will achieve
Bordeaux’s objective in accordance with
proper USPTO practice and procedure?

A) Bordeaux should enter the
national stage by filing an application
under 35 US.C. § 371 on or before
September 10, 2001.

B) Bordeaux should file an
application under 35 US.C. § 111(a) on or
before September 10,2001 claiming
priority under 35 US.C. § 120 to the PCT
application, and claiming priority under 35
US.C. § 119 to the French application.

C) Bordeaux should first file a PCT
Chapter Il Demand in the USPTO on or
before August 10,2001, and then file a

5

provisional application under 35 US.C. §
111 on or before September 4, 2001.

D) Bordeaux should first file a PCT
Chapter II Demand in the USPTO on or
before August 10,2001, and then enter the
national stage by filing an application
under 35 US.C. § 371 on or before July 10,
2002.

E) All of the above

Correct Answer: D. This option would
give Ms. Bordeaux the filing date of the
PCT, specifically 1/10/01, as her U.S. filing
date (for the purpose of determining
whether information is prior art), it would
give her a foreign priority date of 1/10/00,
with no further need to provide the foreign
priority document; it would also give her
the full benefits of filing PCT applications,
i.e., a search report and preliminary
examination report on her invention(s)
prior to filing a national application, so that
she has an indication of which claims have
the best chance of being determined to be
patentable.

9) How do POPA dues compare with
NTEU dues? POPA dues are:

A) lower B) a little bit higher
C) the same D) double

Correct Answer: A

10) Which Patent Office is in the process of
changing from separate search and
examination to consolidated search and
examination by the same examiner?
A) United Kingdom B) Indonesia
C) JPO D) European Patent Office
Correct Answer: D ¥

Backpay for
Voluntary Overtime
Arrives in Paychecks

Payments should have arrived in
the paychecks of patent examiners and
examiner/classifiers who worked
uncompensated (voluntary) overtime
as a GS-5 or GS-7 between June 12,
1994, and Dec. 2001. The payouts
resulted from a grievance settlement
negotiated by POPA and the USPTO.
The payment average equaled $4.227;
the total payout was $2,971 488.

[f you deserve a payment and it
has not yet been included in your
regular pay, please e-mail
flsa@uspto.gov with the relevant
information. %
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Take a Stand for Patent Integrity
Tell Congress What You Think

The decision-makers in Congress need to know what’s
going on at the USPTO from the employees’ perspective.
While POPA has spoken loudly on your behalf, your voice
adds weight to your association’s position.

A good example is the following letter. For more
information on contacting members of Congress about
Work at Home and the 21st Century Plan, please go to
Il‘\t"l-l'.[}'”f)l’{.()J"g.

A

Dear Chairman Coble:

My experience with the Patent Office is not very long, but I
am a Ph.D. scientist with over 20 years of research experience,
including work in industry and academia ... At the Office I found a
friendly environment, professional people and exciting, challeng-
ing work. ... I work harder than I have worked before, often sacri-
ficing my personal time to produce the best quality Office actions
while, of course, giving the quantity required by the Office. This
combination of goals is quite challenging to achieve.

However, all my good intentions seem useless now. ... the
administration headed by Mr. Rogan gave no voice to the examin-
ers. which are those most affected by the upcoming changes and
those most involved in the process of examination.

The idea of separating the search and examination processes
seems absurd, as the search is the core of examining. ...This search
depends on the strategy chosen by the examiner, which is based
on understanding of the art and application and is constantly
changing during the examination process. If a reference does not
satisfy the questions the examiner has, he/she searches more to
find answers; there is no way someone else can do this for the
examiner. ...

Most examiners are technically very experienced and knowl-
edgeable in their art. The intention of the administration to put all
examiners through endless testing and examination is unjustified
and humiliating. ... How can someone lacking my experiences,
knowledge and expertise, judge my work on very specific technical
issues...?

Further, we are continually being trained on the legal issues
that are relevant to our duties as examiners. The plan proposes
continuously testing us on these issues. I know of no other profes-
sion that requires continuous “testing” to prove we have the
knowledge and skills to successfully perform our job. This is not
the way to attract and retain the best and brightest. ©

><I LETTERS

USPTO Abuandons Sponsorship of Many

Diversity Events

The USPTO in May informed members of each Office
of Civil Rights (OCR) subcommittee that they were no
longer allowed to plan monthly USPTO diversity events.
Since 1991, these volunteer subcommittees had worked with
the OCR staff to plan events for celebrations such as:
B January: Martin Luther King Day
B February: African American History Month
B March: Women'’s History Month
B May: Asian Pacific American Heritage Month
B June: Lesbian Gay Bisexual Transgender Awareness Month

B Fall: Hispanic Heritage Month

B October: Individuals with Disabilities Month
B November: Veterans® Appreciation Month

B November: Native American Heritage Month
W December: World AIDS Day

Traditionally, these events have been used throughout
the federal government to educate everyone about the
unique contributions of the many communities that make up
our workforce. These events also highlight workplace issues
unique to each community. The events were always
voluntary, always occurred during lunch hour, and non-
production time was never granted to attend the events.

The official reason for this cancellation: The time that
USPTO personnel spend attending these events detracts
from the backlog of USPTO applications. Community Day
in August will now serve as the single, three-hour long
annual event for educating the entire USPTO community
about the many facets that make up our agency. Ironically,
Community Day is the only event for which attendees could
deduct non-production time from their production quotas.
[Editor’s Note: The USPTO granted one hour of non-
production time per employee for Community Day in 2002.)

In response to concerns that the USPTO would be the
only federal agency not to honor its veterans with a monthly
event in November, the Veterans and Individuals with
Disabilities Subcommittee has been granted permission to
stage an event. However, this exception was not granted to
any other subcommittee or any other community.

While I applaud the recognition of our veterans, we will
be the only federal agency that does not officially sponsor
monthly, in-depth events specifically honoring African
Americans, Hispanics, women or Asian Pacific Americans,
among others.

These events serve an important purpose at the
USPTO. We are a diverse workforce and we benefit from
learning about each other and celebrating ourselves. The
arbitrary withdrawal of official sponsorship of these events,
as well as the muzzling of our Office of Civil Rights, detracts
from an already low employee morale. This cannot benefit
backlog reduction.”. —Primary Patent Examiner David Fox
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USPTO “Fighting” for Better Pay is More
Like Shadowhoxing

During a Sept. 12 online chat with employees, USPTO
Director James Rogan stated that the agency has been, and
will continue, fighting for greater pay for employees. That
very afternoon, USPTO representatives said the agency
would not consider granting even the 1.17 percent increase
required by the Millennium Agreement unless employees
agree to do more in return.

The following exchange was included in Rogan’s online
chat that day:

Good Examiner: How about the idea of giving the
examiners a raise so that retention of good examiners
increases? ...Will you fight for us so that our hard work
and dedication are compensated?

Jim Rogan: Last year we requested and got approval
from OPM for a 10 percent across-the-board special

pay raise for patent professionals. This has, in fact,
helped us to reduce our attrition rate. We requested an
increase to cover approximately the locality pay, but
because attrition has decreased, OPM denied this
request. We have been fighting to obtain higher levels
of compensation for our dedicated employees, and will
keep doing so.

However, that afternoon USPTO representatives told
POPA that Nick Godici and Esther Kepplinger had said that
the USPTO’s only obligation was to meet with POPA and
discuss alternatives, but any alternative would require an
additional quid pro quo. In other words, the POPA bargain-
ing unit would have to “do something extra” in exchange for
the 1.17 percent differential, over and above POPA’s com-

(continued on page 2)

Work at Home: From Bad to Worse

The most recent USPTO proposal for a Work at Home

program is substantially worse than the one offered when the

agency shut down the negotiated ongoing program in July.
The proposal, delivered to POPA Sept. 4, withdraws all
employee home-based technology assistance,

The USPTO casting a "wide net" to capture employee input.

including all agency-supplied hardware and
software. It also severely restricts the
participants’ work schedules, dictating that
participants work at their USPTO office
during specified hours and prohibiting the
use of comp time during those hours.
Moreover, it allows the agency to terminate
the program unilaterally at will.

2 The agency’s previous, first offer outlined

three levels of participation: Level 1
= participants, who already have agency-

: supplied hardware that the USPTO now
wants to take back claiming too-costly
maintenance; Level 2 participants, who had
agency software only; Level 3 participants,
%2 who received no additional assistance. The
current, second offer effectively knocks all
participants down to Level 3.

For Level 1, the USPTO says that the
| agency hardware and software is too
expensive to support at home and plans to
remove it. For Level 2, the agency won't
agree to return the software programs that

(continued on page 3)
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USPTO “Fighting” for Better Pay

(continued from page 1)

promises in the Millennium Agreement. The agency repre-
sentatives offered no concrete proposals of what they would
find acceptable. They said they were not interested in just
giving away the money for work done today.

The agency not only has the flexibility but the
obligation under the Millennium Agreement to pay
employees more, yet it has refused to do so.

POPA’s standing proposal is for a 1.17 percent
performance award to all employees who were rated fully
successful or better. This action is legal under OPM
regulations and within USPTO’s full discretion. The agency
even certified to OPM that it had the money available in the
FY2002 budget.

The agency representatives said they would consider a
quality award tied to the Strategic Plan for additional work
done in FY ‘03, to be paid out in ‘04, but work now
considered outstanding would not qualify for an award.
More work would be required.

POPA said employees would be interested in a quality
award, but not as meeting the obligation required in
provision A2 of the Millennium Agreement.

Provision A2 states:

“The USPTO shall request OPM approval for the next
five years to increase the special pay schedule so as to
maintain the 10 percent and 15 percent salary
differentials relative to the updated GS rates, in a
manner consistent with OPM regulations. If OPM
refuses the request, the Agency shall enter into
discussions with POPA in order to provide
substantially equivalent alternatives.”

OPM did not approve the USPTO’s request for the
salary increase to maintain the differential. Consequently,
per the agreement, POPA and the agency were to meet and
discuss ways to provide the 1.17 percent differential. POPA
and the agency had a clear understanding at the Millennium
Agreement negotiating table that the parties would find a
way (o give everyone in the bargaining unit an increase
equivalent to the locality increase given to other federal
employees each year. Some suggestions to explore included
general retention bonuses, awards, etc.

POPA has filed a grievance to compel the USPTO to
uphold the pay increase as mandated by the Millennium
Agreement. ¥

Leave Donations Needed

Primary Examiner Bob Budens (in Art Unit 1648) ran
out of leave after extensive care for his ailing mother. He’s
now experiencing problems due to diabetes and is in need of
leave.

For a leave donation form, please go to the USPTO
employee Web site or call James Housel at 308-4027. %

Speaking Out on Pay

The following is a letter shared with POPA from an
employee to USPTO administrators:
Dear Sirs:

I am writing to express my discontent with the current
situation.

...Provision A2 says, “. .. in order to provide
substantially equivalent alternatives.”. ... The discussions
[with POPA} are just an explanation of HOW management
will go about making such provisions. It would be one thing
for management to try to weasel their way out of an
obligation to follow the “spirit™ of the agreement, but this is
just a case of management acting in direct contradiction to
the “letter” of the agreement.

..Management’s excuse regarding many issues has
been, “Congress won'’t approve it.” However, in this case, all
the power rests with management, and they cannot be
rescued by the Congress excuse.

The aim of this agreement to promote employee
retention will suffer greatly when employees see that within
5-7 years their “special pay scale” will have essentially been
whittled down to nearly nothing over and above the regular
government pay scale. I would have a hard time justifying
staying at the PTO if my weighted pay were CUT by ~1.25
percent year after year....

In light of management’s strategic plan to require agent
testing to make GS-13 and recertification for primary
examiners, it seems like the LEAST management could do
is to adhere to the agreement already established and not
allow it to diminish in value over a mere half-decade.

It is my sincere hope that management will enter more
positive discussions with POPA, and that they will actually
PROVIDE alternatives to the locality pay, as set forth in the
agreement....

Lawsuit Challenges Paper File
Destruction

The National Intellectual Property Researchers
Association (NIPRA) filed suit in late August to block the
planned USPTO elimination of the paper patent files.

“NIPRA members work every day on the cutting edge
of technological change, so we fully understand and support
the PTO’s eventual goal of a paperless system,” said NIPRA
President James Cottone. “However, the abrupt elimination
of the PTO’s well-maintained and reliable paper collection
makes no sense at this time, given the many bugs remaining
in the database.”

NIPRA filed a request in early September for a
preliminary injunction to halt the planned file destruction.
Attorneys for NIPRA and the USPTO have agreed to
suspend the paper patent file elimination and further legal
action pending the outcome of the first hearing on the case,
scheduled for early December. *
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Seeking Nominations for 2002
POPA Elections

Nominations open October 15 for the 2002 election of
Executive Committee Officers and Delegates who will
assume office during the POPA Annual Meeting in
December. Completed nominating petitions will be accepted
from October 15 up until 12 Noon on October 28. The elec-
tions will be held November 20 and 21.

Pursuant to Articles VII and IX of the POPA
Constitution, the following Officers will be elected from the
membership at large: President, Vice President, Secretary,
Assistant Secretary, and Treasurer.

In addition, the number of Area Delegates from the
four designated office areas were reapportioned by vote of
the POPA Executive Committee in September. The appor-
tionment is designed to equalize the voting power of mem-
bers in each office area, creating an almost uniform ratio of
members to delegates for all areas.

All non-managerial patent professionals are members
of POPA’s bargaining unit. POPA delegate apportionment is
based only on the number of dues-paying members in each
office area, not on bargaining unit size.

One of the benefits of paying POPA dues is that you get
a voice in POPA’s organization and a vote in POPA’s elec-
tions.

Delegates from the four office areas will be elected as
follows:

B 9 Delegates from the Chemical Area

M 11 Delegates from the Electrical Area

B 6 Delegates from the Mechanical Area

B 2 Delegates from Designs, Business Methods, Computer
Scientists and other areas combined

How to Nominate a Candidate

Nominations for an Officer shall be by petition stating
the position sought, signifying the nominee’s willingness to
serve, and signed by at least 15 dues-paying POPA members.

Nominations for an Area Delegate shall be by petition
stating the organization area to be represented, signifying
the nominee’s willingness to serve, and signed by at least
5 dues-paying members from that same organizational
area.

For either type of nominating petition, nominees should
obtain in excess of the minimum number of signatures in the
event one or more signatures are disqualified for not
belonging to dues-paying members.

If you wish to vote in the election and are not now a
member, you may contact any POPA representative or the
Election Committee Co-chairs listed below for a dues
deduction form or download the form from www.popa.org.
To vote, return completed dues deduction forms to one of
the Election Committee members listed below prior to
November 20. To nominate someone or to be nominated,
return the dues deduction form prior to noon on
October 28.

For nominating petitions contact:

Celia Murphy, co-chair, CM1-4A09, 305-3114
Joel Sincavage, co-chair, CM1-4B05, 305-3108
Runa Qaderi, CP2-4C12, 308-8155

Bruce Hess, CP3-11D31, 308-2402

Evelyn Lester, CP4-7D11, 308-4943

Diane Mizrahi, PK2-4D32, 305-3806

John Jillions, PK5-5D14, 308-2685

Latest Work at Home Proposal
(continued from page 1)

have worked well and without problems for employees at
home. Requiring employees to return materials that work is
not cost effective. The agency also hasn’t provided any data
on the actual costs of maintaining hardware and software to
support its claims.

The agency now wants assurances that lots of
bargaining unit employees will be at the office to answer
customer questions. It’s requiring Work at Home employees
to be at the office at certain times, essentially forcing them
off the maxiflex program and into the office three weekdays
every week. The new proposal would also let employees use
their comp time only during times they are not required to
be on site.

The agency has presented no data to support its new-
found focus on office coverage. The ability to answer
external and internal customer questions has not been
deemed important enough to offer non-examining time to
employees to perform that duty. Supervisors and managers
are not required to be available during those hours, and who
is better to answer thorny customer concerns? In addition,
demanding continued in-office time during core business
hours defeats a large part of the congressional intent behind
telecommuting, namely to reduce the traffic crush during
peak hours.

In its most recent proposal the USPTO also intends to
bar from Work at Home the 37 employees who had
participated in the program and who the agency says did
not return all Work at Home materials “timely,” per the
agency’s narrow definition. Most of the “materials™ were
CD ROMs of installation programs that are not being
reused by the agency. One employee reported that when he
returned the CD it was tossed in the trash in front of him.
This group of the most senior employees represents more
than one-tenth of the previous Work at Home participants.
Employees affected by this unnecessarily punitive measure
may call Pam Schwartz at 308-2424 to discuss their
situations.

The USPTO has since walked away from the Work at
Home negotiating table. POPA hopes to continue
discussions with the agency and a mediator from the
Federal Mediation and Conciliation Service sometime in
October. ™,
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Talk of the Town Hall: Responses to Director Rogan’s Speeches

USPTO Director James Rogan delivered his September
“town hall” speeches on his 21st Century Strategic Plan to
approximately 2,400 of the almost 7,000 USPTO employees.
To try to reach the remaining majority of employees, a
transcript of one of Rogan’s speeches was placed on the
USPTO intranet site. However, the agency left off of its site
all employee questions and the statements by employee
organization representatives, which contained vivid
criticisms. And while Rogan’s transcript noted “[Laughter]”
by the audience, it notably excluded the audience boos.

During the speeches, Rogan attempted to justify the
strategic plan as the result of “input” from examiners and a
“mandate” from Congress. He avoided explaining the need
for examiner recertification.

Selective “Input” on Plan

Rogan claimed that he sought “wide” input from
employees on developing the strategic plan. Of the strategic
plan work group he said, “It started with a half a dozen, and
it expanded to a couple of dozen, and I told them cast your
net as wide as possible.”

Strangely, the net missed any union representatives.

Rogan often mentioned during his speeches that he is a
former elected representative of the U.S. Congress. POPA is
the current official elected representative of USPTO patent
professionals. Just as Rogan was expected, and respected, by
the administration and Congress to represent the views of
his constituents, so does POPA deserve the same
expectation and respect from the Rogan administration.

But Rogan said he did hear from examiners.
“Examiners started sending input to me,” said Rogan in his
speech. Examiners did not have any opportunity to give the
hand-picked work group input. They did not get to comment
on any of the proposals before they were presented as a
done deal. And to the best of employees’ knowledge, the
strategic plan has not been changed at all as a result of
subsequent employee input.

While Rogan touted the wide examiner input to the
plan, the manager in charge of the strategic plan
development said otherwise. Brad Huther, characterized by
Rogan at the town hall meeting as someone who “could
separate truth from fiction,” in writing to POPA stated that
there were about “ten e-mails from employees to Jim
Rogan™ in reaction to the new plan.  (continued on page 5)

Town Hall Questions & Comments

The following are excerpts from letters shared with POPA.

Director Rogan:

Why not try a pilot program for outsourcing the patent
searches before changing it for the entire office? Wouldn’t a
small size study be better than realizing 5 years later that
outsourcing has reduced quality?

Once outsourcing begins, what are you going to do when
the examiners find that they consistently get poor searches
with wrong art being applied to the claims? What level of
quality of outsourced searches is good enough for the office?

What is the total number of people who worked in the
strategic plan work group, the number of current examiners
included in the work group, and when was the last time a
person in the work group examined a patent application?

You noted in the town hall meeting that management had
to “quickly” produce the strategic plan to meet the deadline
for the budget. Why is management willing to risk/erase over
200 years of quality examination at the patent office by
outsourcing searches on a “quickly” produced plan?

Why does management have a “town hall” meeting and
only give examiners a 24 hour notice and allow examiners
only 5 minutes for questions? If management truly wants
input from the employees, please be more open and allow
more time for public discussion about matters that affect the
employees, the public and the patent system.

* * *

After you've done this job for sometimes as long as 30
years, having to prove that you're competent isn’t just a hassle,
it’s insulting,

Depending on just how “rigorous” the competency
certification program is, a significant number of these
examiners could decide that it’s time to turn in their last
yellow folder and retire. That number may be as high as 10
percent of the examiner workforce.

I wonder if Director Rogan realizes that the immediate
effect of [outsourcing] will be to create a vibrant and
profitable community of private commercial entities
competing directly with the USPTO for examiners.

Three hundred fifty thousand searches a year at
approximately $500 per search comes out to a cool $175
million per year of inventor money, gushing into the private
sector like oil into Jed Clampet’s backyard. Who [but a patent
examiner] is really competent to train non-examiners to do
searches? Who else really understands how the searches will
be used well enough to manage the process? How much
money is that kind of experience worth in the private sector?

Okay, so how many more people are we talking about
now? Another 5 or 10 percent? 20 percent total? And how
does the USPTO intend to replace these senior people? There
is an incredibly long learning curve involved in bringing a new
examiner up to even a minimal qualification level. There’s a
lot of “infant mortality” among new examiners because nearly
every one is being hired to do a job that they’ve never done.

So what happens? The pendency rate spikes up because
you've just lost 20 percent of your most experienced people
who may be doing as much as 40 percent of the total
production, and at the same time the quality rate spikes down
because a big chunk of your institutional knowledge just
moved to Florida.
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Talk of the Town Hall

(continued from page 4)

Non-governmental Searching

Of the inherently governmental nature of searching,
Rogan told employees at the meetings, “The examination
process here in the PTO is making that quasi judicial
determination of whether something is or is not patentable.
That is a sovereign function, and so that is not something
that we think is outsourceable. The search is different.”

This sounds reasonable. But these quasi judicial
determinations are wholly based upon the prior art
produced by a search. The computer programming acronym,
“GIGO,” applies here; it stands for, “Garbage in, garbage
out.” With inadequate search results, an examiner will not be
able to make the high-quality determination that this
sovereign function requires.

What About Recertification?

Rogan’s strategic plan proposals to improve quality
include: recertification of primary examiners; requiring
employees to pass examining-related questions from the
Patent Bar Exam for promotion to GS-13; quadrupling the
number of work product reviews for primary examiners; and
expanding the “second pair of eyes” review. The obvious
pattern emerging scapegoats employees for quality
problems and ignores the inadequate time allowed for
examination.

Historically, about 5-7 percent of the sample cases
examined by Quality Review have patentability errors.
Under the proposed performance appraisal plan, an error
rate of 5.5 percent will result in an employee’s termination.
That means an error rate that is equal to the average for the
whole USPTO can get employees fired. All primary
examiners will have to be better than the current average
primary examiner to keep their jobs, a clearly illogical result.

The agency also plans to provide at least 12 hours of
training in two-hour courses, with a test at the end of each
course. That’s six tests a year, or one every two months, on
average. Not even surgeons or pilots, for whom competence
can be a life or death matter, get tested that often. Repeated
testing is not the accepted way of maintaining professional
standards in the private sector and it should not be at the
USPTO. What did examiners do to deserve this treatment?

This testing and review, if done reasonably and fairly,
will likely be prohibitively expensive. It will be cheaper if
the intent is something other than a system that applies
equally to all. It’s cheap and easy to have a witch-hunt
system in which strict adherence to the rules is required of
only a few targeted employees. USPTO has stated that it
plans to use an expanded staff of reviewers to target those
who do poorly on tests. This ability to concentrate resources
on a few selected people is likely to produce unfair results.

Rather than increasing the number of managers
necessary to review one patent examiner, the agency should
provide adequate opportunities for examiners to keep

current with changes in patent laws and in their respective
technologies. Improved search tools and increased time per
case, training, and reclassification, more than anything else,
will directly result in significant improvements in patent
examination quality.

Congressional “Mandate”

Rogan quoted extensively from congressional appropri-
ations reports to rationalize his plan. He left out of the FY
2003 Senate Report 107-218 the sentence that supports
hiring examiners, which states, “In the interim, the Commit-
tee recommendation supports efforts to shift PTO resources
to high priority areas and a more gradual increase in staffing
to ensure that examiners have expertise, tools, and training
necessary to produce quality patents on a timely basis.”

From last year’s Senate report regarding the FY2002
appropriation, Rogan also quoted, “...the PTO has chosen to
remain wedded to an archaic patent process and attempted
to hire its way out of its problems....A substantial amount of
funds have been expended on information technology
projects over the last decade, but no significant increase in
examiner productivity has been noted.”

A sentence from that same paragraph also read, “In
addition, PTO management has moved at a glacial pace to
address the attrition problem among its patent examiners.”

For more than a decade the USPTO has told Congress
that it needed millions each year to invest in
computerization to make employees more productive. After
spending in the billions on automation, the Senate report
stated that it finds “no significant increase” in efficiency.

The House Appropriations Committee reported on the
FY2002 budget request, “The Committee is concerned that,
with the increased funding the Office has received in the
past, there is no measurable increase in performance....PTO
has been unsuccessful in proving that increased funding will
decrease the amount of time it takes an applicant to receive
a patent....Therefore, the Committee directs the USPTO, in
consultation with the Department of Commerce, to develop
a requirements-based budget structure.”

In other words, the House asked the agency to explain
how much money it needs to increase productivity and im-
prove examination. Improving computer tools is not equiva-
lent to improving productivity and examination quality.

Employee productivity has remained constant;
examiners spend approximately the same average number
of hours per case now as they did ten years ago. Rather than
demanding fewer examiners, Congress was expressing
frustration over billions spent on automation tools that it
believed would enhance productivity but failed.

Congress has said that the USPTO would do well to
reorient its automation priorities towards internal,
administrative systems versus examination. The FY2002
Senate report noted, “... the Committee observes that PTO
administrative expenses may be rising unnecessarily. ... The
Committee expects that the PTO will take appropriate steps
to ensure its administrative resources are sufficient but not
extravagant.”
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USPTO Strategic Plan Criticized
at National Academy of Sciences
Conference

Prominent members of the patent community, including
POPA, gave point-by-point critiques of the USPTO 21st
Century Strategic Plan at a National Academies of Sciences
(NAS) intellectual property conference in August, following
lead-off speaker USPTO Deputy Director Jon Dudas.

One speaker aptly reflected the general tone of the
gathering when he asked late in the program, “Is there any-
one in this room who prefers separating search and exami-
nation besides [one other panel member]?”

Not one of the 110 present responded. (Dudas had left
without listening to other panelists’ presentations. Several
subsequent speakers commented on Dudas leaving early,
with one independent inventor saying he was “insulted” by
the departure.)

Much of Dudas’ speech echoed USPTO Director James
Rogan’s explanations of the strategic plan. Dudas said that
the “competitive model” of outsourcing the search should
work at the USPTO, and compared it to the accepted prac-
tice of contracting outside legal counsel. A member of the
NAS-IP committee studying the issue — New York
University Law Professor Rochelle Dreyfuss — commented,
“You are outsourcing a judicial function [in this plan]. You
should not do it.”

Dreyfuss added that the costs that the USPTO will save
by having applicants outsource the search will simply be
shifted to the applicants. In fact, POPA President Ronald
Stern, invited as a conference panelist, noted in his presen-
tation that he had been told by private-sector searchers that
the cost of private searches now ranges between $500 to
$1,000. The USPTO’s most optimistic hope is to save by out-
sourcing an average of 20 percent of an examiner’s time,
which is about four hours. At an average cost of $40 per
hour of examiner time, it costs the agency roughly $160 now
for a quality search. Applicants would save money by paying
fees for a few extra hours of examiner time and they’d
simultaneously receive better quality.

More Post-grant Review, Less Upfront Quality

Of all the additional conference panelists, Nancy Linck,
senior vice president of Guilford Pharmaceuticals, most sup-
ported the USPTO strategic plan. She advocated lengthen-
ing the time allowed for deferred examination and urged
more emphasis on post-grant review rather than on quality
examination.

The next speaker, however, spoke against outsourced
searches and longer periods of deferred examination.
Charles Van Horn, a partner in the firm of Finnegan,
Henderson, Farabow, Garrett & Dunner, said that foreign
searches won’t meet the requirements for a U.S. examina-
tion. He said dryly that the USPTO will indeed need a bet-
ter post-grant review process to weed out the increased
number of bad patents if searches are outsourced.

Whither Quality?

Panelist Gary Griswold, president of 3M Innovative
Properties Co., said each proposed change had to pass
through three judgment filters: 1) Will it improve quality?; 2)
Will it reduce pendency?; and the least and last concern, 3)
s it cost efficient? He stated the almost universal patent com-
munity opinion, which is repeatedly voiced to Congress, that
ending user fee diversion would free funds to increase qual-
ity. He added that it’s the responsibility of the USPTO and
executive branch to take the lead on stopping that practice.

Ronald Myrick, chief intellectual property counsel of
General Electric, later echoed Griswold’s concerns but
added the necessity for “e-government.” He cautioned the
agency that it is suggesting “massive change” and making
“massive claims.”

“Massive claims require massive proof” that the pro-
posed procedures will succeed, said Myrick, who is a mem-
ber of the Patent Public Advisory Committee. The audience
responded with loud applause. He stressed that the plan
needs more pilots and testing before being approved.

Quality Starts with People

Quality patent examination “starts with the people,”
said Lita Nelson of the Massachusetts Institute of
Technology Office of Technology Licensing. “I am sad that
we're saying we can’t support a good patent system. I am
shocked by [the strategic plan] proposals.”

Nelson said that it the USPTO wants a high-quality sys-
tem, then the agency should give examiners better working
conditions, training, pay, reasonable goals and motivation
and it will happen.

Independent inventor Raoul Drapeau warned that “if
all of these changes go into effect, they’ll put us [indepen-
dent inventors] out of business.”

The PTO has called the strategic plan a “train on the
move,” said Drapeau. “As far as I'm concerned the train has
jumped the tracks and is wandering lost in the woods.”

The NAS conference comments will be incorporated
into a report on the USPTO from the NAS Board of
Science, Technology and Economic Policy to be presented to
Congress and the federal courts in December.
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New Law Requires Revised Strategic Plan

The Senate and House passed a bill that orders the
USPTO to prepare a strategic plan “in close consultation
with” the Patent Public Advisory Committee (PPAC). The
bill also requires the USPTO director to consult with the
PPAC *“with respect to the development of each aspect of
the strategic plan,” and to submit the new plan to Congress
within four months of the law’s enactment.

The bill—the Justice Department appropriations
authorization bill, H.R.2215—was finally approved by both
houses of Congress on Oct.4 and signed by President Bush
on Nov. 2. In addition to the mandates regarding the
strategic plan, the bill allows third party requesters in
USPTO inter partes patent reexamination proceedings to
appeal to the Court of Appeals for the Federal Circuit and
allows patent reexamination on the basis of previously cited
prior art.

The prior Senate version of the bill acknowledged the
USPTO’s June 3 strategic plan, which the USPTO could
have interpreted as congressional support. The final bill
ignores the June strategic plan and orders that a new plan
be transmitted to Congress. This indicates congressional

rejection of the previous plan.

While the PPAC has said that it believes in the goals
and objectives of the plan, such as improved quality, penden-
cy reduction, and e-government, many PPAC members have
voiced reservations about some fundamental elements of
the plan, such as contracting out the search. The PPAC had
not been consulted about the previous June 2002 strategic
plan prior to its completion. The four months following the
law’s enactment will determine if USPTO’s consultation
with the PPAC will effect some changes to the plan.

The bill overrules previous case law, specifically In re
Portola [42 USPQ2d 1295 (CA FC)], and thus allows the
USPTO to rely on art already cited in a patent as a basis for
reexamination. Under Portola, examiners are presumed to
have fully considered all possible rejections based on the
references cited in the prosecution of the application, even if
they were never used in any actual rejection. Regarding inter
partes reexamination, the 1999 American Inventors
Protection Act (AIPA) had established the optional
procedure so that a third-party requestor of a reexamination

(continued on page 2)

USPTO Suspends Legal Studies Program

The USPTO announced at the end of September that it
is halting funding of the Non-duty Hours Legal Studies
Program and PTO University “due to uncertainties in the
budget.” Employees currently enrolled will be permitted to
complete the fall semester, but no employees will be
grandfathered into the program.

The agency’s rationale cited the budget and “the likeli-
hood of receiving substantially less funding than requested
by the President for FY2003.” The training program had to
be eliminated “to ensure the proper functioning of the
Agency.”

POPA is investigating the budget as much as possible to
determine which other programs can instead be cut. For
example, Federal Computer Week recently reported that the
USPTO contracted $70 million for “systems engineering and
technical assistance” for FY2003. It is unclear if all of those
funds are required for the USPTO’s “proper functioning.”
The legal studies program, in contrast. costs approximately
$2.2 million annually.

Because Congress has not passed a FY'03 budget, the
agency is operating under the stopgap budget allowed by the
Continuing Resolution (CR). The CR allows for the same
level of funding as last year, which includes the legal studies

program. Inflationary increases in ongoing programs, such as
salaries, can be offset by the budgeted amounts spent in
FY’02 on non-recurring expenses, such as capital expenses.

The POPA/USPTO Legal Studies Agreement only
allows the program to be cut if it’s necessary for the agency’s
functioning. Under the agreement, the USPTO would have
to make the case that the programs it does want to fund
instead—such as the multimillion dollar computer con-
tracts—are necessary for the agency functioning. Any other
rationale is just an excuse and displays a lack of respect for
employees. ¥

USPTO Cuts Classification

The USPTO has reassigned all but two patent classifiers
to mainly examination duties but has not contracted classifi-
cation to the private sector as planned, thereby worsening
the already critical classification crisis that has created
nearly 100 subclasses containing 2,000 patents or more.

The National Intellectual Property Researchers
Association (NIPRA) recently published a comparison of
the size of USPTO patent subclasses in 1995 and 2002. The

(continued on page 2)
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POPA and USPTO Negotiate
Impact of Classifier
eassignment

POPA and the USPTO in early October signed an
agreement that ameliorates the impact on classifiers
reassigned to examination duties.

POPA believes that transferring classifiers is a mistake,
but the agency maintains that it is exercising its management
rights and will not consider alternate views. The recent
POPA/USPTO agreement delineates an accommodation for
the employees who have heretofore made classification their
career and who have not examined patent applications for
more than a decade. Two classifiers will retain their full
classification duties, but the majority will become hybrid
classifier/examiners, devoting 25 percent of their time to
classification and the rest to examination. The agreement
covers training, awards and learning curves, giving time and
opportunity for the affected employees to become
reacquainted with examination. This sets a precedent for
future treatment when employees are involuntarily switched
into a new situation.

For example, most of the employees in the new hybrid
position will be treated for examiner performance and
training purposes as if they are new employees starting at
GS-9, while retaining their pay based upon their higher
graded classification duties. They will then progress through
the examiner performance and training levels until they get
to levels associated with GS-13. An employee may remain at
the GS-9 level for 1,248 actual examining hours (the
equivalent of three quarters), and at the GS-11/12 levels for
1,664 actual examining hours (the equivalent of a year).
Those who prefer the lesser reporting requirements of the
higher levels may progress faster if they have an average
productivity over 13 consecutive pay periods of halfway to
the next higher learning-curve-grade and if they show
proficiency in other critical elements at the next higher
learning-curve grade.

The full POPA/USPTO Agreement on Classifier
Reassignment is available online at www.popa.org. ™

New Law Requires Revised Plan

(continued from page 1)

would have an opportunity to comment at each stage of
examination. But to limit the patentee’s expenses, the AIPA
stated that the third party may not appeal to the Court of
Appeals for the Federal Circuit and that the USPTO’s
reexamination decision is binding. The new law will allow
such an appeal.

The statute will also cure previously confusing language
in Section 102(e) to clarify that a published PCT application
will qualify as prior art as of its filing date if, and only if, that
filing date is on or after Nov. 29, 2000, the PCT application
designated the United States, and the application was
published in English. §
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' Feel Good—
,Q%ﬁ Give through the CFC

Is America becoming a “heartless society™?
Economist John Kenneth Galbraith once warned, “as
America becomes affluent, we increasingly ignore or
rationalize the plight of the poor.”

Let us prove that Galbraith is wrong. We do care. We
will not ignore the plight of the jobless, the sick, the
elderly, and the handicapped.

The Combined Federal Campaign gives us the
opportunity to express our own personal commitment to
helping the less fortunate. Your donation will give you
the good feeling that comes from knowing that you
brightened the lives of your neighbors.

As an organization committed to the ideal of helping
people, POPA urges you to contribute as generously as
you can. Get that good feeling!

Romald J. Stern

Ronald J. Stern, President
Patent Office Professional Association

USPTO Cuts Classification

(continued from page 1)

study found that the number of subclasses containing 1,000
to 3,000 patents nearly doubled during that time. The count
of subclasses with 3,000 or more patents nearly quadrupled.
The optimal subclass size, according to USPTO past

practice, is 50-100 patents. When subclass size grows to 300-
400 patents, they typically have become candidates for
reclassification. The problem with overgrown subclasses has
been deteriorating significantly since 1995.

USPTO Subclasses with Over 1,000 Patents

Year

1995 2002 Change
Subclasses with >1,000 patents 415 769 185%
Subclasses with >2,000 patents 27 60 222%
Subclasses with >3,000 patents 5 234 60%

Patents in largest subclass 3,812 10,830 284%
Patents in largest 20 subclasses 51,871 105419 203%

Compiled by PATENTEC for NIPRA

While classification is necessary for both computerized
and paper files, when subclasses get this large the paper files
are literally unusable. Computer searching also will suffer
because such searches will lack the precision narrowness
available through proper classification. ¥
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USPTO’s Selective Hearing on Quality Review

When it comes to negotiating quality review, the
USPTO eagerly discusses its new proposals with POPA. But
when it’s time to talk about the union’s proposals, the
agency figuratively closes its eyes, covers its ears and hums.

For example, the USPTO is proposing an expanded
number of quality reviews. Their potential impact on
employee performance appraisals would require that
employees have adequate opportunity to defend themselves
against unwarranted allegations of error. However, the
USPTO has proposed to give non-examination time for
employee defense only if supervisors request that employees
defend themselves, and only for allowed cases. The agency
wants time given to be wholly at the discretion of the
supervisor and will allow no challenge to the supervisor’s
decision. Time for defending against allegations of error at
earlier stages of prosecution could not be granted even if the
supervisor thought it was warranted.

POPA proposed that employees be given reasonable
non-examination time to defend themselves during the
quality review process against any accusations of error. First
the USPTO said it would not discuss this because it is a
performance appraisal issue. Later the agency decided that
employees may have non-examination time only when
defending against improper allowance. This is totally
inadequate.

More Findings of Error and More Errors

The USPTO is proposing a gargantuan increase in the
number of quality reviews applicable to employee work
products. While the agency is willing to talk about some
aspects of the tests it intends to impose on employees, it’s
not willing to discuss the significant changes it is proposing
to the performance appraisal system.

The agency argues that it is not changing the
performance appraisal system because the proposed quality
tests will not themselves be used as a means for downrating
people, but merely as a trigger for more extensive employee
work reviews. It would then use those reviews as a basis for
ratings under the current appraisal system. But increases in
the quantity of review, coupled with the intended increase in
the strictness of review, adds up to a significant change in
the appraisal system.

In addition to the increased number of reviews that
result from failed tests, the USPTO strategic plan calls for a
quality assurance specialist (QAS) to review 12 cases per
vear for each primary examiner, and for technology center
supervisors other than one’s own to review four additional
cases. A minimum of 16 annual case reviews for primary
examiners who pass all the tests is a huge increase over the
current sampling rate. The agency is also planning 100
percent-of-work reviews in selected technologies (the
“second pair of eyes” program).

The agency intends to implement this much larger
number of reviews by placing squads of new quality
assurance specialists in each of the technology centers.

In-process Reviews for All Examiners

The agency wants to eliminate Quality Review as we
know it, which reviews cases only after allowance. Instead it
wants to be able to direct reviewers toward “in-process”
reviews.

Doing in-process reviews will expand the opportunities
for employees to be found in error based on any instances in
which employees reverse their own decisions. It had been
consistent and conscious agency policy to never count such
reversals as an error.

Under its proposal, the USPTO could count as an error
any rejection that is withdrawn as a result of an applicant’s
argument without amendment. This was never the prior
practice. This new potential punitive action will motivate
employees to hold fast and defend any and all rejections to
avoid having them count as errors. Making any reversal will
send an “error” alert to reviewers.

Previously the USPTO had said that in-process reviews
were to be used only for statistical purposes and to help
design new training programs, not to hold employees
responsible for poor performance.

In-process reviews hold a number of dangers for
employees depending on the knowledge and experience of
each of the persons involved. Think of what may happen
when Quality Assurance Specialists, who are generalists, rate
the work of primaries who are more knowledgeable and
experienced in the art than they are.

This proposed system would vary widely by the
competence of the employee, the supervisor and the QAS. It
could be that the reviewer is experienced and truly catches a
valid error, or that the examiner could be the most
experienced, with many permutations in between. The result
will be an inconsistently applied program.

Increasing Employee Vulnerability

By greatly increasing the number of cases reviewed and
the agency’s discretion in which cases are reviewed, and by
selecting cases before allowance, the USPTO can set up
employees to fail. The current patentability determination
error rate of sample cases is about 5-7 percent. Under
current rules, employees are downrated below fully
successful if the error rate exceeds 4.5 percent on
patentability determinations. Therefore most employees will
be vulnerable to downrating. §

Improving USPTO Security

The POPA Security Committee is interested in hearing
from individuals who would need assistance in the event of
an evacuation. Non-ambulatory individuals are especially
encouraged to contact POPA because specialized evacuation
wheelchairs are now available. To let POPA know of your
special security needs and other security issues, please
contact Margaret Wambach by e-mail. §
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POPA 2002 Election Nov. 20 & 21

List of Candidates

President: Ronald J. Stern* 2800
Vice President: ~ Lawrence J. Oresky* 3600
Secretary: Karen Hastings* 1700
Ass’t. Secretary:  Pamela Schwartz* 1700
Treasurer: Randy Myers* 2600

Chemical Area Delegates 1600/1700
John Hoffmann 1700

D. Lawrence Tarazano* 1700
Adrienne Johnstone* 1700

Kathleen Duda* 1700

Robert D. Budens* 1600

Howard J. Locker* 1600

Electrical Area Delegates 2100, 2600, 2700, 2800

Barry Choobin 2600 Ella Colbert* 2100
Kimberly McLean-Mayo 2100 Michael B. Shingleton* 2800
Albert Gagliardi 2800 Margaret Wambach* 2800
Stephen D. Meier* 2800 Gene M. Munson* 2800

Bill Luther* 2600 Raquel Y. Gordon 2800
David L Robertson* 2100 Sheila Clark 2800

Mark Tremblay* 2800 Charlene Dickens 2800

Louise Leary 1600
Patricia L. Morris* 1600
Dina Letscher® 1700
Jennifer Graser® 1600
Patricia A. Duffy* 1600

Design, Business Methods, Computer Scientists & Other Area
Delegates

Steve Gravini* 3600
Melanie H. Tung* 2800

Mechanical Area Delegates 3600, 3700

Vinh The Luong* 3600 Irene Cuda Rosenbaum™* 3700
David O. Reip 3700 Mike ONeill 3700

Raymond B. Johnson* 3600 Edward A. Miller* 3600

* Incumbent

Caron Veynar* 2900

Election Guidelines

Election of Officers and Area Delegates will be from 9 a.m. to
4 p.m. on Wednesday, Nov. 20 and Thursday, Nov. 21, 2002.

1. Only members in good standing may vote. This means you
must have paid your FY2002 dues or currently be on the payroll
deduction program. (Non-dues-paid members see Note 3 below.)

2. Voting procedures will be as follows:

a. Members are to proceed to the voting station located at
2201 Crystal Plaza Arcade next to Minuteman Press.

b. The voting station will be managed by contracted tempo-
rary workers and election committee members.

¢. Members should:

I. Present 1.D. card (building pass), tell attendant your
name and voting area.

II. The attendant will then verify the member’s [.D. and
voting area by comparing to a members’ listing by voling area,
check off the name from the list and give the member a ballot.
The attendant will also check the mailing address for accuracy,
and make note of any corrections to be made. If a correction is
necessary, the voter will be given an address correction slip to
be handed in before departing the voting station.

I11. The voter will mark and fold the ballot in privacy and
place it in a ballot box. The ballot should not be signed or oth-
erwise identified by the voting member.

IV, Ballots cannot be removed from the voting area except
by election committee members for the purpose of collecting

New Election Location for 2002

POPA Voting Station
2201 Crystal Plaza Arcade
[Retail store space in Plaza Shops, under Crystal Plaza 4,
next to Minuteman Press)

Note to Dues-paying Members: Pick up your free Federal Per-
sonnel Guide from 1-4 p.m. at the voting station on Nov. 20 or 21.

and counting ballots.

d. All dues-paid members may vote for Officers.

e. Members may vote for Area Delegates only in their area
of representation, e.g., Chemical members vote for Chemical
Area Delegates, etc. Members may submit a blank ballot, vote
for only one Area Delegate, or vote for as many Area Dele-
gates as desired up to a maximum of: 9 Chemical Area Dele-
gates; 11 Electrical Area Delegates; 6 Mechanical Area
Delegates; 2 Designs combined with Business Methods, Com-
puter Scientists & Others Delegates.

f. Write-in candidates are permitted; however, a write-in can-
didate for an Officer must receive at least 15 votes to be elected
while a write-in for an Area Delegate must receive at least 5
votes to be elected.

g. Ballots marked with more than the maximum number of
votes permitted will not be counted.

h. No person including candidates will be permitted to inter-
fere with the voting process at the voting station.

3. Persons who cannot produce their official I.D. card should
check with Election Co-Chairs Joel Sincavage (305-3108) or
Celia Murphy (305-3114). Persons who are not dues-paid
POPA members may join, pay their dues, and vote in this elec-
tion, provided they submit their dues deduction form personally
to one of the above election officials.

4. Members are permitted to run both as an Area Delegate and
as an Officer; however, they may be elected to only one posi-
tion. If elected as an Officer, the member’s name will automati-
cally be removed from the list of Area Delegates.

5. In the event of a tie vote in any race, a run-off election will
be held under the following guidelines:

a. The membership list will be closed, i.e., no new members
will be permitted to join and vote in the run-off.

b. Ballots will be prepared and distributed to the affected
area, the election will be held and the ballots counted.

¢. In the event of another tie vote, the candidates will be
notified of same. Candidates will be asked if any wish to with-
draw to resolve the contest. Failing this, the run-off will be
decided by a coin flip.

6. The candidates for Officers and Area Delegates will appear
on the ballots in the order listed on this page (asterisk denotes
an incumbent).

7. No campaigning or campaign literature will be permitted
within 50 feet of the polling room.

8. The Association shall only give out the name, address and
area designation of members to candidates who have submitted
valid nominating petitions.

9. No absentee ballots are permitted.
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Forward, Into the Past?
Is the USPTO Doomed to Repeat its History’s Mistakes?

The PTO is celebrating its bicentennial, which is fitting
given Kenneth Dobyns history of the early patent office. In
The Patent Office Pony: A History of the Early Patent Office,
Dobyns wrote, “It is hard to look back and say exactly when
a United States Patent Oftfice, as opposed to a patent
system, began . .. [but] it is arguable that on June 1, 1802,
with the appointment of a clerk [Dr. William Thornton]
whose entire and full time job was superintending the
issuance of patents, a United States Patent Office began.”

While we celebrate history, it would be good to
remember George Santayana’s warning and learn from our
history, lest we are doomed to repeat it.

Those who study what little records remain of Dr.
Thornton’s tenure as the first superintendent of the USPTO
will find that he dealt with circumstances familiar to current
USPTO professionals. He complained of lack of adequate
space, noting that the room he worked in was “admitted by
all to be inadequate.” He dealt with a rapidly increasing
workload and a reluctance to furnish him with adequate
staff, resources, and compensation. In his first year in office,
Thornton issued 73 patents. In his last 5 years, he issued an
annual average of 304 patents. His
yearly salary was increased from
$1,400 to $1,500 dollars after 17 years
on the job. He was also given a paid
assistant in 1810 after much pleading
and after paying one out of his own
pocket for several years.

Patent system reformers who
drafted the 1836 Patent Act noted
that the Patent Office could be self-
supporting, meeting its expenses
Dr. William Thornton,  entirely out of fees collected from
the first full-time US.  ;51icants, but that the fees were
Patent Office clerk. 1o ired to be deposited into the
Treasury and the Patent Office could not spend without the
approval of Congress, “which seemed to treat the patent fees
as if they were general income of the federal government.”
Dobyns wrote.

Delays in patent processing were also of concern to the
public. By 1835 it took 3 months to obtain all the signatures
necessary to issue a patent. Many inventors traveled
personally to Washington, D.C.. naively expecting to apply
for a patent and receive the issued patent in short order. In
the 21st century we submit patents to a printing process
that, in view of modern electronic publishing capability,
could be done in a day, but instead takes months. How little
some things have changed in 200 years!

But the main patent system problem that the reformers
tried to address in the 1836 act was the lack of an
examination system. Prior to 1836 Dr. Thornton had to issue
a patent to any applicant who met the requirements of the
law, which did not demand that the application be examined
for novelty or patentable merit. As an act of conscience, Dr.
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BLODGETT'S HOTEL, home of the Patent Office 1811-1836.

Thornton nevertheless did perform examinations of the
applications he received, “comparing them with prior
patents and with the large library of technology books kept
for the purpose,” wrote Dobyns. “When he found a good
reference to anticipate an invention, he would write to the
applicant, explaining the reference and pointing out how
limited the patent on the invention would be if it were
allowed to issue. Then, if the applicant still insisted on his
patent, Dr. Thornton would write across the back of the
issued patent the identity of the known references.”

However much or little Dr. Thornton’s efforts may have
helped to reduce abuse of a patent system without an
examination process, his methods were not continued by his
successors. By 1836, an average of 800 patents a year were
being granted, while more than 100 patent lawsuits were
pending in the courts.

To remedy this, Sen. John Ruggles and Patent Office
machinist Charles M. Keller together drafted a revised
patent law based on examination. The Patent Office would
be provided with, in addition to collected models submitted
with each patent application, “an extensive library of
scientific works and periodical publications, and, in addition
to the necessary clerks, draftsman, machinist and messenger,
to have an examiner of patents, the first anywhere in the
world, to read patent applications, compare them with what
was known in this country or contained in a printed
publication anywhere prior to the applicant’s discovery, or in
public use or on sale with the applicant’s consent prior to
the application, and to reject those applications in which the
invention was not new,” wrote Dobyns.

Keller and Ruggles thus enacted into law the practice
that Thornton had habitually followed as much as
practicable under the old law.

A crucial aspect of examination in the 1836 Patent Act
was the collection of an historical record of technological
advances so that the examiner could search this record to
“compare” the subject matter sought to be patented with
what was previously known.

In light of this history, the current proposals to sever the
search function from the examination process are disturbing.
Dr. Thornton, Charles Keller, and the many dedicated
patent experts who followed them would likely have been
puzzled and troubled by the notion that searching what has
been done before is readily cleavable from the “reading,”
“comparing,” and “rejecting” process outlined in the 1836

(continued on page 6)
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HlS'ory's Mistakes (continued from page 5)

law. Indeed, implicit in the current proposals is a recognition
that reading and comprehending the application is vital to a
mere searching function. As some have already pointed out,

divorcing searching from examination creates redundancy of

effort of those charged with searching and those charged
with “examination,” as both must read and understand the
patent application.

The proposed examination modifications rely on the
conscientiousness of examiners by counting on them to
perform an adequate search in all cases where the one
performed is wanting. Will adequate time, staff and
resources be forthcoming should the extra work of such
“conscientious” searching be substantial? The current
proposals, with a promise of reduced pendency and staffing
needs in spite of expected increases in applications, seem to
follow in the USPTO’s lamentable history of “much will be
expected, and little will be given.” Many conscientious
examiners at the USPTO today undoubtedly will take it
upon themselves to do what is needed to uphold the high
standards of patent quality that have been the USPTO’s
hallmark. As Kenneth Dobyns noted, the authors of the
1836 Patent Act “builded better than they could have known
at the time.” We ought to be careful, in tinkering with the
world’s most admired system of intellectual property
protection, that we do not extend an invitation to fraud and
mischief, nor undo the foundation of sound examination
practice in an attempt to work around the fundamental
arithmetic of patent quality.

This article was written and submitted by a patent
examiner who asked to remain anonymous.

Search Room Disaster Areas

Many patent search rooms today are in disarray
because many patents are not being refiled. It’s common in
some search rooms to find patents put under or on top of
the shoe cases. Worse yet, patents are being piled 4 feet deep
in corners, making them unuseable. This situation is worst in
Tech Center 2800.

The USPTO has used its negligence to produce

USPTO paper patents piled behind a copier in an exam-
iner search room.

POPA Annual Meeting

December 5, 11:30 am, Days Inn at Crystal City

President’s State of the Union Address
Treasurer’s Report
Grievance Director’s Report
Light Refreshments

Featured Speaker:
The Honorable Helen Delich Bentley

All Bargaining Unit Members Invited
No Official Time Granted

numbers that “prove” that examiners don’t use the paper
files; therefore, the agency justifies destroying the files. The

Tgg agency says that its paper
patent refile statistics
indicate examiner usage of
the files. When the refile
numbers decline, the agency
concludes that examiners
prefer the computerized file.
The facts are that when the
paper files are so grossly
incomplete, examiners
cannot effectively use them
{ and are forced to turn to the
computer.

To have confidence in the
paper patents files after they
have been in such disarray,
the USPTO must do an
integrity check to assure that all the paper patents are
actually in the files.

The neglect of the paper files represents another
USPTO promise broken. The USPTO/POPA Millennium
Agreement states, “The Office will continue to maintain and
provide support services for use of the paper search files,
until all paper search files are removed.”
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Patent Office Professional Association

Letters from readers are welcome. Address to:
The Editor, Patent Office Professional Association,
P.O. Box 2745, Arlington, Va. 22202 « (703) 305-3000

Officers
Ronald J. Stern, President, (703) 308-0818
Lawrence J. Oresky
Vice President/Director of Grievances, (703) 308-2581
Karen Hastings, Secretary, (703) 308-0470
Pamela R. Schwartz, Assistant Secretary/
Director of Unfair Labor Practices, (703) 308-2424
Randy Myers, Treasurer, (703) 305-4734

One search room shoe case
blocks access to another.






