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Conyers-Kaptur Amendment to Protect Patent Integrity

Reps. John Conyers (D-Mich.) and Marcy Kaptur
(D-Ohio) demonstrated their sensitivity to outsourcing
USPTO jobs and protecting the integrity of the patent
system by proposing on Feb. 10 an amendment to H.R. 1561,
the USPTO fee modernization bill. At press time, the House
was planning to consider the bill when it returned from its
Presidents’ Day recess.

The Conyers-Kaptur Amendment would reduce the
administration’s proposed patent fee increases by ensuring
that the entire patent examination process remains an
inherently governmental function and by maintaining the
current 50 percent small business discount.

H.R. 1561, as reported by the Judiciary Committee,

increases patent fees by authorizing new search fees and
new examination fees in addition to the basic filing fee. The
new search fee, the largest of the patent filing fees, does not
qualify for a small business discount. The amendment
eliminates the sections creating new search and examination
fees. Even though this amendment would raise less revenue
than the administration’s proposal, it would maintain an
adequate income for USPTO operations and save small
businesses at least $250 on every patent application.

The language of the section in H.R. 1561 authorizing
new search fees also would authorize the director of the
USPTO to administratively increase the search fees without

(continued on page 8)

The Carlyle Move Highlights Poor Management Decisions

While employees appreciate some features of the new
USPTO Carlyle buildings, several aspects of the campus
were poorly conceived and executed, causing many
employees to feel isolated, endangered, and insultingly
monitored by agency management.

The new buildings include private offices for all profes-
sionals, an updated phone system and 9-foot ceilings. Each
building has eight elevators, allowing faster service. And the
staircases are open for use between floors, which wasn’t
possible in the Crystal Park buildings for security reasons.

However, many worklife amenities—such as parking,
transportation, food service, and pedestrian security—are
inadequate for the nearly 1,500 employees now housed at
Carlyle. With the majority of USPTO employees yet to be
relocated, the agency can learn from the experiences of
employees moved during this first phase to improve the
next move phase, scheduled for fall 2004, and to improve the
morale of all employees, including managers.

(continued on page 4)
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Questions Answered at POPA Meeting with Employees

The December 2003 POPA meeting with bargaining
unit members attracted a standing-room-only crowd of
patent professionals to the Crystal Forum auditorium. After
introductions and presentations by POPA lobbyist Helen D.
Bentley and POPA President Ronald Stern, audience mem-
bers asked questions of POPA officials on a variety of work-
place topics. Excerpts of the Q&A session appear below.

Q. How safe is our retirement?
A. Our retirement is as safe as the U.S. government. It is
not an obligation of the USPTO but of the U.S. government.

Q. Did the agency talk about not letting us waive into
the Patent bar?

A. There is a package of rules that the USPTO is
considering that might make it difficult for some people to
waive into the Patent bar. But I think it may only affect
union officials. The four-year waiver is still going to be safe
for 99.9 percent of the Patent corps, at least for the moment.
We convinced the agency to agree that if you are a member
of the Patent bar you will not have to take any certification
exam. (scattered applause) You can tell by the number of
people clapping that it’s not a huge percentage of our
bargaining unit

Q. When is the new overtime rate effective?

A. It’s effective immediately, which means you’ll be
paid for it retroactively. You won't see the pay for a while
because it takes time for everyone to get on board, to under-
stand the meaning of the provision, to change the computer
program and then to implement it. This is a definite benefit.

Q. With the new overtime pay, what will happen as a
result of the GS-15 Step 10 ceiling?

A. GS-15 Step 10 means you can’t do overtime at all.
The combination of base pay plus your premium pay,
including overtime pay, can never exceed the base amount
paid to a GS-15 Step 10. If your grade and step is close to
the cap, you can do fewer overtime hours than before. Until
Congress lifts that cap there’s nothing you can do to get paid
for more overtime hours.

The agency can do something, but it has refused. The
head of the agency can certify that it’s essential to apply the
cap on a yearly basis, instead of a pay-period by pay-period
basis. It wouldn’t affect anyone in Step 10 but it could affect
a GS-15 at a lower step.

Q. In the recent quality initiatives, I saw that an
examiner can take the test twice in one year. If they fail the
test twice in one year, what happens?

A. If you fail the certification exam twice it’s not going
to stand you in good stead. The bosses may very well turn
around and begin targeting all your work for review and see
how many mistakes you make. If they target you and you

make as many mistakes as the average employee, you're
going to be out of the agency pretty quickly.

Q. Will the office keep track of examiner’s locations
and/or hours worked with the new PTO smart-card badges?

A. At Carlyle they're going to have turnstiles, a lot like
they have at the Metro. You'll have to swipe your card,
which contains a chip, for entrance. Originally management
told us that they were not going to use the smart cards for
exits. But the most recent management position is that you’ll
have to use your smart card for every entrance and every
exit. Once you're in the security envelope—basically all the
buildings including the fitness center and child care center—
you can go anyplace you want and travel freely, including in
between floors, without swiping your smart card. For the
fitness center, the cards will be coded to allow entrance only
if you’re a member. The same goes for the child care center.
The cards cost $26 each, compared to the 50 cent cost of the
old cards. And the new facility will have the capability for
400 video cameras. There will also be guards at entrances to
override any stupidities of the system. In the event of a fire
or emergency, the doors and gates will automatically open to
allow easy exits.

[Editor’s note: The agency has since argued that the
reason for recording exits is to allow security to know who’s
in the building in case of emergency. This explanation is
specious in light of the agency’s admitted plan to open all
doors and gates without recording exits in the event of an
emergency. For more on this topic, see the Carlyle article on

page 1.]

Q. Is there a specific timetable for implementing the
exams? Have they offered any evidence of the validity or
reliability of the exams? Have you been in touch with any
organizations that have expertise in employment fitness tests
and the issues surrounding them?

A. We've investigated a great number of the issues
surrounding employment testing. A lot of organizations out
there specialize in determining disparate impact of tests.
There’s a lot of litigation regarding disparate impact and we
have talked with an expert in the area. Recertifications will
affect all GS-13s and above, not just full sigs. The agency
intends to recertify anybody who has a grant of legal
competence. They intend to do it once every three years.
They want to start with the most senior examiners in March
2004. We proposed that the USPTO collect documentation
to prove whether or not there is a disparate impact. We went
to the Federal Service Impasses Panel (FSIP) on that.
Management said they don’t need to document anything,
they’re going to do the minimum required by law, and the
Impasses Panel agreed with management. So even if we
want to prove that there’s a disparate impact we’re going to
have to do it via a specific case. This will take years.

(continued on page 3)
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Questions Answered at POPA
Meeting with Employees

(continued from page 2)

Q. How do we find out if we’ve been identified for the
testing that begins in March 2004?

A. The target for recertification this year is the most
senior people, the top third, most senior examiners. We don’t
have a current list. Ask your supervisor.

Q. Will primaries in TC 2600 continue to be doubled in
one office?

A. Primaries being doubled is contrary to our agree-
ments. It’s unforgivable for management to do that. We have
a grievance going but unfortunately we have to obey now.
By the time the grievance is resolved it will only regard Car-
lyle. Virtually every member of the bargaining unit, at almost
every grade that we currently have, will initially get his or her
own office at Carlyle. Then newly hired examiners at Carlyle
will be doubled, with the lowest grades getting doubled first.

If you're a primary examiner and you're doubled, ask
your supervisor for disturbance time and document the
disturbance situation. If it’s on your timesheet POPA has a
record for evidence if and when we do get a remedy to our
grievance. We have a precedent in which an arbitrator
allowed a 7 percent adjustment to account for disturbance
time for unjustified doubling. Send documented disturbance
time via e-mail to Larry Oresky, who is in charge of POPA’s
current grievance.

Q. Will POPA try to renegotiate the Work-at-Home
program soon in light of the Image File Wrapper?

A. When Work-at-Home started, employees could take
home paper files. Now with IFW, employees have to take
home the working file and often have to make the printout
and copies themselves. We've asked management to look into
ways to make it easier to copy documents to bring work home.

We had enough slots to accommodate all primaries who
wanted to telework this year. We have an opportunity to
renegotiate if we wish to. If you have any good ideas for
when we renegotiate, please send them to Pamela Schwartz.

Q. The 2004 pay raise for GS-15 Step 10 on the regular
GS schedule with locality pay will exceed the GS-15 Step 10
pay on our special pay schedule. Will we get the higher pay?

A. Yes. By statute you get the higher of the two rates.

Q. How does POPA feel about the size of offices at
the new building? How does POPA feel that the push for
larger offices resulted in us not getting new office furniture?

A. We have an FSIP-awarded contract that gives us
150 sq. ft. offices with no less than 145 sq. ft. of usable space.
Management is conforming to that. When the size of the
offices was decided a few years ago, there was no issue of a
trade-off between office size and furniture. Currently
regarding furniture, to be honest, management just doesn’t
want to spend the money on you, pure and simple.
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Q. Can qualification tests be made blind to eliminate
management biases against certain people?

A. POPA did suggest that to management and it’s one
of the few things that management agreed to. When you
take a test you will not record your name but a special
number. The people grading the test won’t have access to
your name.

Q. There was a time when the Patent Office prided
itself on the uniqueness and the benefits to examiners of the
classification system and now we don’t have that. Are they
going to outsource classification or go to some international
system?

A. The classification system is virtually dead.
Management has wiped out our capability to update the
system. They talked for at least a year about contracting it
out, but they haven’t even put out a request for proposals.
Management at the top is convinced that all you need to do
is text search. The rumor is that the agency would like to
adopt the European classification system and in essence
terminate the U.S. system. Whether or not that will actually
happen we don’t know.

Q. Any projection of the attrition rate once the
economy picks up as expected in 2004?

A. You know if you like it here or if you want to go for
more money someplace else. We'll see what happens.

Q. What kind of notification of testing will we receive?

A. Management promised to give you approximately
two weeks notice of any course. There are two kinds of tests.
One is tests after training courses, and every employee
should expect a test after every course. They’re talking about
substantive, patent law courses. The other kind of test is the
certification test. And you have notice of that right now.
They did promise as a result of our talks that they will give a
40-hour refresher course on the topics that will be covered
in the certification exam. The only certification exam that
they’ve tried out so far is an exam in which the questions
were taken from the Patent bar exam. Those questions are
on the PTO Internet Web site, under the Office of Enroll-
ment and Discipline. Take a look—the questions use triple
and quadruple negatives.

Q. How much time will be given for the certification
exam?

A. It will be a three-hour exam. That’s what they give
the patent agents.

Q. With regard to identity theft, would you support
having our Social Security numbers removed from our
timesheets and just use our employee numbers? The
timesheets are exposed to risks by being left around offices
unguarded.

A. It’s a good point and we will bring that up.

(continued on page 8)
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Carlyle Move Highlights Poor
Management Decisions

(continued from page 1)

Punching the Clock

Name a non-defense, non-national security federal
agency other than the USPTO that requires employees to
swipe their IDs on exiting through turnstiles. If you come up
with one, let POPA know.

The USPTO has given no valid reason for reneging on

its Day One Initiative and forcing employees to clock out by

swiping their badges. The USPTO Day One Initiative of
2000 discontinued any requirement for employees to sign in
or out at the security desk. The agency’s given rationale for
the ID clock-out feature was to identify employees
remaining in the buildings after an evacuation. But because
the clock-out system will be lifted during an emergency,
which will eliminate the stop at security checkpoints, to find
employees still in the building will be impossible. Therefore
the agency’s rationale is fallacious.

The overpriced monitoring system doesn’t prevent
thefts. Already Carlyle’s Remsen Building and several
Crystal City buildings have experienced a spate of purse
thefts. The USPTO requires background checks only of its
employees but not of the myriad contractors, cleaning
personnel, delivery people and others who have building
access.

The intense security scrutiny also is reserved only for
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employees entering as required through front doors. Non-
employees, who may be carrying concealed weapons in tool-
boxes, for example, can pass through other entrances.
Guards are not posted at all entrances. Without guards at all
doors to confirm proper ID use, employees are more at per-
sonal risk of being attacked to have their badges stolen for
illegal entry.

So why the clock-out function? The employees are still
waiting for an answer. The only apparent use of the system
is to track employees.

Inconsistent Security; Hundicapped Concerns

While the USPTO employee entrance-and-exit moni-
toring is worthy of the FBI, the agency is enabling
Oklahoma City-like terrorism by allowing the public to park
directly adjacent to the building. At the same time, handi-
capped USPTO customers and employees must park in the
garage approximately one-to-two blocks away and walk.

A reasonable solution to both concerns is to reserve the
parking spaces next to the building entrances for handi-
capped employees. The remaining spaces around the build-
ings can also be designated for employees, helping to deter
the use of car bombs.

The USPTO appears to have neglected handicapped
employees in the planning of Carlyle. The distances employ-
ees must travel to get food from the carry-out and store
hamper disabled employees at break times. The agency pos-
sibly could ameliorate this and the problem of remote hand-
icapped parking spaces by using electric carts to transport
employees throughout
the campus.

A Good Place for
Lunch? Your Desk.
Virtually no sit-down
lunch facilities are avail-
able currently at Carlyle.
The single cafeteria
planned for the Madison
Building is not scheduled
to open until November.
One carry-out with two
small tables and a store
with candy, snacks and
beverages are the only
food vendors. The carry-
out, mislabeled a “café,”
has no kitchen—no food
is prepared on site, only
assembled and/or reheat-

ed. The carry-out closes
at 3 p.m., the store closes
at 5 p.m., and both close
on weekends. The two

“pantries” on each build-
ings’ floors—which are

(continued on page 5)
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Carlyle Move Highlights Poor

L]
Management Decisions
(continued from page 4)

like a one-sided galley kitchen—contain refrigerators,
microwave ovens and a sink. Employees’ sole option is to
eat at their desks.

Employees were told not to bring microwave ovens to
their offices to limit food smells throughout the building. Yet
with no place to eat other than their offices, employees heat
their food in the pantries and carry steaming containers
sometimes more than 100 feet to their desks. The inevitable
spills will soon dirty the carpets, possibly burn employees,
and spread food smells everywhere.

The idea of going off-campus and into surrounding
Alexandria areas for lunch is negated by the too-far distance
to travel. It’s not the 5-10 minute walk to a restaurant or the
- cold weather deterring employees—it’s the omnipresent
time-clock function of swiping ID badges upon exit. During
discussions prior to the move, the USPTO assured employ-
ees that they would not have to use mid-day flex time to eat
lunch. The agency broke its word.

Alexandria businesses will not prosper from the thou-
sands of new people in their midst as long as employees
believe that USPTO could use the time-card function
against them.

Poor Move Management

The USPTO did not adequately prepare its employees
for the move to their new workplace. The physical relocation
and management instructions about the new work environ-
ment were not handled professionally or acceptably.

Many employees found inadequate boxes, tape, and
labels to go around. The movers demolished a fair amount
of the furniture and provided unasked-for substitutes that
didn’t fit. Much furniture that remained whole, including
fine wood furniture belonging to managers, ended up
scratched and dented.

The USPTO responded that it had ordered more than
enough supplies and blamed “a distribution system that was
dysfunctional during the holiday season™ for the problem.
However, weeks after the holidays, employees preparing for
their February move complained that the shortages
continued.

Once employees had settled into their new digs,
management did not tell them how the buildings functioned.
Employees working on weekends were clueless about how
to get into the parking garage, enter the building, operate
the elevators and even turn on the hall lights. They wasted
time on trial-and-error and when that would fail, hunting
down someone to help. A simple hand-out instruction sheet,
included in the employee building orientation packet, would
solve these dilemmas.

Safer Walkways Needed
Though employees appreciate walking to and from the
garage via the temporary covered (though cold) walkway,
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they do not feel safe walking there after dark. The walkway
zigzags, creating several blind spots. Upon POPA’s urging,
USPTO installed mirrors at the corners so walkers can see
others approaching. Also helpful would be to install a couple
of security call-boxes similar to those now in the garage.
These ideas were communicated to USPTO
management. The responding senior manager agreed that
walking that passageway at night “is very scary.” She noted
that when she next found herself in that situation, she asked
the security desk to call the roving guard, who walked her to
the garage. However, when regular employees—who are not
senior USPTO managers—asked security for an escort, the
guards refused. A two-tiered security system is unacceptable.

Better Shuttle Drivers Needed

Several reported negative experiences with the shuttle
between the King Street Metro and Carlyle indicate that the
service needs greater supervision—or better drivers—to
actually be of any service to employees. One employee’s
reported morning experience at the Metro station illustrates
the problem:

After knocking several times, the driver finally
opened the door. When I took a step up to board the
bus she yelled at me, “Get off, now everyone is running
to the bus thinking I'm leaving! I am not ready yet!”
(She was eating and drinking coffee.) It was really cold
and I asked if I could just sit on the bus. She said no,
that she would be leaving in about 5 minutes, and made
me get off the bus and quickly closed the doors. I de-
cided to walk to the office. So much for “convenience.”

No ATMs or Mailboxes

The Patent and Trademark Federal Credit Union stated
that it had opted to place an automated teller machine
(ATM) in the Remsen Building with a operational target
date of Jan. 23, 2004. That date has come and gone and, at
press time, the ATM was still unavailable. Once it is online, it
will have a withdrawal-only option because the credit union
reported that the cost of having deposits delivered daily by
an armored car was too expensive. In the near future it
hopes to have a representative at the Remsen Building once
or twice a week to open new accounts and accept deposits.
Mailing deposits directly to the credit union is also an
alternative for employees.

Similarly, at press time, not one U.S. Postal Service
mailbox was available at the Carlyle campus. POPA will be
contacting the USPS postmaster about this concern.

Additional Fixes Needed
B While the new Carlyle phone system has lots of spiffy
features, employees need more training on how to use them.
Longer phone cords would also make multi-tasking easier.
B Much of the common area, such as corridors, lacks
any color or decoration, creating a sterile, institutional
environment that, along with the overzealous monitoring,
(continued on page §)
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The Japan Patent Office’s 20-Year Experience
with Outsourcing Searches

The Japan Patent Office (JPO) has been outsourcing
some of its prior art searching for nearly 20 years. It recently
found the need to switch to “interactive” searches that “will
contribute to increasing efficiency in examination
procedures,” according to the JPO 2002 Annual Report. In
interactive searches, JPO examiners interview the non-JPO
searchers to learn more about the search reports. Using this
more efficient interactive outsourcing model in the United
States would dramatically increase the costs for searching.

The JPO began contracting prior art searches on a trial
basis in 1985 by establishing the Industrial Property
Cooperation Center (IPCC), a quasi-governmental
foundation that uses about 1,200 patent-searching personnel
who are detailed to the organization by their original,
private-sector employers. They come from any of about 200
corporations that routinely apply for JPO patents, and all
IPCC searchers must have experience in a management
position at their originating company.

Since its inception, the IPCC has increased the number
and percentage of total searches that it conducts for the
JPO. In 1989, IPCC conducted 10,000 of 200,000 total
searches. In 2002, IPCC performed 140,000 of 250,000 total
searches. It currently classifies all of the applications.

When corporations send searchers to work for the
IPCC, the searcher is expected to stay with the IPCC until
the retirement age established by the originating
corporation, without returning to the corporation. However,
if the searcher doesn’t work out at the IPCC, he or she can
return to work for the original company employer. The
IPCC also can directly contract with an employee that
retires from the original corporation.

Even while the searcher is working for the IPCC, the
original company continues to compensate the searcher. The
[PCC pays the company a fee (6 million yen, which equals
approximately $55,000) that serves partially as salary, but
the company provides very generous and substantial
additional compensation in the form of transportation and
living allowances, plus any salary beyond the 6 million yen.

The IPCC believes it has instituted adequate safeguards
to protect against conflicts of interest among its searchers.
The searcher may not review or search any patent
applications from his or her original employer. Any visit or
meeting between the IPCC searcher and an employee of the
former employer must be documented to the IPCC in
writing. Also, the searcher’s personal computer can only
access the JPO and IPCC internal network.

A big difference between the JPO and the USPTO is
that the IPCC only searches published applications. The
USPTO searches earlier, usually within 12-14 months, to
allow the applicant the choice to abandon prior to
publication. In general, applicants to the JPO do not get an
official search report prior to publication.

As reported above, the JPO annual report for 2002

states that the organization is shifting emphasis to expand
interactive searches so that “search contracts will contribute
to increasing efficiency in examination procedures.”

Formerly the JPO and IPCC exclusively used “supply-
type” search contracts, in which the searcher supplies only a
written report of the prior art search results to the examiner.
In the “interactive-type”search, the searcher reports the
prior art search results to the examiner in a personal inter-
view and after submitting a written search report. The exam-
iner then asks questions about the report and directly gives
instructions to the searcher regarding additional searching,
according to the JPO 2002 Annual Report.

The JPO Annual Report did not explain how the
organization determines the quality of the outsourced
search reports.§

2003 POPA Cash Flow and
2004 Budget

2003 2004
Actual Budget
Income
Dues $200,227.71  $201,500
Interest $ 1,665.88 $2,500

Total Income $201,893.59  $204,000

Expenses

Litigation and Lobbying $138,642.92  $120,000
Newsletter $ 21,974.67 $ 30,000
National Activities $ 751253 $ 11,000
Legal Info. Resources $ 746004 $ 8,000
Elections* $ 0 $ 3,000
Administrative $ 9,786.07 $ 11,500
Membership Services $ 10,899.61 $ 12,000
Membership Meetings $ 395915 $ 5,000
Capital Expenditures $ 1,000.00 $ 6,000
Total Expenditures $201,234.99  $206,500
Net Addition to Reserve $  658.60 $ -2,500
Notes

* Election expenses are incurred only in even numbered years.

National Activities: Membership dues and conference fees for
national organizations such as Public Employees Roundtable,
the Society of Federal Labor and Employee Relations
Professionals, and the Fund to Assure an Independent
Retirement.

Administrative: Includes expenses for accounting, secretarial,
postage, office supplies, insurance, equipment, software, service
charges and miscellaneous.

Membership: Membership incentives, including purchases of
The Federal Personnel Guide for current and anticipated new

members, and participation in Community Day.
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POPA recognized several members who contributed
greatly to the union’s successes in 2003 at the POPA Annual
Meeting in December.

Outstanding Service Award

Howard Locker. Howard’s skilled litigation in a compli-
cated arbitration overturned the unjustified removal of an
employee, effecting a reinstatement with backpay. He put in
many hours helping others in arbitrations and has become a
talented and aggressive defender of patent professionals’
rights.

Distinguished Service Award

Pamela Schwartz is POPA’s unfair labor practice direc-
tor and this year had her hands full prosecuting many ULP
charges against the agency. Her legal expertise and dedica-
tion aided many of her fellow patent professionals.

Melanie Tung is Pam’s right-hand woman in handling
the increasing ULP work load. Melanie, too, is an attorney
and an excellent brief writer who has a knack for working
independently and getting the job done, no matter how diffi-
cult. She and Pam also serve on negotiating teams.

Robert Budens and Mark Tremblay lent their extensive
technical expertise to POPA by representing employees in
negotiations with the USPTO over automation issues. They
also served on POPA's Legislative Team, for which they
compiled persuasive issue papers for delivery to members of
Congress and visited Capitol Hill offices to discuss issues
important to patent professionals.

Volunteer Service Award

Dr. Larry Tarazano has been an important member of
the Carlyle move negotiating team and has carried out sev-
eral assignments this past year connected with these negoti-
ations. He has also volunteered to make sure that important
information is distributed to bargaining unit members in his
building.

Caron Veynar is one of our newer delegates. She orga-
nized and oversaw the union’s participation in the 2003
Community Day and organized informational meetings with
members of the CIO branch of the bargaining unit.

Grievance Director’s Award

William Luther and David Robertson are important
cogs in the POPA grievance operation and, along with Ray
Johnson and others, provide Grievance Director Larry
Oresky with a formidable arsenal of grievance represen-
tatives to do battle with an ever increasing number of
grievances and newly hired human resources personnel. Bill
attended the POPA winning arbitration, wrote formal
grievances, and handled most of the POPA Freedom of
Information Act (FOIA) requests and is becoming profi-
cient in FOIA law. Dave can handle some of the toughest
cases and can ably do the detailed research.q
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POPA Awards Members for Service

POPA’s Distin-
guished Service
Award winners
at the union’s
2003 Annual
Meeting.

(L to R) Pamela
Schwartz,
Robert Budens,
Mark Tremblay.
Not pictured:
Melanie Tung.

%1 ’
s | : ; ;
(L to R) POPA Vice President Larry Oresky congratulates

William Luther and David Robertson as they receive POPA’s
Grievance Director’s Award.

POPA President
Ronald Stern
presents the
Volunteer
Service Award to
Caron Veynar.

Membership Has lts Perks

POPA members who have authorized dues-withholding
or have paid their current POPA dues in full may pick up
their complimentary copy of the Federal Personnel Guide.
Please contact your local POPA delegate for details.§
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Conyers-Kaptur Amendment

(continued from page 1
. pag

further congressional approval. The administration has
estimated that it will need to increase those search fees to a
level in excess of the total current filing fee by FY 2008.
This amendment would maintain congressional control over
future increases in USPTO fees.

The proposed sections that provide separate search and
examination fees would also allow outsourcing of the search
function to private interests and foreign entities. When
federal employees perform all examination functions,
existing statutes that ensure no of conflicts of interest and
provide an established enforcement structure protect the
public. The proposed provisions to establish the new search
system fail to include explicit protections against conflict of
interest. They create uncertainty over how ethical issues will
be addressed and the effectiveness of any new system
overseeing contractors,

POPA applauds Reps. Conyers and Kaptur for their
support of the patent system.§

Questions Answered at POPA
Meeting with Employees

(continued from page 3)

Q. InTC 1700, PCT cases with foreign search reports
have their 408s and 409s written by paralegals. Do applicants
know that their cases are being examined by people with
high school educations, and do they care?

A. We don’t know to what extent that the agency is
admitting publicly that our search reports are being
prepared by paralegals. The agency maintains that those
paralegals are basing their reports on what was done by the
examiner. I don’t know if applicants care about that. To the
best of my knowledge, paralegals have not handled 408s and
409s, which are preliminary examination reports. We'll
publicize that to make sure that applicants know that they’re
not necessarily getting what they're paying for.

Q. How much of a cost-of-living pay increase will the
PTO get? Will we get 2 percent or 4.1 percent?

A. You're almost certain not to get the 4.1 percent that
applies throughout the federal government. Under the
proposed omnibus bill, the proposals were 2.7 percent for
national and 1.4 percent for the locality raise. Assuming that
passes, our experience says that the 2.7 percent will be
tacked onto our special pay rates. You won’t see the 1.4
percent locality increase. The 2 percent figure comes from
what the president had proposed this summer as an
alternative pay plan. If there is no overriding legislation by
Congress in December, all you'll see in January is that 2
percent. You could get the .7 percent retroactively once the
appropriations bill for 2004 is actually passed.

The agency has refused for two years in a row to apply
for an increase in our special pay rate and we're expecting

January-February 2004

them to refuse again. We have filed a grievance saying that
under our agreement we are entitled to alternative
compensation. It should go to hearing in the next three
months. The unfortunate part about enforcing contracts is
that it’s slow. By simply not responding management can
delay things, and that’s what happened in this case.

Q. Any clue when those of us meeting the
requirements for GS-13 after March 1 will be able to take
this certification exam?

A. The purpose of these exams was not to delay
promotions. If you're now eligible for promotion, that the
agency is not ready with the exam should not be a basis for
delaying promotions. That’s what the agency promised
during negotiations. ¥

Carlyle Move Highlights Poor
Management Decisions

(continued from page 5)

many employees have likened to a prison. If the USPTO
doesn’t add artwork or color to the walls, the employees
should be allowed to hang decorations in the hallways near
their offices.

B More non-examining time is needed when
employees’ newly moved computers cannot access the
USPTO Intranet or the Internet, which is happening
frequently.

M Basic supplies, such as paper towels and dishwashing
detergent, are needed in the pantries. Currently employees
take up a collection among themselves to purchase the
supplies, which are a necessity for basic, daily cleanliness.§
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Fee Modernization Act Passes House
Contains More Limits than USPTO Had Hoped

The USPTO Fee Modernization Act (H.R. 1561) that
passed the House of Representatives in early March will
dramatically increase applicants’ fees—particularly claims
fees—without giving applicants any insurance that they’ll get
the extra examination time for which they’re paying.

The bill contained more protections for employees,
small business and the integrity of the patent system than
the administration had originally planned, thanks in part to
POPA’s educational efforts and the championing of employ-
ees’ concerns by Rep. Marcy Kaptur (D-Ohio) and other
House members,

Conditions on Search Outsourcing

The bill would allow the USPTO to start the process of
outsourcing the patent search, but an amendment by House
Judiciary Committee Chairman James Sensenbrenner
placed requirements on commercial entities that wish to be
considered as a “qualified search authority™
@ All individuals employed to conduct searches for the
USPTO would have to be U.S. citizens.
B Only USPTO personnel may search applications that con-
cern classified information.
B A commercial entity may not search an application if it
“has any direct or indirect financial interest in any patent or
in any pending or imminent application for patent filed or to
be filed,” the bill reads.

Most companies that currently
would bid for the searching contract
hold patents and would seemingly be
excluded from bidding. However, the
law’s intent could be undercut if a cor-
poration’s subsidiaries could be deemed
independent of other subsidiaries of the
same parent corporation. The contract-
ing process must be overseen closely to
prevent such conflicts of interest.

In arguing against outsourcing the
search, Rep. Kaptur stated that
Sensenbrenner’s amendment would not
prevent outsourcing to foreign compa-
nies that work within the United States.

“It doesn’t matter if U.S. citizens are
in those jobs,” Kaptur said. “What mat-
ters is who owns the company.”

Some House members pooh-poohed comments by
Kaptur and others who spoke against the search outsourcing
and separating search from examination. Many cited that
outsourcing is not a threat to employees because the
USPTO plans to hire 2,900 examiners under the proposed
bill. This is not the gross number of new hires, but accounts
as well for examiners hired to replace those who leave. And
though the search outsourcing may not force any examiners

out of work, it does affect the nature and integrity of

Rep. Marcy Kaptur
(D-Ohio) stood
firm for USPTO
employees’ con-
cerns during the
House debate.

%]DMP[LE EQUHTION

FOPR-04

patent examination, about which most examiners care
deeply.
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Pilot Program for Private Searching

The bill requires that the USPTO conduct a pilot
program to evaluate private sector searching. It states
that a permanent program will not be put in place
unless the pilot demonstrates that the commercial
searching is accurate and meets or exceeds the
standards of searches now done by USPTO personnel.
The agency must report on the pilot to Congress,
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(continued on page 2)
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Fee Modernization Act

(continued from page 1
' prag

Congress on the pilot program. To provide truly indepen-
dent oversight, the General Accounting Office should be
required to also review the pilot.

The House also built in a one-year waiting period
after the PPAC submits its report on the pilot program
for Congress to deliberate the program’s merits and
whether it should become permanent. To stop private
sector searching from becoming the new standard,
Congress would have to enact another law within one
year to prevent it. Rep. Berman had proposed a sunset
provision, which was defeated, that would have required
an affirmative act of Congress to continue outsourcing.
POPA will advocate to the Senate the inclusion of that
sunset provision.

Missing Economic Analysis

The pilot program requires the agency to show the
impact of search outsourcing on costs to the government
and the applicants, but before passing the bill the House did
not ask for any direct comparisons between the cost of
USPTO examiners’ searching and private sector searching.
While the agency mistakenly pawned the search outsourcing
idea as a time-saving tool—supposedly freeing examiners
for more patent examination—it did not demonstrate its
actual impact on costs and search quality. Neither did the
agency present, nor was it ever asked for, a business plan.
Undertaking such an endeavor without a business plan
would be unheard of in the private sector.

Another question remains regarding whether or not the
USPTO will provide workstations and database access to
the contractors without counting that toward the total cost
of outsourcing. Doing so would not truly represent the cost
to the government of contracting the search.

New Fee Arrangement

The new fee structure would split the current filing fee
into components. The fees would be $300 for the basic filing
fee, $500 for the search fee, and $200 for the examination
fee. This structure trivializes examination, implying that it is
the easiest and least important step in the process. The
agency says that it bumped-up search fees to cover adminis-
trative costs. If so, it alternatively could have increased fees
for maintenance and extension of time for the same pur-
pose. The new structure was originally intended to set the
stage to enable deferred examination.

The new fee table increases out-of-pocket costs for
applicants but includes a price break for small-entity appli-
cants. They would receive a $75 reduction in the basic filing
fee if they file electronically. Small entities also can receive a
50 percent discount on search fees.

New Fees to Pay for More Examination
The agency justified the bill’s substantial increase in
excess claim fees by maintaining that excess claims equal
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more work for examiners. This is true. Therefore, the
increased fees—$200 for each independent claim in excess
of three plus $50 for each claim in excess of 20—would give
the USPTO more funds directly applicable to more time for
examination of the claims. The agency should pass the time
on to employees to do the work for which applicants would
be charged. If the agency doesn’t, applicants will be charged
for something they will not receive.

More time also should be allotted to examiners for
applications with large specifications in light of the new fee
structure. A new fee would charge $250 for each additional
50 sheets of paper—or equivalent if filed in an electronic
medium—or fraction thereof, in excess of 100.

An End to Fee Diversion—Maybe

The House Appropriations and Judiciary Committee
compromised on the bill's language that would end the diver-
sion of patent fees to the general treasury. H.R. 1561 states
that if the fees collected exceed the amount appropriated to
the USPTO for the year, “the Director shall, if the Director
determines that there are sufficient funds in the Reserve
Fund, make payments from the Reserve Fund to persons
who paid patent or trademark fees during that fiscal year.”

The Bush administration has already devised a way to
circumvent the fee diversion change. The agency has created
a new expense, contending it now must have $38 million to
pay for some employee retirement costs that normally
would be funded by the Office of Personnel Management.
Other federal agencies are not required to, and will not,
fund this expense for their employees. The administration
can similarly invent new expenses for services rendered to
the USPTO by the Office of Management and Budget, the
Department of Commerce and other federal agencies—all
fees for which it usually would not be billed. The fees won’t
be diverted to the general treasury but to other administra-
tion expenses. It will still be fee diversion, by another name.

The funds that could be added to the USPTO budget
from the ending of fee diversion would enable the agency to
underwrite additional overtime and training for employees. ¥
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Certification Test Results Show
Need for More Examiner Training

The results from the first round of employee certifica-
tion testing indicate that the USPTO needs to provide sig-
nificantly greater training to enable examiners to master the
testing subjects.

Of the first 112 GS-12 examiners tested, 49 percent
passed and 51 percent failed. The agency offered the 17
employees who were scheduled for promotion in the bi-
week following the exam the option to retake the test imme-
diately or to wait. Seven opted to wait. Of the 10 who retook

the test, two passed.

All of the test questions were lifted from the patent bar
exam and excluded any questions regarding attorney-client
ethics and other questions pertinent exclusively to patent
altorneys or agents.

Just as public schools are moving to teaching-to-the-test
to meet federally mandated standards for students, so will
the USPTO need to train its employees to know all of the
material covered in the certification examination. Prospec-
tive patent attorneys or agents who take the high-cost, pri-
vately offered training courses for the patent bar exam typi-
cally experience a pass rate of approximately 80 percent.

USPTO patent examiners need and de-
Exe‘uﬁve commi"ee Roster serve similar training from their employer.
Union Offices Telephone Art Unit  Office Days Off :
3(}5—2!][1(] CP1-509A US.PTO M.us' Ne Oilﬂ'l'e
5712722690 REM-2-A 48 with Union, Arbitrator
OFFICERS Rules
President, Ronald J. Stern  571-272-2322 2872 JEF-3A25 None
Vice Pres., Larry J. Oresky  703-308-2581 3652 PK5-5B23 None An arbitrator’s February decision,
Sec’y., Howard J. Locker ~ 571-272-0980 1661 REM-2C81 Friday which reaffirms the validity of the 1986
Ass't. Sec’y, Pamela Schwartz 571-272-1528 1774 REM-6AS55 Flex POPA-USPTO contract that the agency
Treasurer, Randy Myers  703-305-4734 2644 PK2-6D12 2nd Friday had said was “defunct,” could pave the
CHEMICAL AREA DELEGATES way for improved opportunities for
Robert D. Budens 571-272-0897 1648 REM-3A35 Ist Friday | negotiations between the USPTO and
Dell Chism 571-272-0962 1654  REM-3Cl1 Flex the union on behalf of bargaining unit
Dr. Kathleen Duda 571-272-1383 1756 REM-9A65 Part-time employees. However, the agency has
Dr. Patricia Duffy 571-272-0855 1645 REM-3B05 Flex/Friday appealed the decision.
Jennifer Graser 571-272-0858 1645 REM-3B09 Ist Friday The principal impact of the decision
Adrienne Johnstone 571-272-1218 1733 REM-7B19 None by Arbitrator John Truesdale will be felt
Geraldine Letscher >71-272-1334 1752 REM-9D35 Flex in the relationship between the union and
Patricia Morris ::)?]—"’?2—(}688 ](12f REM-5A65 Nunf:l the agency in areas such as negotiations
Dr. Larry Tarazano 571-272-1515 1773 REM-6A69 Ist Friday and official Gine for Iabor relations. Both
ELECTRICAL AREA DELEGATES are essential to protecting and improving
Sheila Clark 571-272-1726 2815 JEF-6DS5 Flex employee workplace rights.
William David Coleman ~ 571-272-1856 2823 JEF-5D55 None For example, when the USPTO
Albert Gagliardi 571-272-2436 2878 JEF-2B07 changes a condition of work, the contract
Raquel Gordon 371-272-2145 2853 JEF-9D25 states that POPA has the right to hold a
?V"lril U}C[]fm} ’ ‘;T;'i?z'sz g?:z ;’}I:(l; 1“%1-? E:LX one-hour meeting with all bargaining unit
(jtl‘ntirl?/[u;]:o];r 52] 222(1)22; 2811 JEF-7ASI Fr?jay S e oM Cate: MipnmaLim
David L. Robertson 703-305-3825 2186 PK2-2Y09 None about the ehaags aadaplict emploges
Michael Shingleton 5712721770 2817 JEF-5D19 Ist Friday | feedback to take to the negotiating table.
Mark Tremblay 5712722408 2876  JEF-4A31 None The agency has not honored this contract
Margaret Wambach 571-272-1756 2816  JEF-4D11 Flex provision during this administration,
stating that it didn’t have to because the
?{‘E\Er:n’fllfin}oﬁnaj: DE“G;LE-S?UR-Z‘»(ﬁ 3652 PK5-5B25 Friday ST \J?les 2OVAIEELhe .all'bill'ill()l'
Vinh Luong 703-308-3221 3682 PK5-6D32 Monday upheld.thisicontract proxiston. L
Edward Miller 703-306-4163 3641  PK5-3Y13 15t Friday POPA anticipates that this decision
Mike O'Neill 703-308-3484 3713 CP2-10D14 Friday —and the decision resulting from the
David Reip 703-308-3383 3731 CP2-2B02 1st Friday USPTO’s appeal to the Federal Labor
Irene Cuda Rosenbaum ~ 703-308-1792 3726 CP2-5A09 None Relations Authority (FLRA)—will
ultimately determine whether or not the
DESIG_N' BUSINESS M“HOI_)S, AND OTHERS o ) . FLRA will enforce the agency’s obliga-
Mdamc ]I.ITung ‘?71_2?2_2(.‘13 291* ] ]",l‘.ﬂAT“_’ FIUX}(F}:“"'Y tion to negotiate over the Performance
Caron D. Veynar 571-272-2646 2913 JEF-2A25 Ist Friday .
; Appraisal Plan proposals that POPA
submitted to the agency in 1998.






Private Parking Offers Options
for Handicapped at Carlyle

At least two privately owned and operated parking
garages are offering parking with closer access to the
Remsen Building than the USPTO parking lots for USPTO
handicapped employees.

The Interpark garage at 1940 Duke St., across the street
from Remsen, had three handicapped spaces and 20 regular
spaces available at press time. The cost is $115 per month or
$230 per month for a reserved space. (Handicapped spaces
cannot be reserved, but spaces close to them can.) The
USPTO lot costs $100 per month. Payment options at the
private lot are check, cash or credit card—including auto-
maltic deduction—on Visa, Amex, Diners, or MasterCard.

Driving access and egress to the lot is off of Jameson St.

Individual entrance and exit is from Dulany St. via the lobby

and elevator, which operates normally between 7 a.m. and 7
p.m. Handicapped employees will be allowed access for
clevator use outside of these hours.

A second Interpark garage will be opening soon to the
public at 2000 Duke St. For more information, call the
garage manager, Temam, at 703-838-0284.

POPA is continuing to investigate parking options for
disabled employees in the Jefferson Building. For the latest
information, contact Margaret Wambach at 571-272-1756.

"Offshoring Patent Jobs No
Threat, For Now”

Following are excerpts from an article of this title in the
8 )

Business section of The Hartford Courant, March 14, 2004, by

Dan Haar.
Cantor Colburn LLP, based in Bloomfield, [Conn.,] has

hired employees in India to draft U.S. patent applications for

ideas developed in the United States. “We can train Ph.D.s
in India to draft these things there for a fraction of the
price,” [Michael] Cantor said ...

The patent cases the firm has sent offshore so far have
been those near the bottom of a very large client’s priority
list. It’s work that might not have been done at all. But at
newly lowered rates—far less than the $7,000 levy for a
typical All-American patent application—that client, whom
Cantor declined to identify, is now seeking many more
patents for ideas that would have gone unprotected. ...

The four people in a New Delhi law office drafted 50
applications last year, and will draft 75 this year. By the
middle to the end of this year, those cases will require the
full attention of two lawyers and two support staff members
in Bloomfield, Cantor said. ...

But Cantor asks the scary question before I get to it:
“What happens when down the line we have 50 Ph.D.s
drafting these, and they’re really good?” Will the offshoring
of patent drafting continue to bring in new, lucrative legal
work? Or will the firm be forced to move higher-level,
existing work to New Delhi or Bangalore to compete with
other American law firms? ... ¥
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'POPA — In Your Corner

The first in an occasional series highlighting
POPA's efforts on behalf of individual bargaining unit
employees—people like you.

Partial Signatory Authority Denial Vacated — An
examiner in the chemical area recently was denied partial
signatory authority based upon alleged clear errors in the
critical element of Action Taking. The examiner came to
POPA for assistance within the required 20 days after
receiving the denial. After reviewing the alleged errors
and finding that the examiner acted correctly, POPA filed
a grievance on the employee’s behalf. At the informal
grievance meeting, POPA argued in detail against the
agency’s alleged deficiencies, citing case law that
supported the examiner’s position. The technology center
director, a TC technical practice specialist, and an
employee relations specialist represented the agency.

Subsequent to the meeting, the agency vacated its
denial of partial signatory authority and the examiner was
made whole—that is, granted partial signatory authority
retroactive to the date first eligible.

POPA appreciates the time, attention and considera-
tion of those management officials involved in this matter.

Good Reasoning Prevails — An examiner in the chemical
area who received a confirmation of oral warning for the
first quarter of fiscal year 2003 came to POPA for help.
Because that quarter was only a bit over five biweeks in
length, and the agency’s position has been that seven
biweeks is the minimum period necessary to properly
evaluate an employee’s performance, POPA felt that the
issuance of a performance-based action was improper.
POPA presented these facts to the supervisor. Manage-
ment agreed and the oral warning was rescinded.
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Image File Wrapper Hurts Examiners’ Health and Production

POPA Submits Examiners’ Sworn Statements in Attempt to Negotiate on Harmful IFW Impacts

At least a dozen examiners have filed affidavits with the
Federal Labor Relations Authority about the severely
negative impact on their work lives of the USPTO’s fully
electronic examination system, the Image File Wrapper
(IFW).

The IFW often forces examiners to use 30-60 minutes
more per action, causes repetitive motion injuries and eye
problems, and requires examiners to print reams of

Examiners need to review every document to find
misclassified paper. Because [
nonpatent literature and

or outstanding levels to obtain monetary awards requires

even more voluntary overtime, and becomes impossible to
those unable to work voluntary overtime due to family or
other responsibilities outside the workplace.”

Several examiners’ sworn statements demonstrate the
problem. One 13-year primary examiner, who had received
outstanding performance ratings for at least the last eight
consecutive years, wrote: “At the end of fiscal year 2003, my
production was 133 percent of my goal. Since starting to use
the IFW system in November, my production has slowly and

= continuously dropped to the
point where at midyear FY04

foreign patents are indexed
only by generic names or

my production is only 110
percent... Because of the

f
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illustrate to the FLRA
POPA’s need to negotiate

have been transferred from
the technical support staff to

with the USPTO over the

examiners, it is taking me

impact and implementation

about two to three hours of

of IFW. POPA has filed an
unfair labor practice charge

additional time for each
patent application that I do. I

against the USPTO to bring
the agency to the negotiating
table.

One Extra Hour =

have not been compensated
for this time and no adjust-
ment to my production goal
has been made to accommo-
date the additional duties re-

Unsatisfactory Rating
Many examiners unfortunately have discovered that
IFW’s imposition of even a relatively small time increase to

the examination of every application can drag examiners’
production from an outstanding to a fully successful rating
or from fully successful to unsatisfactory. Because bonuses
only go to those achieving an outstanding rating and an
unsatisfactory rating can result in termination, an hour extra
per action can make the difference between receiving a
performance award or not, and receiving a fully successful
rating or a disciplinary action.

As one examiner’s affidavit stated, “implementation of
the IFW system is resulting in either examiners unable to
make their production goal or having to work significant
amounts of voluntary overtime in order to maintain their
production at pre-IFW levels. To work at the commendable

" IFW: Fast or Half-fast?

quired by the IFW system.”

Another primary examiner, a 16-year USPTO
employee, wrote: “The instructor I had for training was not
sufficiently familiar with the patent examination process to
adequately answer my questions or the questions of other
examiners in the training class. Thus I was left to learn the
use of the IFW system essentially by trial and error.

“The IFW system does not adequately identify the
content or type of document in the table of contents. It is
extremely difficult and time consuming to check an
application for completeness or to identify references that
may be relevant to the patentability... As a primary
examiner, I only have approximately 19 hours to completely
prosecute a patent application and I now have to spend an
additional one to two hours per application just to identify
and print out needed documents.” (continued on page 2)






POPA NEWS

|lmlge File Wrﬂppel' (continued from page 1)

From a GS-15, senior primary examiner, who has
worked more than 27 years at the USPTO, earning out-
standing ratings for at least the last 11 years:

“My percentage of production goal achievement for the
first quarter of fiscal year 2004 was 147 percent. During the
second quarter I had to use IFW for most of the applica-
tions I examined. Because of the additional time needed to
open and consider documents in electronic form, to print
out paper copies of documents, and to locate and print the
prior art references for each case, it took me significantly
longer to perform my duties. Consequently, my percentage
of production goal achievement for the second quarter was
only 105 percent.”

IFW Triggers Physical Ailments

Constant mouse and monitor use can and is affecting
the physical well-being of examiners. POPA is seeking to
negotiate with the USPTO on ways to improve the physical
impacts of working with the IFW. Otherwise the IFW will
continue to sideline productive examiners, harming them
individually and the agency’s efforts overall.

“Within three weeks of my starting to work exclusively

with the IFW system, I began experiencing discomfort in my

right forearm near the elbow.” stated a primary examiner

Fast Facts for Nonexaminers

IFW Formula for Failure

The rating scheme for examiners is:

B Outstanding rating = 110+% of goal achieved
M Commendable = 105-109% of goal achieved
B Fully successful = 95-104% of goal achieved
W Marginal = 90-94% of goal achieved

B Unsatisfactory = Below 90% of goal achieved

For a GS-14 primary examiner:

M A typical docket is 20 hours examination time per case
at the GS-12 level

B The position factor* = 1.35

B 100% of production goal = 14.8 hours per case

If a primary examiner needs 30 minutes more per action,

then with an officewide average of 2.2 actions per case:

W 0.5 hours x 2.2 = 1.1 more hours needed per case

M 1.1 hours divided by 14.8 hours of production goal =
7.4% loss in productivity**

B 7.4% loss may take examiners down two rating levels

* “Position factors” reflect an examiner’s experience and
signatory authority. To calculate an individual examiner’s
production goal, the GS-12 production goal for the examiner’s
technology is divided by the individual’s position factor. A
primary examiner with full signatory authority has a position
factor of 1.35.

** The fewer hours to complete an examination, the higher the
examiner’s job rating

May 2004

who has received outstanding performance ratings for at
least the last six of her eight years with the USPTO. “[My
physician| indicated that this condition was associated with
the need to click the computer mouse repeatedly in the new
soltware program (IFW). The physician indicated that... I
would not be able to continue working on the computer
using IFW without a reasonable accommodation such as
voice-operated systems and that it is probable that I will no
longer be able to work if the agency does not provide a rea-
sonable accommodation.,

“Because of the continuing pain in my forearm and
administrative delays by the agency to make a final determi-
nation on a reasonable accommodation, I am currently using
a combination of annual leave and sick leave to reduce the
number of hours that I must work with the IFW system.”

From another examiner’s affidavit:

“I have suffered for many years from rheumatoid
arthritis in my spine. Prior to implementation of the IFW
system, I could routinely shift my physical position so that I
could examine a patent application without sitting right at
my desk in front of the computer screen. Now, because [FW
requires the continuous use of the computer, I have to spend
much more time sitting directly at my desk in front of the
computer. This is aggravating my rheumatoid arthritis to the
point where I have continuous back pain and am not sure
how much longer I will be able to do my job.”

Defeating the Purpose of E-Gov

The eyestrain caused by close and constant use of even
the best and largest monitors can induce many examiners to
switch to paper. Because the examiners’ paper files have
been destroyed, they now must print out most documents
themselves. As one examiner wrote: “Because working
directly from the computer screen gave me significant eye-
strain, I requested working folders for all of my applications.
Shortly after implementation, however, the agency changed
the procedure so that working folders only contained the
original specification, claims, drawings and abstract. No
other papers were provided thereby requiring me to spend
significant amounts of my time just printing out all of the
numerous other documents and prior art necessary to exam-
ine my applications. ...I am finding that it now takes me two
to three hours longer to prosecute a patent application.”

The USPTO's paper document scanning services cannot
keep pace with the demand, causing needless duplication of
examiners’ efforts and wasted time. As one examiner stated:
“A problem that is just now beginning to come to light is the
number of allowed applications that are being returned
from our printing contractor with documents that had been
filed by the applicant but were not scanned prior to my act-
ing on the application and allowing it to become a patent.
Consequently, I am now being inundated with ‘printer rush’
applications requiring considerable additional work with no
allocation of time for that work.”

Wrote another examiner: “Most of the time, my official
docket reports did not correspond with the availability of

(continued on page 3)
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the patent application in the IFW system. This meant that,
while my official docket report indicated that I needed to
act on certain patent applications, I really could not act on
them in a timely way because the paper file had been
removed and the electronic scanned files had not yet
appeared in the IFW system.” The examiner’s production
fell to an unsatisfactory level.

Workers’ Compensation

Employees who receive injuries on the job can
qualify for benefits under workers’ compensation laws. If
you are injured on the job, to make a claim you must
immediately notify your supervisor and complete and
submit workers compensation forms that you can down-
load from the Human Resources portion of the USPTO
intranet. The USPTO will not recognize claims of
repetitive stress injuries without medical proof, therefore
a written and signed statement from a doctor that the
injury is job-related will be required as soon as possible.

Even the size of documents in some technologies cre-
ates time dilemmas for examiners. “There appears to be a
size limit for print jobs at the group printer (1.3 GB),” wrote
one examiner. “The problem is 1.3 GB of spooling capacity
covers only half of my whole application. How do I get the
whole document printed?” The examiner’s supervisor had
no useful answer.

An FLRA investigator is reviewing these signed affi-
davits and other information from POPA to determine if the
authority should issue a complaint, hold hearings and ulti-
mately order the USPTO to negotiate. The process can take
years to complete.

Reduce Pendency Through
Increased Examining Hours

The USPTO’s fiscal year 2005 budget documents show
that it plans to hire 900 examiners that year and has allocat-
ed $50 million to do so. Because the incremental cost of hir-
ing that number equals only approximately $22 million in
FY2005, and because the fee modernization bill’s increase in
excess claims fees should equal at least $100 million, the
agency immediately can bump up examining time to reduce
pendency by providing incentives to retain experienced
employees and by increasing paid overtime.

Despite the USPTO’s congressional testimony and
many press statements that the fee modernization bill calls
for 2,900 new examiners, only 900 new hires appear in the
FY2005 budget. After the 250 attritions that the agency pro-
jects for FY2005, the USPTO should only see a net increase
of 650 examiners. Recruiting, training and assimilating 900
examiners in a year represents about the maximum that the
agency can adequately handle. However, over the long term
the USPTO will need many more than 900 to examine the
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anticipated influx in applications and to reduce pendency.

Money is not the problem, according to POPA’s calcula-
tions based on USPTO data. The agency assumes the pas-
sage of the fee modernization bill and therefore projects an
overall increase in FY2005 of $310 million over FY2004 pro-
jections. The additional funds required to hire 900 examiners
equals roughly $22 million, leaving $28 million at a mini-
mum of the agency’s own $50 million hiring allocation to
spend on increased examination. In reality, of the $310 mil-
lion projected increase, the agency should have even more
to devote to examination.

The USPTO has acknowledged that the total amount of
intellectual effort needed per case to do an examination
cannot be cut and overall increased examination hours will
decrease pendency, hence its push to hire more examiners.
But in the short term of 2005, even if its hiring ability is lim-
ited, the agency can still increase examining hours by allot-
ting millions of dollars more in paid overtime and/or incen-
tives to retain experienced examiners.

Paid overtime is a cost-effective way to increase exam-
ining hours. Even with the recent overtime cap increase
allowing examiners the higher of either their hourly rate of
basic pay or the overtime rate for a GS-10, step 1 employ-
ee—the payment for each hour’s worth of examination by a
highly productive examiner is still a bargain because the
USPTO needn’t pay for additional employee benefits and
training.

Using bonuses to retain experienced employees will pay
off if the agency is able to retain even a third of the examin-
eis anticipated to leave during FY2005.

More Fees Without More Service Cheats Applicants

The entire rationale behind increasing excess claim fees
is to fund the extra examination time that excess claims
require. Charging more to examine excess claims, however,
and then not using those fees for examination swindles
applicants. The USPTO has not indicated any intentions to
boost examination time for current examiners and it has
budgeted for an inadequate net increase of only 1,000 exam-
iners. Adding 650 net examiners yearly for many years defi-
nitely will be necessary to reduce pendency. By not doing so,
the USPTO would be setting itself up to fail.

If the agency squanders its new fees on other projects
without hiring an adequate number of examiners, the
USPTO could well be appearing again before Congress, hat
in hand, begging for additional fees to reduce pendency.

Serious Conditions Prompt Two
Leave Donation Requests

Two examiners, seriously debilitated recently, need leave
donations from their coworkers to continue to receive their
paychecks.

William Hong, an examiner in Art Unit 3725, is battling
back from a major stroke suffered several months ago. His

(continued on page 4)
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Leave Donation Requests

(continued from page 3)

wife, Sara, and daughter, Marie, have been helping him
rehabilitate to gain control of his left side, which was
completely paralyzed. To donate leave, please fax form CD-
505 to Stacy Hoffman at 703-305-8303.

Ethan Whisenant, an examiner in Technology Center
1600, recently fell and suffered a spinal cord injury and
broken pelvis. Although the injuries are quite incapacitating
and very painful, Ethan has made excellent progress and
hopes to return to his job as soon as possible. Ethan lives in
Front Royal, Va., with his wife, Sherry, and their 4-year-old
daughter, Emily. Ethan has exhausted all of his sick leave yet
needs additional time for rehabilitation. Please send
completed leave donation forms for Ethan to B.J. Forman,
Mailbox: REM 2 C 70, or call 571-272-0741.

You can obtain the leave donation form CD-505
from the HR Web site, Employee Guide, Leave Transfer
Program.

USPTO Far from Top of “Best
Places to Work” Ranking

The USPTO ranked 63rd out of 115 federal agencies in
the ranking of the best places to work in the federal
government compiled recently by the Partnership for Public
Service and the American University’s Institute for the
Study of Public Policy Implementation (ISPPI).

The Partnership and ISPPI used data gathered during
the Federal Human Capital Survey administered by the
Office of Personnel Management from May to August 2002.
Those survey results are used as a baseline for ongoing
human capital assessment in the Bush administration.
Agencies comprising 93 percent of the executive branch
workforce participated, representing 189 organizational
components of 24 executive departments and independent
agencies. More than 100,000 federal employees completed
the survey.

The rankings of USPTO focus on feedback in eight out

Category USPTO Number of
Ranking  Agencies
Ranked

Overall 63 115
Training & Development 56 99
Pay & Benefits 133 142
Effective Leadership 96 108
Strategic Management 13 109
Performance-Based

Awards & Advancement 22 121
Family-Friendly Culture

& Benefits 46 114
Support for Diversity 23 120
Teamwork 98 105

of ten categories of work experience. The study authors only
ranked those agencies that scored better than the govern-
ment-wide average, according to a spokesman from the
Partnership. The USPTO scored below that average in the
categories of Work/Life Balance and Employee Skills/
Mission Match. In other words, the agency scored so low it
wasn’t even ranked.

Some of the results in these categories may seem contra-
dictory. According to the authors, “Strategic Management,” in
which the USPTO ranked high, means that “management
ensures that current employees have the necessary skills to
do their jobs, is successful at hiring new employees with the
necessary skills and works to achieve organizational goals
with targeted personnel strategies and performance
management.” But “Effective Leadership,” in which the
USPTO ranked low, means “leadership at all levels of the
organization generates motivation and commitment from
employees, encourages integrity, and manages people fairly,
while also promoting the professional development,
creativity and empowerment of the employees.”

The study defined “Teamwork,” in which the USPTO
also scored very low, as “employees communicate effectively
both inside and outside of their team organizations, creating
a friendly work atmosphere and producing high-quality
products.”

The study authors noted to federal management that
this information offers “a concise look at how satisfied your
employees are with their workplace.” The Partnership and
ISPPI also are providing federal agencies with “summary
workplace analysis reports to help leaders and managers
prioritize a management agenda that will yield the biggest
boost in employee satisfaction.”

More information is available at bestplacestowork.org.
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Carlyle Move Deja Vu

USPTO employees who moved to the new Carlyle cam-
pus six months ago are packing up their offices to move
again, some even within their own building. The agency has-
n’t provided any meaningful explanation as to why it didn’t
foresee the need for this costly and disruptive second move.

The open areas occupied by the technical support staff
were previously used for examiner search files. These areas
were made available by moving the search files to the con-
course—or basement—Ievel, making their use by examiners
more difficult. To compensate for the extra time necessary to

Precipitating this office
shift is the major move of
200-250 employees in Tech
Center 2600 from Crystal
City to the Jefferson
Building at Carlyle. To make
room, the agency is uproot-
ing and relocating approxi-
mately 400 professional staff
already in Carlyle, packing a
larger number of employees
in the same amount of
space, causing crowding and
much frustration.

Some of the needed
space to house the incoming
employees is being taken
from areas now used by
technical support staffers,

- ww@%?ﬁ

travel to the files, examiners
are entitled to receive up to
an hour every second
biweek.

Domino Effect
Complicating the process is
the USPTO’s preference for
the practice of locating all
employees within an art unit
in close proximity to one
another. This practice made
sense when examiners used
only paper files and didn’t
have e-mail and electronic

file sharing, but it’s not
required in today’s work-
place. Some art unit supervi-
sors and managers already

L
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who have voiced disappoint-
ment that they’re being removed from offices and placed in
open areas. As initially assembled, their new workstations
provide no privacy. The agency has said that it is purchasing
privacy panels and that the workstations will be converted
to cubicles.

have set a precedent by suc-
cessfully operating with their art units split between floors,
in both Crystal City and in Carlyle.

Insisting on locating art units together exacerbates the
domino effect begun by crowding and displacing employees
in some offices. The groundless requirement to keep art unit
- (continued on page 2)

Post-grant Opposition: Getting It Right the Second Time

The USPTO count system so compromises patent quality
- by rewarding “overburdened” examiners for granting
patents - that only patents that have undergone the
opposition process should be presumed valid, according to
congressional testimony by Google legal counsel in June.

“There is general agreement that patent examiners need
more time to examine applications,” stated Karl Sun, patent
counsel for Google, Inc., before a hearing on post-grant
review by the House Judiciary Subcommittee on Courts, the
Internet and Intellectual Property. “Current estimates for the
total time an examiner spends per patent application from
start to finish range from 8 to 25 hours on average. Moreover,
patent examination is conducted as an ex parte process
between an examiner and an applicant, with no third party
involvement. Finally, examiners are rated according to a

‘count’ system that creates incentives for granting patents.
Patents which are issued by an overburdened PTO without
inter partes safeguards as to quality should not be accorded a
presumption of validity by the courts.”

As one of his proposed remedies, Sun proposed that
Congress “increase funding for the PTO so that examiners’
workloads may be reduced to allow an adequate amount of
time for considering patent filings.” He also recommended
that the USPTO count system be modified “to remove
artificial incentives to grant patents. ... A system that provides
neutral incentives with respect to allowance versus rejection
should be implemented.”

Members of Congress and other witnesses at the hearing
spoke in favor of revising the current ex parte and inter

(continued on page 2)
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C(Irlyle Move Deitl Vu (continued from page 1)

employees together is forcing some examiners to pack up
and move just for the sake of maintaining art unit proximity.

The USPTO’s allocation of window offices among the
Carlyle professional staff also has created the perception of
arbitrariness and unfairness. The Carlyle buildings have
fewer window offices available for professional, non-man-
agement staff compared to the Crystal City buildings that
were vacated. With more outside offices in Crystal City, a
larger percentage of primary examiners got window offices,
including all senior primaries.

At Carlyle, some art units with more senior primary
employees will find that they haven’t enough window offices
for them all, while art units with fewer primaries will be able
to place a junior primary examiner in a prime window
office. This creates the impression of unfair treatment
among the more senior employees.

Separating art unit members, in some cases moving
them to other floors—or leaving some while moving others,
would enable the agency to assign window offices on a
seniority basis across art units within a building. This gener-
ally creates no hardship because examiners consult easily via
phone and e-mail and share documents electronically.

However, the agency’s lack of foresight is now water un-
der the bridge. These problems can be solved through a com-
mon-sense approach of working with employees to determine
their preferences, according seniority its due, and spending a
little extra time on planning to create the least disruption.

A new plan would give priority to placing the most
senior employees building-wide in window offices and cut
down on the number of office moves. The USPTO can
achieve this parity by ending the goal of keeping individuals
in art units all together.

The USPTO’s quick resort to high-density office usage
within the examining corps in Carlyle indicates that the
agency will either soon exceed its promised limit of 7,100
employees and contractors at Carlyle or that it plans to
build very spacious offices for nonexamining employees at
the yet-to-be completed Madison Building, or both.

“Proximate” Technical Libraries?

The USPTO is reneging on its own proposal in its
agreement with POPA to place technical center libraries
“proximate” to the technical center offices being served.

In the design area, more than 80 professionals are mov-
ing from the second floor of the Jefferson Building to the
fifth floor of the Remsen Building. The design library, which
had been with the design examiners on the second floor of
Jefferson, is being squeezed into the first floor of Remsen
within the biotech area library.

“Proximate,” by most dictionary definitions, means adja-
cent, nearby, adjoining or contiguous—not four floors away.
When a reference library is proximate it is easier to use, and
therefore employees are more likely to use it. If it is too dif-
ficult to get to and use, then they won’t. This will have a sub-
tle, negative impact on quality.

June-July 2004
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partes procedures to allow post-grant opposition. Rep. Rick
Boucher (D-Va.) called the inter partes reexamination
process “a white elephant™ that few use because of its
limitations and called for “a more meaningful process.”

USPTO General Counsel James Toupin noted in his
testitnony that during the nearly five years that the process
has been available, inter partes reexamination has been
requested only 46 times.

Under current law, reexamination does not permit cross-
examination of witnesses or discovery, yet it makes the result
of the process binding on the initiating third party. Because
it’s binding, the third party deserves those recourses.

Michael Kirk, executive director of the American
Intellectual Property Law Association, cited the National
Academy of Sciences report earlier this year that
recommended the creation of an “open review procedure”
to provide “more timely, lower cost, and more efficient
review of granted patents.”

Kirk outlined the AIPLA proposal for creating a new
post-grant opposition process, including:

B Allow opposition requests only within nine months post-
issuance.

M Identify the real party of interest, but allow its name to be
kept confidential until justice and fairness require disclosure.
B “Front-load” the requester’s evidence supporting the
opposition to expedite proceedings.

B Allow the patent owner to respond with evidence and
amend the claims at least once.

B Limit discovery to cross-examination of affiants, but allow
broader use exceptions in the interests of justice.

B Limit review time to one year, start to finish, but allow
extensions to no more than 18 months in appropriate cases.
B Allow for oral hearings, brief filings, reconsideration, and
court appeal by all parties to the opposition.

B Bar later inter partes reexamination by the opposer and
concurrent reexamination proceeding until the opposition
terminates.

Kirk cautioned that adopting any post-grant opposition
system “would be of limited value unless the necessary re-
sources are dedicated to its implementation.” He cited that
the European Patent Office (EPO) granted 59,992 European
patents in 2003 with 2,634 patents, or approximately 4.4
percent, opposed. Using the same percentages, the USPTO’s
189.597 allowed patents in 2003 would translate into over
8,000 oppositions. With 900,000 patents issued in the last five
years, the number of oppositions could create a huge initial
load that could require massive expenditure of agency
resources to manage. Even a much reduced U.S. percentage
would create a flood that would overwhelm the USPTO
Board of Patent Appeals and Interferences.

If the USPTO were to reallocate its funds significantly
to bolster post-grant opposition instead of increasing time
for examination, it would be banking on getting patent
quality right only the second time around. Absent changes

(continued on page 3)
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to promote higher quality in the examination system—such
as giving more examination time per case and granting
credit to examiners for all actual work done, including
second actions and final actions—the USPTO would have
little motivation and insufficient resources to get the job
done right the first time.

Claim Your Lost Computer Time

Take action when the Image File Wrapper or electronic
Desktop Application Navigator slows down or quits
altogether. Examiners who accurately record the time lost
due to IFW/eDAN problems can and should claim the time
on their 690e time and activity report.

Track the extra time needed to print out the papers
necessary for examination and your voluntary overtime
caused by using IFW and send it to your POPA represen-
tative. Claim all the time lost due to computer downtime. If
management denies your time by crossing it out on your
time sheet, then keep a copy of the sheet and send it to your
POPA representative. The data gathered from your exper-
ience (without using your name or any other identifying
information) and that of many other examiners could be
used as evidence in the prosecution of a POPA unfair labor
practice charge (ULP) against the agency.

The ULP claims that the USPTO failed to negotiate
over the impacts on employees and the implementation of
the IFW system. POPA also has filed an Association
grievance with the agency for denying nonexamining time to
examiners when the IFW system goes down. Unfortunately,
both ULPs and grievances often take considerable time to
reach their final conclusions.

Without employees’ records of time claimed for
“Computer Systems Outages,” “Computer Catastrophic
Time” or “Power Outages,” a third party may not be easily
persuaded of the real impacts of IFW on examiners. In both
the ULP and the grievance, objective evidence of harm can
help get meaningful remedies for examiners. |

Codes for Claiming Lost Time

Computer Catastrophic Time—Code 090180. For
situations when a computer system goes down in the
middle of work being done and the work that is lost
needs to be recreated. The time is only that used to
recreate the work that was lost.

Computer Systems Outage Time—Code 160498. For
situations when one or more of the computer systems
goes down and a supervisor confirms that there is no
other work that the examiner can do.

Power Outage Time—Code 011091. For situations
when the electricity (power) goes out.

Attempted Extortion in
Patents Community

The owner of a small business that provided copies of
file wrappers of issued patents recently pleaded guilty to
trying to extort $17 million from MicroPatent, a company
that maintains a large commercial collection of Web-based,
searchable, full-text patent data.

The defendant, Myron Tereshchuk, 42, of Hyattsville,
Md., faces a maximum potential sentence of 20 years
imprisonment and a $250,000 fine. Sentencing is scheduled
for October 2004 for Tereshchuk, the owner of Potomac
Filewrapper Service.

Tereshchuk began in February 2003 sending hundreds
of derogatory e-mails that were “spoofed” to resemble
authentic MicroPatent correspondence to the company’s
clients. He sent the e-mails by using computer equipment
from his car to gain unauthorized access to unsecured
wireless computer networks in residences and businesses in
Maryland and Virginia.

In February 2004 Tereshchuk began demanding in e-
mails to MicroPatents’ president that the company pay $17
million or he would disclose proprietary MicroPatent
information and launch denial-of-service attacks against
intellectual property attorneys’ computers.

The FBI, with the assistance of Yahoo, AOL and the
University of Maryland, apprehended Tereshchuk as he was
sending e-mails to MicroPatent in March 2004.

U.S. Attorney Paul J. McNulty stated that a search of
Tereshchuk’s residence last March uncovered the
components for hand grenades, the formula and items
necessary for making the poison ricin and literature about
poisons. Those items remain under investigation.

Examiner Sidelined by Stroke
Needs Leave Donations

Irene Cuda-Rosenbaum, an examiner in Art Unit 3726
and a POPA delegate for the mechanical areas, has been
seriously ill and very much needs leave donations.

Irene is suffering from a rare tumor that dangerously

elevated her blood pressure and caused her to have a stroke.

She has some paralysis on her right side and is currently in
rehabilitation to regain the use of her right arm and leg.
Irene still faces surgery for the tumor followed by further
recovery and rehabilitation. She expects to be away from
work for several months. Any leave donations would greatly
help her and her family.

You can obtain the CD-505 leave donation form from
the HR Web site on the USPTO Intranet. Please either fax
the completed form to Stacy Hoffman in HR at 703-746-
8495 or hand deliver them to Marc Jimenez, CP2-5A05 or
Mark Rosenbaum, CP2-11A06 in Crystal City, or Robert
Budens, REM 3A35, in Carlyle.
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'POPA — In Your Corner

Another in a series highlighting POPA’s efforts on behalf

of individual bargaining unit employees—people like you.

POPA Assists Employee in Attaining Full Sig

The USPTO denied full signatory authority to an exam-
iner in the chemical area this past March based upon four
alleged patentability determination errors. The examiner
asked POPA for help early enough to enable a grievance to
be filed within the required 20 days after receiving the
denial. Upon review, POPA found that the issues the agency
used in the denial letter did not rise to the level of “clear
error” in patentability determination or were not patentabil-
ity determination issues per se.

During the informal grievance meeting, POPA set forth
the deficiencies in the written denial. The USPTO officials
apparently understood and agreed with POPA that the
examiner’s positions were consistent with Office practice
and granted the grievance and all requested remedies. This
gave the examiner full signatory authority and seniority
retroactive to the date first eligible (including a retroactive
pay raise of almost $14,000 per annum). Because the agency
dropped at least three of the alleged clear errors, this
employee qualified as “fully successful” on the patentability
determination element. Usually, one can make a single
patentability error and still be considered fully successful
under the performance appraisal plan.

Although hard-nosed litigators, the USPTO officials
involved in this grievance kept their minds open to the legit-
imacy of the employee’s position in each of the patent appli-
cations involved. They were more interested in doing the
right thing than in digging in their heels and forcing addi-
tional litigation. This created a win/win situation for the
employee and the agency.

POPA concentrated its argument on the fact that the
examiner did not commit clear error—that the examiner
took factually and legally supported, reasonable positions in
the Office actions in question. Under the examiner perfor-
mance appraisal plan, if the determination made by the
examiner is reasonable and the determination proposed by
the supervisor is reasonable, this constitutes “an honest and
legitimate difference of opinion,” not clear error. This is
equally true for any of the quality elements: patent examin-
ing functions, action taking, and patentability determination.

An October 2003 decision by Arbitrator Suzanne R.
Butler supported this understanding of “clear error” by
overturning the agency’s allegations of clear error in several
Office actions for just these reasons. This decision resulted in
the reinstatement of an employee that the agency had
removed for alleged unacceptable performance in patent
examining functions.

POPA Loses Battle, But Wins One Issue
A May 2004 arbitrator’s decision upheld the removal of
a GS-7 employee who performed at 88 percent for a fiscal

quarter after successfully completing her written-
warning performance improvement period (PIP).

Arbitrator Barbara Franklin sustained the employee’s
removal despite evidence presented by POPA at arbitration
relative to piecemeal review by her supervisor (thereby
requiring an excessive number of rewrites), disallowance of
legitimate “other” time, and lack of proper preliminary
instruction. POPA is appealing this decision to the Court of
Appeals for the Federal Circuit.

However, the decision holds some good news for
employees. Arbitrator Franklin found that the agency had
acted improperly in the removal by using time periods of
“rolling biweeks,” which the agency defined as any seven or
more consecutive biweeks used to evaluate performance.
The agency had argued that it did not matter that an evalua-
tion period started or ended in the middle of a fiscal quarter.
She rejected the USPTO’s use of unconventional evaluation
periods in conflict with established periods as “manifestly
unfair.”

The agency had based the grievant’s removal on two
time periods—the fiscal quarter at 88 percent production
and a 12-biweek period following the performance improve-
ment period in which the grievant’s production was 77 per-
cent. Arbitrator Franklin threw out the latter in its entirety,
stating, “Under such a system, it would be too easy to single
out a seven biweek period of relative inactivity, ignoring
production figures from subsequent biweeks that might con-
tain numerous counts for work performed earlier but not
counted for some legitimate reason.”
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USPTO Coaches Supervisors to Dupe Employees into Admissions

The USPTO is instructing its supervisors in ways to trick
their employees into admitting unauthorized absence and
phone use without informing employees of their rights under
the law and their labor contract. An employee is entitled to
union representation when being questioned on any matter
that can result in a disciplinary action, even if the supervisor
says that it won’t.

While POPA in no way condones unauthorized, person-
al, long-distance phone use or unauthorized absences by
employees, the organization upholds employees’ rights to be
treated with dignity and respect. The USPTO, however, is
deliberately directing supervisors to tell employees that
supervisors have a right to request answers from employees
without telling employees of their rights.

Sticky Tricks
The USPTO is detailing to supervisors methods for keep-
ing close tabs on their employees. Some specifics include:

B [eave an adhesive note on an employee’s desk or door
telling the employee to see you (the supervisor) right away.
Keep track of the time you left the note, but don’t record
the time on the note. Record the time the employee
reports to you. Contrive a real work-related question to
ask so the employee doesn’t know you really want to know
about his whereabouts. Casually ask the employee about
the time away and then check up on the answer, even if it

means contacting customers.

B Use your key to your employees’ offices and check the
offices and employees’ work at any time.

B Arrive at work outside of your normal work hours to note
employees” attendance. If you can’t, team up with other
supervisors to keep tabs on each other’s employees.

The agency also confirmed that it is, indeed. using the
computerized “badge-in, badge-out,” time-clock-punching
data to monitor and catch employees.

Phone Monitoring

Supervisors are acting innocent when asking employees
about their phone use and later using the information against
the employees, thereby directly denying employees’ contrac-
tual rights. In almost a dozen instances, a supervisor had
approached an individual employee with a short log of the
employee’s phone calls. The supervisor asked in a seemingly
harmless way if a few of the phone numbers were for busi-
ness or personal reasons. When the employee acknowledged
that some were personal, the supervisor implied that it wasn’t
a big deal. Later, usually months later, the supervisor notified
the employee that he or she was required to attend an inves-
tigatory interview with Employee Relations staffers that
could result in discipline. Then during the interview, represen-
tatives from Employee Relations presented one-and-a-half to

(continued on page 2)

A construction fence at the intersection of Holland St. and Emerson St.—which leads out of the main entrance of the only
current parking garage at the USPTO Carlyle campus—had blocked the view of drivers on Emerson approaching
Holland. The first photo shows the white stop line at the left on Emerson St., far back from the corner. The second photo
illustrates how a vehicle had to pull forward almost into the intersection with Holland St. to see oncoming traffic. USPTO
employees and POPA felt the situation was an accident waiting to happen. The City of Alexandria had the construction
company move the fence back considerably from the street after POPA representatives worked with Alexandria City
Engineer Emily Baker and Office of Traffic Control Director Bob Garbacz to find solutions to the visibility problem.
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USP To Dllpes Employees (con’t. from page 1)

just under three years” worth of long-distance phone data
and asked the employee to identify personal calls..

Carlyle Employees Beware

In addition to long-distance calls, the USPTO
records all employee local calls into and out of Carlyle,
including at least the first 23 digits—likely more—keyed
in for each outgoing call. This applies to all personal
security and identification codes, including the numbers
of calling-cards, home answering machines, and PINs for
banking by phone. All incoming local phone call num-
bers are also recorded.

Not all personal use of government phones is improper
or unauthorized, but the USPTO doesn’t distribute the de-
tails of authorized personal phone use to its employees. The
Federal Property Management Regulations state that per-
sonal phone use may be authorized if: 1) it doesn’t adversely
affect the performance of official duties; 2) it’s of reasonable
duration and frequency, and 3) it reasonably could not have
been made at another time. For example, some calls deemed
“in the interests of the government” include calls: to notify
family or a doctor of illness on the job; to notify family of
overtime work; to speak daily and briefly to a spouse, chil-
dren or their care providers within the commuting area to
see how they are; to contact briefly local individuals who can
only be reached during business hours,

The moment that a management representative or
supervisor asks if a phone call was for business or personal
reasons, even if it sounds like a friendly exchange, that is the
moment when you are involved in an investigatory interview
and you are entitled to union representation. It’s unwise to
continue the interview without requesting representation
first and then immediately calling the union.

Penalties for such first-time infractions used to be a let-
ter of counseling entered in an employee’s file. Now the
USPTO is proposing unpaid suspension.

Protect Yourself
Title 5 Section 7114 (a)(2) of the U.S. Code, the statute
that grants federal employees’ rights, states:

“An exclusive representative of an appropriate unit in
an agency shall be given the opportunity to be represented
at—

(A) any formal discussion between one or more representa-
tives of the agency and one or more employees in the
unit or their representatives concerning any grievance

“or any personnel policy or practices or other general
condition of employment; or

(B) any examination of an employee in the unit by a repre-
sentative of the agency in connection with an investiga-
tion if—

(i) the employee reasonably believes that the
examination may result in disciplinary action against
the employee; and

(ii) the employee requests representation.”

The agency has a statutory obligation to notify employ-
ees of these rights at least once a year.

The USPTO-POPA collective bargaining agreement
also gives employees the right to counsel. Very specifically,
Article 4, Section 8 (A) of the agreement states that a man-
agement representative .. .shall notify the employee of the
general nature of the meeting and of his/her right to have a
union representative present prior to commencing the meet-
ing.” Section 8 (B) adds that the USPTO is *...obligated to
wail a reasonable time to allow the employee the opportuni-
ty to secure representation, before proceeding with the
meeting.” [To view all of your rights as a bargaining unit
employee, go to www.popa.org, click on “Useful Info.” scroll
down to “POPA Documents,” click on “Collective
Bargaining Agreement,” and go to Article 4, Employee
Rights.]

Employees can feel empowered to tell their managers
or supervisors that they will not answer any questions imme-
diately even if the supervisor: says that they must; implies
that the agency won’t use the information against the
employee; says that the POPA-USPTO collective bargaining
agreement isn’t valid; or threatens action against the
employee at that moment. Any management representative
who engages in these practices is deliberately violating
employees’ rights under the agreement.

The agency is entitled to question employees, but only
after the USPTO management representative allows time
for the employee to contact and consult with a union rep.
Therefore, all employees should contact POPA as soon as
possible after being questioned by a supervisor or manager.

Examiners who maintain outstanding quality and pro-
duction are just as subject to these agency subterfuges as
those who produce less. The USPTO is instructing its super-
visors to track and take action against any employee, even
one who is performing well.

An obvious way to protect yourself is to never make
unauthorized personal calls on USPTO phones and to abide
by all USPTO time and attendance rules. Understand which
kinds of personal calls are authorized. However, if an agency
representative is asking you any questions about your leave
or phone use that you believe could be used against you,
you may state that you will answer the questions after con-
tacting the union. Ask for a union representative to be pre-
sent when you are questioned.

For a more detailed explanation of authorized
personal use of the government telephone system, see
the 2004 Federal Personnel Guide, available free to
dues-paying POPA members. If you haven’t yet
received your copy, please see your POPA delegate.
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Number of Slots for Part-Time
Work Increases

POPA bargaining unit members now have more part-
time slots available for childcare/eldercare since POPA and
the USPTO recently agreed to raise the number of those
slots to 90 from the previous 80 slots.

Part-time work at the USPTO for POPA bargaining
members is covered by an agreement reached with the
agency. The program consists of two components—
childcare/eldercare and retention.

The childcare/eldercare component allows an employee
to go on a part-time schedule to meet the demands of caring
for a child or elderly parent. Employees can apply for a 3-
month to 18-month term. Under this component, employees
work a regular, set schedule of between 32 and 64 hours per
biweek. The schedule must include at least two days per
week (one of which must be Tuesday or Thursday) and
between four hours and 10 hours each day. Employees with
preschool children are guaranteed a place in the program
even if the 90 slots are filled at the time they apply.

The retention component allows an employee to go on
a part-time schedule for any other reason, which does not
need to be disclosed. Twenty slots are now available under
this component. Employees can apply for a 3-month to 18-
month term. This component is only available to employees
who are at least a GS-11, have been at the USPTO for at
least three years, have a current rating of record of at least
fully successful and current performance of at least fully
successful. Under this component, employees work a regular
schedule of between 40 and 64 hours per biweek. The
schedule must include at least three days per week including
both Tuesday and Thursday and between four hours and 10
hours each day with at least four hours falling between 8:30
a.m. and 6 p.m.

Part-time employees earn annual and sick leave at a
pro-rated amount. As a part-time employee you are also
responsible for paying a larger portion of your health care
premiums. Part-time employees are eligible to earn awards,
attend training and maintain their seniority. This last item is
important for employees. When it comes time for office
selection, employees choose offices in line of seniority,
including part-time employees.

Part-time employees receive a full year’s service credit
for each year worked—without proration—for most federal
benefits, such as retirement and within-grade eligibility, but
not for career ladder promotions. To qualify for a promotion
the part-time employee must have work experience
equivalent to that of a full-time employee. This USPTO
policy began within this administration.

Several questions occur frequently:

How do I apply?

The application is available at www.popa.org or in the Public
Folders in Outlook (under “Patents News” and “Administra-
tive Policy”). Complete the application and give it to your
supervisor, who will forward it to the director of the

program, Janice Falcone (Director, Technology Center 2800).
Director Falcone will send you a response.

Are slots currently available?
Slots are currently available under both the childcare/elder-
care and retention components of the program.

Can I continue on part-time after my 18-month term expires?
Yes, but you need to reapply for another term.

Can I work overtime and compensatory time as a part-time
employee?

Yes, but the overtime and comp time rules are the same for
full-time and part-time employees. You can earn overtime
and compensatory time only after working 40 hours in a
week or eight hours in a day.

Can I work extra regular paid hours, and is there a limit?
Extra regular paid hours can be worked with supervisory
approval to meet the needs of the Office or employee. An
increase in the number of hours worked above 32 hours per
week is not allowed for more than two consecutive pay
periods.

Are there restrictions on when a part-time employee can
start work each day?

Workday hours must be within the established work hours
of 5:30 a.m. and 8 p.m. Retention component employees
must also meet the restriction of at least four hours of cach
scheduled workday falling between 8:30 a.m. and 6 p.m.

Does a part-time employee get paid for holidays?
Yes, but only if the holiday falls on a scheduled workday.

You can read the full agreement at www.popa.org. If
you have any other questions about the part-time program,
please contact Kathy Duda at (571) 272-1383.%

USPTO Allows Prescribed Rest
for Pregnant Employee

For years the USPTO followed its standard practice of
allowing up to one hour of administrative leave per day for
employees who are medically prescribed rest during the
workday. This summer the agency broke with its own past
practice by telling an 8-months-pregnant examiner that such
administrative leave requests would be denied, but reversed
itself when the employee presented evidence received from
POPA on the agency’s past practice.

The employee, who had supplied the signed doctor’s
order, had used the rest time as needed and okayed by her
supervisor. After several months, management notified the
employee that as long as her pregnancy was normal and
without complications, the administrative leave would not be
allowed, whether prescribed or not.

The agency’s practice of allowing prescribed rest was

(continued on page 4)
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USPTO Allows Prescribed Rest

(continued from page 3)

long ago established by the Department of Commerce. A
memo to POPA from the USPTO Office of Human Re-
sources in 2002 stated, “... any pregnant woman whose
attending physician/health care provider prescribes a rest
period is entitled to and will be granted up to one hour of
administrative leave per work day. ...the agency will not
inquire further into the medical details of an employee’s
pregnancy if she presents a document from her physician
‘prescribing rest.””

When the employee gave the supervisor the information
supplied by POPA about this policy, he agreed to abide by
the agency’s past practice and granted the requested leave.

Millennium Agreement
“Safety Net” Holds for a Former
Paper File User

The USPTO recently withdrew an oral warning given to
an employee when it heeded a provision of its own
Millennium Agreement, which provides a “safety net” for
examiners who are predominantly paper file users when
they switch to full electronic searching.

In late July the agency rescinded an oral warning it had
issued to an examiner who had less than 90 percent
production during the second fiscal quarter after switching
to electronic searching. The employee previously had been
predominately a paper searcher.

During discussions on the employee’s behalf, POPA
reminded USPTO management of Section D.4 of the
Millennium Agreement, which states:

“If an employee’s SPE verifies that the employee is
predominantly a paper files searcher, and the employee
makes a bona fide attempt to make the transition to
electronic searching when paper files are removed, the
employee will not be subject to an oral warning or other
performance based action based on the production element
of the PAP for cither of the 2 quarters after the paper files
are removed.”

Subsequently, the agency rescinded the oral warning,
which had triggered a performance improvement period for
the employee. With the rescission, the performance
improvement period ceased to exist, thereby making the
employee eligible to work overtime, compensatory time,
and the Increased Flexible Work Schedule.’

JOIN POP

USPTO Guidance Could Help
Employees on a PIP

Alter POPA won reinstatement with backpay for an
employee, the USPTO issued guidance to its managers and
supervisors to improve their assistance to employees on
performance improvement periods (PIPs).

The guidance states in essence that the agency is
responsible for proving that it offered an employee a fair
improvement period, that supervisors and managers actually
provided the assistance promised in the PIP warning letter,
and that they did so without disparaging the employee. The
guidelines also specify that the supervisor must inform the
employee of his or her responsibilities.

The USPTO’s most important advice to managers and
supervisors: Keep detailed notes about afl interactions with
the employee, verbal or written.

This is equally good advice for the employee on the PIP.

Generally, the agency guidance should improve
communication between an employee and his or her
supervisors, which should help improve performance.

Unfortunately. the agency guidance also suggests that
supervisors document all problems exhibited by the
employee and how they can be remedied, future expecta-
tions, and goals, but does not require the supervisor to
actually communicate those with the employee. As an
employee can only improve perceived deficient perform-
ance when the employee is made aware of it, this appears to
be placing the employee in an impossible situation. The
agency knows from past experience that supervisory silence
is improper and it may lead to more reversals of agency
removal actions. If the agency assures that supervisors
communicate effectively with employees, it will benefit
employees and the agency.
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Senate Appropriators Pass Bill Enabling Search Outsourcing
Allow Applicants to Supply Their Own Search Reports

The Senate Appropriations Committee this month
passed a fiscal year 2005 appropriations bill that would allow
the USPTO to outsource to foreign companies, enable patent
applicants to conduct their own prior art searches, and rein-
state USPTO fee diversion—actions that POPA and other
intellectual property associations worked hard to prevent in
the House-passed Fee Modernization bill earlier this year.

The appropriations bill, S. 2809, would grant uncondi-
tional authority to the USPTO to accept prior art searches
provided by patent applicants and to contract agency search-
es with “a qualified search authority.” However, the bill
neglects to define “qualified.”

Without statutory protections, the bill implicitly sanctions
commercial search providers to compete for applicants’ busi-
ness. This creates a conflict of interest by permitting search
providers to offer the most advantageous search outcomes to
applicants. Commercial vendors may not have the govern-
ment’s best interest in mind when competing for search
dollars.

Giving applicants the opportunity to supply their own
search reports—a situation first proposed in the USPTO’s
21st Century Strategic Plan—is again like allowing the fox to
guard the henhouse.

The House Judiciary Committee tempered this and the
agency’s broader push to outsource by passing legislation last
spring (H.R. 1561) that limits the search outsourcing to an 18-
month pilot program. Other conditions for outsourcing in
H.R. 1561 include requiring all individuals who conduct
USPTO searches to be U.S. citizens, allowing only USPTO
personnel to search applications that concern classified infor-
mation, and prohibiting search contracts to any commercial
entity that has a financial interest in any current or pending
patent or patent application.

Those conditions are gone from the Senate Appropria-
tions bill, giving the USPTO carte blanche to outsource.

Lose-Lose Situation for Patentee Community

Organizations representing patentee concerns had pro-
moted an end to the government practice of diverting patent
fees to the general U.S. Treasury. They accepted steep admin-
istration-proposed increases in patent fees in exchange for no
fee diversion. Their rationale was that ending fee diversion
would dramatically increase USPTO funding, which would
enable faster processing of patent applications.

During the House Judiciary Committee’s consideration

(continued on page 2)

POPA Meets with USPTO Director

Since assuming the helm of the USPTO, Jon Dudas has
met twice with POPA. At these meetings he listened to
employee concerns relative to “festering” problems at the
agency that lower-level officials have been unwilling to
address. These include the heavy-handed employee
monitoring at Carlyle and the agency’s refusal to honor
labor-management agreements.

Mr. Dudas on Badging Out

When told of employees’ concerns over the time-clock
method of badging in and out, Mr. Dudas was puzzled by any
objection an honest employee would have to monitoring of
his or her whereabouts.

POPA representatives explained to him:

1. The USPTO has shown no legitimate security reason
to have badging out. In an emergency the gates will be
opened, allowing all to exit without badging. Employees also
will be using emergency exits that do not have monitoring
equipment. Therefore keeping track of employees will be
impossible. In a non-emergency situation, the agency has no
security need to know who is in the building at any time.

Therefore, employees conclude that
the only reason for the badging out is ' Pt
minute-by-minute staff monitoring— ’
a highly unusual workplace practice for
professionals.

2. Badging in and out violates the
USPTO’s own Day One Initiatives.

The agency enacted these standards (
when the USPTO became a l |
performance-based organization in |
2000. The initiatives eliminated the
sign-in/sign-out requirements and
guaranteed no agency subterfuges to
closely watch employees.

One long-time employee
described the Day One Initia-
tives as “an inspiring act of trust”
in employees that made her feel
renewed loyalty and responsibility
to the agency. She said the USPTO'’s confidence in her

(continued on page 2)
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Examiners Gain Timely Notice of
Express Abandonments

The USPTO agreed to keep patent examiners in the
information loop regarding Image File Wrapper express
abandonments as a result of a grievance that POPA filed in
July.

The USPTO process had been that when the agency
received express abandonments it first notified examiners.
Then in spring 2004 the agency changed the process so that
express abandonments went immediately to the IFW staff,
which then gave credit for abandonments to the examiners
without telling them. Examiners wouldn’t discover the
abandonments until one to two pay periods later. The
USPTO began this process without any [orewarning or
notification to employees. POPA then filed a grievance.

If an examiner is striving hard to achieve a production
goal award, he or she may work unpaid overtime to meet
that goal. When the examiner then finds out too late that the
extra effort—and the sacrifice of valued family and personal
time—was unneeded for earning the production award, the
natural result is resentment towards the agency and low
morale.

The USPTO, on the other hand, has a legitimate need to
have a procedure to quickly note express abandonments so
that those applications are not published under the pre-
grant publication procedure. Scanning those papers
immediately into the system before sending notice to
examiners achieves that requirement.

The agency said in its Sept. 3 response to POPA’s
grievance that it will:

I. Notify examiners “by sending an IFW message when
express abandonments are counted in the Pre-Grant
Publication Office.”

2. Each fiscal year examiners “will be given an
opportunity to delay credit until the next fiscal year for an
express abandonment that comes in during the last biweek
of the fourth quarter.”

3. While the USPTO will not adjust third quarter FY "04
production reports at the time, upon an examiner’s request
it will manually adjust the reports on a case-by-case basis in
instances in which the timing has an effect “on ratings,
awards or any other aspect of employment.” This would
include being able to work paid overtime or receive a
within-grade increase.

Senate Passes Search Outsourcing Bill

(continued from page 1)

of H.R. 1561, the parties agreed to compromise on a system
that accounted for the concerns of House appropriators
about congressional control of USPTO funds. H.R. 1561
includes a system for depositing fee revenues in excess of the
legislatively determined USPTO appropriation into a trust
fund, from which the USPTO would rebate the unused fees
to patent applicants at the end of the fiscal year.

S.2809 incorporates most of the fee increase provisions
from H.R. 1561, but drops the rebate system. Patentees
therefore are left with a highly inflated fee schedule with no
assurance of rebates or significantly more funding for the
USPTO.

While the appropriations bill outwardly would affect
only fiscal year 2005, specific language in the legislation says
otherwise. The proposal states upfront that the fee increase
only affects FY 2005, but language later in the search fee
portion of the bill puts a maximum on fees paid to a
contracted search provider for a three-year period and then
says: “The [USPTO] Director may not increase the search
fee by more than 20 percent in each of the next three one-
year periods.” [Emphasis added. |

POPA is advocating on Capitol Hill to have the
appropriations bill amended on the Senate floor or in the
House-Senate conference. The union has proposed
amendments that will allow an increased USPTO
appropriation while protecting the integrity of the patent
system from reckless outsourcing.

POPA Meets with USPTO Director

(continued from page 1)

motivated her to do the best she could.

The badging-in and out, on the other hand, has demor-
alized employees to the point where they may become
clock-watchers, only doing what is required to get by.

3. The USPTO invested many millions of dollars in the
ultra-high tech guard stations, but the agency claims it can’t
afford to turn the air conditioning on during weekend non-
peak hours or pay for employee training. By its actions the
USPTO demonstrates that it doesn’t value employees as
individuals willing to strive and excel at all hours on the
government’s behalf.

USPTO Changes Phone Monitoring Process

On a positive note, Mr. Dudas agreed to reprogram the
Carlyle campus phone system so that it only records the
phone numbers of incoming and outgoing calls. POPA had
published in its August newsletter that the agency was
recording all the digits keyed in for incoming and outgoing
calls, including personal identification numbers and access
codes.

This Management Directive was memorialized in the
Aug. 30,2004, USPTO Weekly. POPA hopes that this is the
first in a series of positive changes that will help to improve
employee quality of life and morale at the USPTO.

While Mr. Dudas may not have expressed enthusiasm
for some of the issues brought forth at these meetings, he is
(unlike his predecessor) taking the time to listen to the
concerns of employees. He is at least interested in looking
into issues and in hearing POPA’s suggestions and solutions
to these problems. POPA hopes to hear from the agency
soon about the above and other issues, and looks forward to
the lines of communication remaining open.
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Seeking Nominations for 2004
POPA Elections

Nominations open October 20 for the 2004 election of
Executive Committee Officers and Delegates who will
assume office during the POPA Annual Meeting in
December. Completed nominating petitions will be accepted
from October 20 through 12 Noon on October 29.

The POPA election will be held Wed. Nov. 17 and Thurs,
Nov. 18.

All non-managerial patent professionals are members
ol POPA’s bargaining unit. One of the benefits of paying
POPA dues is that you get a voice in POPA’s organization
and a vote in POPA’s elections.

The numbers of Area Delegates from the four
designated office areas were reapportioned by vote of the
POPA Executive Committee in September. The
apportionment is designed to equalize the voting power of
members in each office area, creating an almost uniform
ratio of members to delegates for all areas. POPA delegate
apportionment is based only on the number of dues-paying
members in each office area, not on bargaining unit size.

Delegates from the four office areas will be elected as
follows:

B 9 Delegates from the Chemical Area

B |3 Delegates from the Electrical Area

B 7 Delegates from the Mechanical and Business Methods
Areas

M 2 Delegates from Designs and Other Areas combined

The following Officers also will be elected from the
membership at large: President, Vice President, Secretary,
Assistant Secretary, and Treasurer.

How to Nominate a Candidate

Nominations for an Officer shall be by petition stating
the position sought, signifying the nominee’s willingness to
serve, and signed by at least 15 dues-paying POPA members.

Nominations for an Area Delegate shall be by petition
stating the organization area to be represented, signifying
the nominee’s willingness to serve, and signed by at least five
dues-paying members from that same organizational area.

For either type of nominating petition, nominees should
obtain in excess of the minimum number of signatures in the
event one or more signatures are disqualified for not
belonging to dues-paying members.

If you wish to vote in the election and are not now a
member, you may contact any POPA representative or the
Election Committee Co-chairs listed below for a dues
deduction form. You may also download a form from
www.popa.org by clicking on “Join POPA.” Return
completed dues deduction forms to one of the Election
Committee members listed below prior to the election. The
completed form may be returned at the time of balloting. To
nominate someone or to be nominated, return the dues
deduction form by Noon on October 29.

Nominating petitions will be available at www.popa.org.
Click on “Elections.” Or contact:

Carlyle Election Chair: Bob Ramseur, 202-635-7122
Celia Murphy, REM 5D31, 571-272-2645

Mark Osele, REM 7D19, 571-272-1235

James Peikari, RAND 2C89, 571-272-4185

Ed Tso, JEFF 8A19, 571-272-2087

Crystal City Election Chair: Maria Fernandez,
410-703-8594

Nahid Amiri, PKS 6X06, 703-305-4241

Steve Gravini, PK1 11D42, 703-308-7570

Allen Heinz, PK2 4D16, 703-308-1544

Ruth Smith, in CP2 4D05, 703-308-3063

Voting in the POPA election will be held both at Crystal
City and Carlyle for members at their respective office
locations.

Patent Advisory Committee Bars
Unions from Subcommitiees

The chairman of the USPTO’s Public Patent Advisory
Committee (PPAC) established three working PPAC
subcommittees to provide feedback and recommendations
on e-filing/e-government, outsourcing, and proposed
rulemaking—and purposely excluded representatives of
emplovee organizations from any subcommittee even
though three sit on the PPAC.

PPAC Chairman Rick D. Nydegger’s rationale for
excluding union representatives was his belief that the
subcommittees should have only voting PPAC members. The
representatives from the three USPTO unions—two in
patents and one in trademarks—are the only non-voting
members of the 12-member PPAC.

The PPAC is charged with reviewing the policies, goals,
budget, performance, and user fees of the USPTO with
respect to patents, and is expected to advise the USPTO
director on these issues. Input from employees on these
items was considered essential, and hence the unions’
inclusion on the PPAC.

By not allowing employee participation on any
subcommittee, the PPAC is cutting itself off from valuable
information that only employees can provide. If the E-filing
and E-Government Subcommittee members are to review
technologies to improve the USPTO electronic filing
process, then employees can tell them how the current
processes impact quality and production. If the Outsourcing
Subcommittee will help identify appropriate benchmarks for
future outsourcing, who better to assist than employees who
now do the work?

As said Gerard Arpey, president and chairman of
American Airlines, which turned a profit this quarter for the
first time since 9/11, “They [employees] have the best ideas.
They know how to do the job more efficiently and more
effectively, and we have to lead by example. Part of that
leading by example is listening.”






You've Got the Power to Help

Federal employees are not immune to natural
disasters. This past season brought widespread
flooding throughout the Washington region.
Hurricanes blasted through Florida and other
states. Even people with insurance had to pay
thousands in expenses.

The Federal Employee Education and
Assistance Fund (FEEA), a charity that assists only
federal employees and their families with
emergency assistance and college scholarships and
loans, helped employees get back on their feet after
these disasters and others.

FEEA is just one of the
many worthy organiza-
tions in the Combined
Federal Campaign. The
CFC gives us the power
to express our own
personal commitment to helping the less fortunate.
Your donation will give you the good feeling that
comes from knowing that you helped and gave
hope to your neighbors, here and around the world.

Employees may make their contributions
confidentially. POPA has provided the USPTO with
opaque envelopes so that supervisors and
keyworkers won’t be able to see to whom you are
giving. The envelopes are available from your CFC
keyworker and should be handed out with the
pledge materials.

Sadly, recent USPTO actions towards its
workers have so demoralized and angered some
employees that they are considering protesting
against the USPTO by encouraging their coworkers
to boycott the CFC and give to charities
independently. I have much sympathy for these
feelings of my colleagues. However, I still believe
that the decision to contribute via the CFC should
not be an issue of making the agency look good or
bad. Your donations go not to the USPTO, but to
the charities and causes you choose to help.

As a lifelong member of POPA, an organization
committed to the ideal of helping people, I urge you
to contribute as generously as you can to the CFC.

Sincerely,

Ronald J. Stern
POPA President

e O e e
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Get Well

Several bargaining unit members still urgently need
leave donations to help them through serious illness and
recuperation. Leave Donation form CD-505 can be
downloaded from the USPTO HR Web site, Employee
Guide, Leave Transfer Program.

B William Hong, an examiner in Art Unit 3725, is
recuperating from a stroke. Please fax completed leave
donation forms to Stacy Hoffman, 703-305-8303.

B Ethan Whisenant, an examiner in Technology Center
1600, is recovering from a spinal cord injury and broken
pelvis. Please send your completed donation form to B.J.
Forman, REM 2C 70, or call 571-272-0741.

W Irene Cuda-Rosenbaum is battling the effects of a stroke
and a rare tumor. Please either fax the completed donation
form to Stacy Hoffman at 703-746-8495 or hand-deliver it to
Marc Jimenez at CP2-5A05, Mark Rosenbaum at CP2-
11A06 or Robert Budens at REM 3A35. %

Farewell

Long-time POPA Executive Committee Delegate Ed
Miller is retiring from the USPTO after more than 37 years.
Ed ably served Mechanical Area employees and will be
missed by his colleagues. We wish him all the best.

His POPA position will be filled for the short term by
Michelle (Shelley) Thomson, Art Unit 3641, 703-306-4176.%
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POPA Proposes Much-Needed IFW Changes

USPTO Deputy Director Steve Pinkos welcomed POPA
representatives October 21 to discuss the Image File Wrapper
system. POPA came to the meeting prepared with resolutions
to current IFW problems that waste time and money and
cause major headaches for examiners striving for high quality
and high production.

POPA’s list of solutions included:

B Improve Contractor Scanning Services. Examiners’
greatest complaints with IFW, by far, relate to the multitude
of scanning errors that create documents improperly entered
in the file record, amendments and office actions entered
days, weeks, or months late, documents filed under the wrong
tabs, and more.

POPA suggested that some of these problems could be
fixed with better training for the scanning contractors, while
other scanning troubles needed procedural solutions or new
hardware and software.

For example, to more quickly turn around problem
images, POPA recommended putting scanners at the
warehouse so that corrections can be done without waiting
for paper files to be located and sent to Crystal City or
Carlyle. To more speedily notify examiners of the receipt and
scanning of documents—especially time-sensitive documents
such as submissions after final rejection or allowance—the
agency should program the electronic Desktop Application
Navigator (eDAN) to automatically forward applications to
examiners and automatically message them when papers
have been scanned and entered. The USPTO could program
eDAN to do what computers do best—recognize

predetermined input codes and automatically notify
examiners, much the same as computers send automated
“out-of-office” ¢-mails.

Sometimes examiners need to have papers, e.g., received
faxes, scanned and entered in IFW right away. For this
USPTO would establish “scan on demand” services in each
technology center, allowing examiners to come to a scanning
office for imaging that’s needed pronto.

B Cached Hot-Docket Images and a Hard-Drive Version
of eDAN. The USPTO could avoid significant losses of
examining time if it invested in programming ¢DAN to
enable examiners to continue working from their hard drives
when the main IFW system is not functioning properly.

The eDAN software lists all of an examiner’s cases, from
which the examiner can place the ones most important for a
biweek in a to-do list known as a “hot dockel.” When an
examiner places an application on his or her hot docket, the
improved network version of eDAN would automatically
store all the images of each application in each examiner’s
hot docket on his or her desktop workstation.

With the individualized hot dockets stored on examiners’
computers, a local version of eDAN would allow examiners
to continue to work even if IFW or the entire network
crashed. When a case on the hot docket is finished, i.e., turned
in for a count or otherwise removed from the hot docket,
eDAN would automatically delete the cached images of that
case from the examiner’s hard drive to conserve workstation
storage space.

(continued on page 2)

Technology Center 1600 employees indicate their feelings for the so-called “secu-
rity” measures used at the USPTO’s Carlyle campus. They purchased and wore
the personalized prison costumes to their end-of-fiscal-year Halloween luncheon.
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POPA Proposes IFW Changes

(continued from page 1)

M Improve Handling of Non-Patent Literature (NPL)
and Foreign Patents. The USPTO can improve examiner
access to NPL and foreign patents, thereby improving
production and quality, by: 1) identitying each NPL by first
author; 2) entering each NPL into IFW in the order that the
NPL is entered on the applicant’s NPL list (USPTO Form
1449), which is part of the application record; 3) identifying
each foreign patent by its country/serial number; and 4)
increasing the eDAN annotation field to allow more notes.

H Allow Display of Multiple Documents in a Readable
Size. This means providing each examiner with a second
desktop monitor.

Examiners now have beautiful flat screen monitors to
allow large clear images, but because e DAN displays
multiple windows, ecach document appears on the screen so
small that most examiners must print all of the documents to
read them. If examiners have two monitors—for example,
one in portrait mode and one landscape—the USPTO could
increase examiner cfficiency by reducing time spent printing
or switching between windows and significantly reduce
paper and toner costs.

Because monitor prices have dropped significantly since
IFW was implemented, the advantages and the benefits to
other USPTO software programs—such as the Examiner
Automated Search Tool (EAST), the Web-based Examiner
Search Tool (WEST), and the Office Action Correspondence
System (OACS)—make second monitors worth the cost.

M Improve IFW Printing Features. Relatively simple
programming solutions would reduce the number of mouse
clicks and functions now necessary to print cach document.
When examiners have to print scores or hundreds of
documents, these software fixes would reduce time and
repetitive motion injuries. They would also ease document
handling.

For example, adding a header to each printed document
that includes at least the serial number and document-filing
date would more easily identify documents. On the print
menu, “print current document” would be the default
setting, cutting several mouse clicks.

Examiners would select multiple documents for printing
if the program allowed using the shift and control keys to
highlight the relevant documents. Examiners need additional
print options, available in all windows, to allow printing of a
specified entire application or only documents new since the
last office action.

M Program eDAN to Refresh all Dockets as Necessary.
Currently examiners manually refresh each docket, which
wastes time when the computer can be programmed to do
this work.

M Provide File Storage Furniture. The USPTO offered
to provide examiners with printed “working folders,” which
contain a bare-bones number of documents that examiners
can add to. But many examiners have not been supplied any
file furniture in which to store them.

M Improve Optical Character Recognition (OCR) or
Supply a Searchable Text File. These would allow examiners
to readily search the specifications and other documents for
relevant terms, and “cut and paste” relevant information
from applications into office actions. The enhanced system
would enable OCR of an entire document while maintaining
reasonable formatting. Using commercial-off-the-shelf OCR
software on examiners’ desktops would allow exporting of a
whole document.

In addition, examiners overwhelmingly express a desire
to be able to search text by using keywords, something not
readily available with image files.

M Better Document Tracking. By adding a data field to
show the date that the contractors actually scanned and
entered a document, eDAN would enable the USPTO to
actually measure the contractor’s performance. Now ¢eDAN
only tracks the filing date of the paper document. If a paper
document was filed Nov. 3 but scanned on Dec. 3, only the
Nov. 3 date shows up on the ¢eDAN file. Because eDAN
doesn’t track who scanned the paper and when, the USPTO
has no way to track the quality, efficiency and cost-
effectiveness of the contractor’s work.

W Establish a Pilot Program for Voice-Activated
Software. When an examiner using IFW was disabled by a
repetitive motion injury and filed a workers” compensation
claim, the USPTO responded by bringing in soltware
engineers to make eDAN compliant with handicap
accessibility regulations and allow use of voice-activated
dictation software. With eDAN’s capability to support voice-
activated software the agency can now offer that ability to
other examiners who prefer it to test its benefits with eDAN
and OACS. A pilot program could ultimately determine
long-term cost savings for the agency.

lliness Prompts Leave Requests

Elizabeth Bolden, an examiner and POPA member in
Art Unit 1755, has been in the leave donor program since
she was diagnosed with breast cancer in April 2004. While
she has finished chemotherapy, she will be unable to work
for approximately a month due to cancer surgery in mid-
November. She also faces almost weekly doctors’
appointments, tests, and additional surgeries in 2005.

To donate leave, contact Veronica Faison, Remsen
9D28, phone 571-272-1366.

Sudhaker B. Patel, an examiner in Art Unit 1624,
underwent radical prostate cancer surgery on Sept. 30. His
doctor advised a recovery period of 7-8 weeks off from
work. At press time he had nearly exhausted all of his
available leave and needed annual leave donations to offset
the time required for his complete recovery. To donate, fax
completed leave donation forms to Stacy Hoffman at
703-746-8495.

Leave donation forms for both employees can be
downloaded from http://ptoweb/ptointranet/ohr/library/
forms/cd505.pdf.
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Court’s Defining Moment on
Claim Language

A federal court of appeals case, closely followed by much of
the patent community, hinges on how the court will decide to
define patent claim terms.

The full Court of Appeals for the Federal Circuit is
considering Phillips v. AWH Corp., a patent infringement casc
that revolves around the parties’ definition of the noun “baffle”™
used in the patent’s claims. The results of this case will set a
precedent that will impact how patent applicants and future
courts define and interpret claim terms.

The case concerns the definition of “baffle” in the context
of a modular wall in a facility like a prison. In the patent held by
Phillips (No. 4,677,798), the wall is comprised of “internal steel
baffles extending inwardly from the steel walls.” While the
portion of the wall module that is labeled as the baffle is only
shown extending at an acute angle to the external surface of the
wall, the specification does not place any limit on the angular
orientation of the baffle. The portions of the wall modules that
are shown extending perpendicularly to the exterior surface of
the wall are neither labeled as baffles nor described as
performing the functions of a baffle.

L 2
"/ COMPRESSIBLE SEAL

Figure 6 from Phillips’ Patent No. 4,677,798 shows a cross section
through an assembled wall module indicating the three triangular
pieces comprising the wall. Elements 26, 27, and 31 are the disputed
“baffles” in the claimed modular wall.

The alleged patent infringer, AWH Corp., created a wall
panel having a reinforcing support at a 90-degree angle to the
exterior surface of the panel. In defending against the
infringement charge, AWH Corp. maintains that Phillips’
invention was limited to having the baffles oriented at an acute
angle because that was all that was taught by the patent, and
thus the angular orientation of the baffle became part of the
meaning of “baffle” as used by the patentee. However, Phillips’
broadest claim did not specify that the baffle had to be placed at
an acute angle to the exterior surface of the module.

The federal district court and the initial appeals court panel
ruled in favor of AWH Corp. In the initial decision, the court did
what examiners are repeatedly cautioned not to do: they read
limitations from the specification into the claims. That initial
decision has been withdrawn and the case is now awaiting an en
bane decision from the full appeals court.

The court is seeking to determine a standard procedure for
claim interpretation and the degree to which definitions from
dictionaries, expert opinions and treatises—which the court calls
“extrinsic” evidence—will be applied during litigation, as
opposed to the USPTO’s interpretation of claims during
prosecution. “Intrinsic” evidence includes art cited in
prosecution, specifications and the entire file wrapper history.

The USPTO’s position, as stated in its amicus brief filed in
this case, is that “primary reliance on intrinsic evidence, rather

POPA NEWS

than later-determined dictionaries that were not part of the
record, generates the greatest likelihood that the claim
construction will be consistent with the USPTO’s interpretation
of the claims in issuing the patent.”

“During prosecution, claims are given their broadest
rcasonable interpretation consistent with the specification,” the
USPTO brief continued. The policy underlying USPTO’s
approach “stems from the applicant’s opportunity during patent
prosccution to amend the claims.”

The USPTO’s Mandate to Examiners

This USPTO position dictates the rules and methods that
cxaminers must use in prosecution. Patent law requires that the
definition of a claim term must reflect the perspective of a
person of ordinary skill in the art. Examiners are trained to
interpret the claims as broadly as possible unless the applicant
has explicitly provided a definition to the contrary in the
specification or if the specification provides an explicit
disclaimer. Examiners are permitted to use dictionaries and
other extrinsic evidence to determine the broadest reasonable
interpretation.

The philosophies on defining claim terms fall into two
broad camps. The “proceduralists” rely on extrinsic definitions to
delineate the boundaries of a claim term’s possible meanings.
The “holistics™ look to the rest of the patent application to
determine the term’s meaning in the context of the application’s
subject matter.

Dictionary meanings play a role in understanding claim
terms, but must be used as supporting tools in studying the
context of the application. “The courts may turn to extrinsic
evidence to aid in finding the level of ordinary skill in the art.”
stated the USPTO, “in understanding the intrinsic evidence, and
in discerning the meaning that one skilled in the art would give
claim terms when read in the context of the entire specification.”

The upcoming en banc decision has attracted great patent
community interest and a huge number of amicus briefs. For
example, the American Intellectual Property Law Association
(AIPLA) stated in its brief filed in this case, “A court should
also inquire into the ordinary meaning (or meanings) because
these are the background meanings that a person of ordinary
skill would employ in studying the intrinsic record.”

While a “proceduralist” may defend using solely dictionary
meanings because of their inherent objectivity, a dictionary
definition—even one from a technical dictionary—“may or may
not reflect the ordinary meaning in the relevant art and it may
not reflect the ordinary meaning at the relevant time,” as the
AIPLA stated in its brief.

“Litigants have converted claim construction disputes into a
‘battle of the dictionaries,” wrote the USPTO in its brief.

Dictionaries also don’t create their definitions with the
context of the patent in mind. Therefore, even if claim term
definitions are right-on in their dictionary meanings, “the
extrinsic evidence, including dictionaries, should always be
considered for the purpose of elucidating the intrinsic evidence
and not for the purpose of establishing a presumptive meaning
of claim terms without reference to the intrinsic evidence,”
concluded the USPTO in its court brief.

To read the variety of opinions about Phillips v. AWH
Corp., including the full USPTO amicus brief, go to
www.patentlyobviousblog.com.
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POPA 2004 Election Nov. 17-18

List of Candidates

President: Ronald J. Stern* 2800
Vice President:  Lawrence J. Oresky® 3600
Secretary: Howard J. Locker® 1600
Ass’t, Secretary:  Pamela Schwartz* 1700
Treasurer: Randy Myers* 2600

Chemical Area Delegates 1600/1700

Kathleen Duda* 1700 Robert Budens® 1600
Geraldine Letscher® 1700 Patricia A. Duffy* 1600
Jennifer Graser® 1600 Adrienne Johnstone*® 1700
D. Lawrence Tarazano® 1700

Electrical Area Delegates 2100, 2600, 2700, 2800
David L. Robertson®* 2100 Dan Nolan 2600
Howard Weiss 2800 Albert Gagliardi* 2800
Michael B. Shingleton® 2800  Mark Tremblay* 2800
David S. Blum 2800 Raquel Y. Gordon* 2800
Margaret Wambach* 2800 Sheila Clark* 2800
Gene M. Munson* 2800 Kimberly Lockett* 2800
Scott J. Sugarman 2800 Bill Luther* 2600

Julie Anne Watko 2600

Mechanical Area and Business Methods Delegates
3600, 3700

David O. Reip* 3700
David J. Isabella 3700
Michelle Thomson 3600
Geoffrey Akers 3600

Philippe Derakshani 3700
Kimberly Wood 3600
Vinh Luong* 3600

Design & Other Areas Delegates
Melanie H. Tung* 2900 Caron D. Veynar* 2900

* Incumbent

POPA 2004 Election Guidelines

Election of Officers and Area Delegates will be from 9 a.m. to
4 p.m. on Wednesday, Nov. 17 and Thursday, Nov. 18, 2004, at
voting stations located:

At Carlyle: Copy Center room on the Concourse level of the
Jefferson Building near the elevators.

At Crystal City:

On Now. 17: Crystal Park 1, Suite 601, Room D (6th floor)
On Nov. 18: Crystal Park 1, Suite 601, Room C

1. Only members in good standing may vote. This means you must
have paid your FY2005 dues or currently be on the payroll
deduction program. (Non-dues-paid members see Note 3 below.)
2. Voting procedures will be as follows:

a. Members are to proceed to the voting stations.

b. The voting stations will be managed by contracted temporary
workers and election committee members.

¢. Members should:

1. Present I.D. card (building pass); tell attendant name and voting
area.

II. The attendant will then verify member’s L.D. and voting area by
comparing to a members’ listing by voting area, check off the name
from the list and give the member a ballot. The attendant will also
check the mailing address for accuracy, and make note of any
corrections to be made.

111. The ballot will then be marked at a voting table, folded, and
placed in a ballot box. The ballot will not be signed or otherwise
identified by the voting member.

I'V. Ballots cannot be removed from the voting area (except by
election committee members for the purpose of collecting and
counting ballots).

d. All dues-paid members may vote for Officers.

e. Members may vote for Area Delegates only in their area of
representation, e.g. Chemical members vote for Chemical Area
Delegates, etc. Member may submit a blank ballot, vote for only
one Area Delegate, or vote for as many Area Delegates as desired
up to a maximum of 9 Chemical Area Delegates; 13 Electrical Area
Delegates: 7 Mechanical & Business Area Delegates; 2 Design &
Other Areas.

f. Write-in candidates are permitted; however, a write-in candidate
for an Officer must receive at least 15 votes to be elected while a
write-in for an Area Delegate must receive at least 5 voles to be
elected.

. Ballots marked with more than the maximum number of votes
permitted will not be counted.

h. No person including candidates will be permitted to interfere
with the voting process at the voting station.

3. Persons who cannot produce their official I.D. card should check
with Election Co-Chairs Bob Ramseur (Carlyle) at 202-635-7122 or
Maria Fernandez (Crystal City) at 410-703-8594. Persons who are
not dues-paid POPA members may join, pay their dues, and vote in
this election, provided they submit their dues deduction form
personally to one of the above election officials.

4. Members are permitted to run both as an Area Delegate and as
an Officer; however, they may be elected to only one position. If
elected as an Officer, the member’s name will automatically be
removed from the list of Area Delegates.

5.In the event of a tie vote in any race, a run-off election will be
held under the following guidelines:

a. The membership list will be closed, i.e., no new members will be
permitted to join and vote in the run-off.

b. Ballots will be prepared and distributed to the affected area, the
election will be held and the ballots counted.

c. In the event of another tie vote, the candidates will be notified of
same. Candidates will be asked if any wish to withdraw to resolve
the contest. Failing this, the run-off will be decided by a coin flip.

6. The candidates for Officers and Area Delegates will appear on
the ballots in the order listed on this page (asterisk denotes an
incumbent).

7. No campaigning or campaign literature will be permitted within
50 feet of any polling room.

8.The Association shall only give out the name, address and area
designation of members to candidates who have submitted valid
nominating petitions.

9. No absentee ballots are permitted.
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Reassess Examiner Production Goals, Inspector General Tells USPTO

The Commerce Department Office of the Inspector
General (OIG) recently recommended that the USPTO
assess and revise patent examiners’ goals to reflect work
process efficiencies “resulting from automation and other
enhancements.” The OIG study discounted examiner and
patent user testimony regarding increased patent complexity
and production pressure since the goals were set in 1976.

In its report, “USPTO Should Reassess How Examiner
Goals, Performance Appraisal Plans, and the Award System
Stimulate and Reward Examiner Production,” the OIG listed
as a key finding, “Goals have not changed since 1976 to
reflect efficiencies in work processes and improved
technology.” As proof of this, the OIG decided that
production goals “may be too easily obtainable™ because 95
percent of art units processed applications in less than the
time allotted. It therefore recommended revising the goals.

The OIG drew this conclusion by misapplying some facts
and ignoring others, particularly regarding the increase in
complexity of patent applications and searching over the last
30 years.

Laughable Finding on Complexity

When POPA reported to its annual meeting in early
December on the OIG’s discovery that patent complexity
had not increased significantly in the last five years, the
audience of patent professionals laughed out loud.

The OIG said that goals set in the 1970s don’t account
for the vastly increased USPTO use of technology. The
USPTO uses computer technology in three ways that impact

examination: automated search tools, automated office-action
writing software and electronic file wrapper maintenance.
None has shown time savings.

When told of increased patent complexity, the O1G
pointed to most art units processing applications in less time
than allotted goals. The OIG also said that the USPTO had
“cited seven statistics as reasonable indicators of patent
complexity, none of which showed a noteworthy increase in
complexity.”

One of the OIG’s statistical findings demonstrates the
OIG’s confusion: “The number of hours for first actions on
the merits—a subset of total examiner hours per
application—has remained virtually unchanged through the
years—averaging 18.5 total hours per application in fiscal
year 2002 compared with the 1998 average of 18.3 hours.”
Examiners wish they had that much time.

Given that a first action usually takes about half of the
total examination time per case, the OIG should have
recognized that these numbers were contradicted by the
statistics that it listed to prove the lack of increased patent
complexity, namely the OIG’s claim that the estimated
average hours to process the different types of applications
have only risen slightly and ranged from 21.5 to 22.1 hours
per application.

Another cited statistic indicates the OIG’s lack of
knowledge about patent processing. It lists differing figures
for the “grant” rate and “allowance” rate as if these have any
significant difference. The concept of “grant rate™ is not a

(continued on page 2)

Law School Program Reinstated, Dudas Announces at POPA Meeting
Director Answers Questions on Qutsourcing, Recertification

USPTO Director Jon Dudas on Dec. 9 announced the
reinstatement of the Non-Duty Hours Legal Studies Pro-
gram, which POPA and the USPTO agreed upon in 1998 and
which the USPTO unilaterally suspended in September 2002.

The law school program “will be reinstated,” Director
Dudas declared before a roomful of examiners, who
applauded the announcement at the POPA Annual Meeting.
While Director Dudas noted that the USPTO had halted the
program “to cut costs,” the program “attracts and retains
employees and it’s a wise use of resources,” he added.

Excited employees spread the news of the revitalized
program throughout the gratified patent corps.

Following the POPA meeting, the agency sent a memo to
managers announcing the program and requiring applications

for law school tuition
reimbursement for the
coming 2005 semester
to be submitted by Dec.
17. 1t didn’t specify
paperwork require-
ments and to whom to
submit the application.
A later undated memo

USPTO Director Jon Dudas (right)
answers audience questions with POPA
President Ronald Stern during the 2004  sent the week of Dec.
POPA Annual Meeting in December. 13 to managers for

chain-of-command distribution extended the deadline to Dec.
22 or two weeks prior to the end of the registration period,
(continued on page 4)






Examiner Production Goals

(continued from page 1)

meaningful term in the patent community; it would be
Greek to most patent professionals.

The OIG swallows whole the idea that technology has
reduced search time. The USPTO has never statistically
proven that overall search time is less given these
technologies versus the older search methods. In 1988, the
USPTO-commissioned Mitre Study 21 showed that
technology did not speed searching. No rigorous studies have
been done since.

In deciding that improved technologies resulted in
“efficiencies in work processes” that require the revamping
of production goals, the OIG gave no consideration to the
increased volume of patents and the world’s technical
literature that needs to be searched and its impact on search
times.

Even if technology eases some aspects of searching, the
search is just one small part of examination—the larger part,
an individual’s reading and understanding, hasn’t gotten any
casier and in fact likely has gotten harder with the increased
sophistication of technology, the increased number of claims,
and larger specifications. Computerized word processing
may have speeded the ability to use form paragraphs, but the
increased USPTO demand for detail and explanation for the
rationale to support rejections—demonstrated by the
increased average length of office actions—counteracts any
word processing gains.

The final example of dubious technological time savers
is the Image File Wrapper (IFW). While IFW may enable
the USPTO to save money by reducing its clerical staff, it
has shifted the workload to examiners and increased their
amount of work time needed per case.

When told that many examiners devote hours of
voluntary overtime to reach their production goals, the OIG
decided that if the agency didn’t measure voluntary
overtime, it must not exist. “PTO does not document
voluntary overtime because there are no sign-in/sign-out
requirements. Therefore, based on PTO statistics, most
examiners use less time per application than they are
allotted,” scoffed the OIG report.

Shortsighted Hindsight

In the course of evaluating prosecution complexity, the
OIG looked at the number of claims per case and concluded
that they haven’t risen significantly. The OIG used the
incorrect statistical baseline, but even using those incorrect
numbers the increase is significant. Because the OIG cited
that goals haven’t changed since 1976 in its rationale for
the need to change production goals, the proper baseline is
the number of claims in 1976. Its statistics go back to only
1998.

In January 2000, POPA published a study of the increase
in high-claim-count patent applications since 1976 up to
1998.

December 2004

- ianuary 2005

Percentage of Patents With at Least “X” Issued Claims

X=13 X=23 X=37
Year
1976 234 5.9 1.4
1987 32:3 9.0 23
1998 47.8 16.9 4.9

By indicating the increase in high-claim cases versus the
average number of claims, these figures show that the
overall time to review cases is higher.

The OIG states that the average number of claims filed
in 1998 was 18.4 and rose to 23.5 in 2002, a rise of “only
about one claim per year.” However, viewed as a percentage
increase in total average claims, the statistics look different.

Increase in Original Claims per Application per Year

Claims in Percent Cumulative

Filed Apps. Increase % Increase
1999 19.3 5% 5%
2000 20.5 6% 11%
2001 222 8% 21%
2002 23.5 6% 28%

Based on these OIG findings of an approximate
increase of 7 percent per year, examiners would gladly
accept this incremental increase in their time per case each
year.

The increase in total claims considered throughout the
prosecution of an application is the true measure for pro-
ductivity purposes. The USPTO and OIG can derive this fig-
ure easily by tracking fees paid for excess claims.

The OIG found that production award recipients
decreased from 72 percent in 1999 to 61 percent in 2003.
This would also indicate that the amount of work and com-
plexity has increased, forcing down that number.

Managers’ and Examiners’ Goals Should Differ

The OIG also found that examiner performance
appraisal plans (PAPs) “are not linked to supervisor and
PTO goals™ and recommends revising PAPs to connect
them. It specifically suggested setting PAPs to “better mea-
sure examiner success at processing applications within spec-
ified time periods.”

To link PAPs to the USPTO goal of reducing pendency
and to set time limits confuses enterprise goals with employ-
ee goals. Only management can control resources, such as
the number of people hired, and therefore only manage-
ment can control the fate of pendency. The amount of time
management allows per case has a minor impact on penden-
cy, but time is a major determinant of patent quality.

Incentives to work faster won't appreciably reduce the
current 40-month pendency in some technology centers. If
examiners could work a small percentage faster with incen-
tives, it would reduce pendency only marginally. It’s neces-

(continued on next page)
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sary to double the number of examiners to halve the pen-
dency, which is a valuable goal. Small reductions in penden-
cy are not that important to patent applicants as evidenced
by the sizable fees that they pay for extensions of time.

By recommending that the USPTO set work goals
“within specified time periods”—also known as date goals
—the OIG ignores the examiners’ long-standing require-
ment to handle cases in date order. The OIG also seems
unaware that management controls the size of an examiner’s
docket. If the OIG’s logic is that examiners with larger dock-
ets should be required (simply by virtue of their larger dock-
ets) to work faster to meet date goals, the consequences will
be that employees will be forced to take shortcuts that will
reduce examination quality.

Dangling a Carrot

The OIG report defined an important issue: Should pro-
duction awards be set at a level achievable by most employ-
ees or should they be always just out of employees’ reach?
The OIG didn’t hide its position that production goals now
“may be too easily obtainable.”

The OIG recommended revising production award cri-
teria because it found, “Production awards did not improve
production because production decreased from 113 percent
and has'remained at about 110 percent.”

To scientifically test if production awards improve per-
formance, one must hold all other factors constant to mea-
sure the impact of changes in production awards. This is the
approach taught to every school child testing a hypothesis
during a science fair project. However, the OIG got it back-
wards. Virtually the only factor that has remained constant is
production awards. If production awards did not change
over the years, then some other factors must have caused
the differences in actual production. Logic categorically
refutes the OIG’s conclusion.

The OIG statistics don’t show that awards were ineffec-
tive but do show an increase in prosecution complexity and
an increase in the other activities that require examiners to
spend more time per case.

Awards to Motivate All Employees

The OIG noted that while most examiners achieve at
110 percent, relatively few consistently achieve more. It con-
cluded, “An addition of one or two award levels between
110 percent and 120 percent might increase examiner pro-
duction.”

Review Time Sheets for Errors

The USPTO discovered errors on 650 examiners’
time and attendance sheets for pay period 22. Please
review your pay stub to assure that you were charged
correctly for leave and fully paid for overtime.

Indeed, a majority of examiners at the POPA Annual
Meeting in December raised their hands in support of set-
ting an award level at 115 percent of production. [Even
more indicated their approval for a new award level at 105
percent.]

The OIG concluded that very few employees receive
higher awards due to the lack of incentives. The awards pay
a S percent bonus to achieve 110 percent, but only 2 percent
more to reach 120 percent and an additional 2 percent to
reach 130 percent of production. For most employees, the
reward is not worth the sacrifice.

Setting production goals and awards at levels achievable
by the majority of examiners motivates them to work their
hardest. If only the top 20 percent of the patent corps can
reach the goal, the remaining 80 percent see the award as
out of reach. It acts as a disincentive, creating frustration and
low morale. The organization depends more for overall
success on the 80 percent majority than on its most
superlative achievers. It’s more critical to maintain the
motivation of the 80 percent than it is to motivate the top 20
percent. Employees who continue to achieve at the higher
levels stay motivated to keep that award.

USPTO Culture Sacrifices Quality

The USPTO culture has evolved since 1976 when the
production “stretch” goals were set. Now the agency expects
examiners to reach 110 percent of goal to achieve
supervisory approval. The significant number of examiners
who rate fully successful at 95 percent to 100 percent
understand that they are on the edge of being pushed out of
the agency. A “fully successful” rating isn’t fully successful
anymore.

The correlating factor to the production rate is quality.
Speeding up the rate of examiner production to achieve
goals will penalize patent quality.

To USPTO supervisors and managers, production is
supreme. They essentially demand that examiners cut the
corners from quality to produce more. If the USPTO
reduces an examiner’s time per case, employees will be
forced to meet production standards by looking the other
way on quality, as will their supervisors and managers.

Inaccurate Quality Measures

The OIG determined that the quality of patent
examination has improved based on several measures that
are not reliable indicators of quality, such as affirmance rates
and appeal rates. Affirmance rates and appeal rates depend
upon a complex set of factors and don’t directly determine
quality. In addition, the OIG completely ignored the wide
public criticism of patent quality that has been published in
recent years.

The OIG did review error rates, which are a true
measure of quality, but it relied on misleading numbers, The
OIG looked at error rates from allowance reviews while
excluding the higher error rates associated with in-process
reviews. The allowance reviews are not currently reliable

(continued on page 4)
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quality indicators because the USPTO halved the amount of
time per allowance review and changed the review
parameters in 2002. Comparing statistics prior to 2002 with
those after, based on a different review dynamic, is like
comparing apples to oranges. Using those figures to support
an increase in quality creates erroneous results.

Nonetheless, the OIG stated that the error rate fell from
arecent high of 6.6 percent in 2000 to 4.4 percent in 2003. It
didn’t include the 2004 error rate of 5.3 percent, indicating a
reverse of what it considered the USPTO’s quality
improvement trend.

Other problems with the OIG’s conclusion that patent
quality has improved: It counted as independent parameters
both examiner error rates and the number of applications
reopened, which the OIG didn’t realize is the same thing as
examiner error rates. It looked at the examiner allowance
rate and the examiner grant rate, which also are virtually the
same measure. It reviewed cases affirmed on appeal and
found that they've increased in the last five years, but if the
OIG had looked at affirmed cases in the 1970s it would have
found that approximately 70 percent were affirmed then,
down to 48 percent in 2003.

The USPTO had 60 days from the September
publication date of the OIG report to respond with a plan.
The OIG stated that the USPTO initially had agreed with its
findings, but the USPTO has not made public its required
action plan for remedying the situation. To view the OIG
report in its entirety, go to www.oig.doc.gov/oig/reports/2004/

Law School Progrﬂm (continued from page 1)

whichever is later, for courses starting after Dec. 8, 2004.

POPA is continuing its grievance seeking retroactive
reimbursement for examiners left holding the bill for law
school courses for which the USPTO had agreed to pay. The
grievance arbitration hearing has occurred. POPA will be
submitting post-arbitration briefs by Jan. 7.

No Examiner Favors Outsourcing

During the question-and-answer period following his
remarks, one examiner questioned why the USPTO is pursu-
ing search outsourcing when “no examiners favor it.”

“We are the experts in the art,” stated the examiner,
saying no one clse is better qualified to do a quality search.

Director Dudas responded that the agency proposed
outsourcing as “a balance between pressures from inside the
office and from outside.”

He said the USPTO will investigate “work sharing” with
the European Patent Office and will only consider search
outsourcing in some arts. “In some areas where we don’t
have backlogs, it won’t make sense” to outsource, he said,
citing the mechanical arts as an example.

Search outsourcing is not cost effective. Both the
searcher and examiner must spend time reading and under-
standing the invention, the claims and the references. Paying

Adttendees at the 2004 POPA Annual Meeting affirm their support
for improvements in production awards. USPTO Director Jon
Dudas and Deputy Director Steve Pinkos attended the meeting.

!

both for their time is wasteful and inefficient.

The economics of search outsourcing by the private
sector differ. Private sector patent attorneys earn
approximately $250 per hour or more; private sector patent
searchers earn about $50-$60 per hour. Using a searcher
saves high-priced patent attorneys money even if there’s
some duplication of work. But the USPTO would not save
money because it would pay searchers the same or more per
hour as it would examiners and it would duplicate service,
thereby paying for the same service twice.

Recertification is an “Insult,” Examiner Comments
One examiner told Director Dudas that completing,
even successlully, the recertification process and the second-

pair-of-eyes review was an “insult.”

“Why does the office assume that everyone else knows
more about my art than I do?” she asked.

“It’s not a question of confidence in examiners—you
are professionals,” Director Dudas responded. He cited
“subjective factors™ and “issues™ with some business methods
patents as the rationale for the scrutiny. When an examiner
noted, “We already have reexamination,” Dudas invited em-
ployees to contact USPTO management with their concerns.

“If how we initiate things is negative, let us know,” he
said. “If there’s a way to tweak it and improve it, let us
know.” Dudas encouraged employees to e-mail him directly
with their comments with a copy to John Doll, adding the
caveat, “Don’t expect that every idea will be followed.”

To help with follow-up on employee suggestions and
ensure fair treatment, employees should e-mail to POPA a
copy of their comments to USPTO management. *

POPA Recognizes Service

POPA presented its 2004 service awards at its annual
meeting on Dec. 9.

Lifetime Achievement Awards

Ed Miller has been the POPA
equal employment opportunity ex-
pert and has handled many em-
ployee grievances. He took some
tough cases before the Equal
Employment Opportunity Com-
mission and the Office of Special
Counsel.

(continued on next page)

Ed Miller (left) accepts
Lifetime Achievement
Award from POPA
President Ron Stern.
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Ray Johnson has been a staunch defender of employee
rights since the mid-1970s. He helped negotiate the POPA-
USPTO contract. He helped in many arbitrations, once
telling opposing counsel, “If you don’t want to be called a
liar, stop lying!”

Outstanding Service Award

Randy Myers gave countless
hours of meticulous effort as an
event planner and business mana-
ger, demonstrated compassion
and sensitivity as an employee
counselor, and provided com-
pelling advocacy on behalf of
patent professionals.

Randy Myers (left) was
honored for outstanding
service by POPA
President Ron Stern.

Distinguished Service Award
David Robertson devoted countless
hours to representing his fellow
employees in arbitrations. In one
instance he was virtually in two
places at the same time, acting as
counsel in two arbitrations in the
same day.

POPA YVice President
Larry Oresky (left) con-
gratulates Distinguished
Service Award winner
David Robertson.

Grievance Director's Award

Bill Luther is the POPA Freedom of Information Act
expert and also represents employees at arbitrations. In one
instance, Bill assumed responsibility at a hearing on a
moment’s notice, and did POPA proud.

Volunteer Service Awards
Margaret Wambach ably
represented the concerns of
disabled employees in issues
regarding safety, dignity and

common sense.

Margaret Wambach
accepts Volunteer Service
Award.

Maria Fernandez and
Robert Ramsuer served as
Election Committee co-chairs.
POPA also recognized the
contributions of those who
served on the 2004 Election
Committee: Nahid Amiri, Steve
Gravini, Allen Heinz, Celia Murphy, Mark Osele, James
Peikari, Ruth Smith, and Ed Tso.

Robert Ramsuer (left)
receives Volunteer Service
Award from POPA
President Ron Stern.
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2005 POPA Executive Commitiee

President Ronald J. Stern
Vice Pres. Larry I. Oresky
Secy. Howard J. Locker
Asst. Secy. Pamela Schwartz
Treasurer Randy Myers

Chemical Area Delegates
Robert D. Budens

Dell Chism

Dr. Kathleen Duda

Dr. Patricia Duffy
Jennifer Graser
Adrienne Johnstone
Geraldine Letscher
Frank Prats

Dr. Larry Tarazano

Electrical Area Delegates
David Blum

Sheila Clark

Albert Gagliardi
Raquel Gordon
Kim Lockett

Gene Munson
David L. Robertson
Michael Shingleton
Scott J. Sugarman
Mark Tremblay
Margaret Wambach
Julie Anne Watko
Howard Weiss

Mechanical Area Delegates
Geoffrey Akers

Philippe Derakshani

David Isabella

Vinh Luong

David Reip

Michelle Thomson
Kimberly Wood

Designs and Others
Melanie H. Tung

Caron D. Veynar

Union Office

Telephone

571-272-2322
703-308-2581
571-272-0980
571-272-1528
703-305-4734

571-272-0897
571-272-0962
571-272-1383
571-272-0855
571-272-0858
571-272-1218
571-272-1334
571-272-0921
571-272-1515

571-272-1687
571-272-1725
S71-272-2436
571-272-2145
571-272-2067
571-272-1659
571-272-4186
571-272-1770
571-272-2340
571-272-2408
571-272-1756
703-305-7742
571-272-1720

703-306-5844
571-272-4925
571-272-4749
703-308-3221
571-272-4702
703-306-4176
703-308-0539

571-272-2613
571-272-2646

703-305-3000
571-272-2690

Art

Unit
2872
3652
1661
1774
2644

1648
1654
1756
1645
1645
1733
1752
1651
1773

2813
2815
2878
2853
2837
2811
2186
2817
2873
2876
2816
2653
2814

3625
3754
3738
3682
3731
3641
3632

2911
2913

Office
JEF-3A25
PK5-5B23
REM-2C81
REM-10C75
PK2-6D12

REM-3A35
REM-3C11
REM-9A65
REM-3B05
REM-3B09
REM-7B19
REM-9D55
REM-3A41
REM-6A69

JEF-7C19
JEF-6D65
JEF-5C83
JEF-9D25
JEF-10C73
JEF-7TAS51
RND-2A75
JEF-5D19
JEF-3D11
JEF-4A31
JEF-4D11
PK2-4R13
JEF-5A15

PKS-TA1S
RND-10D65
RND-6D15
PK5-6D32
RND-6B8I
PK5-3Y09
PK5-6A33

REM-5B87

REM-5A25

CP1-509A
REM-2A48
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Final 2005 Budget Mandates
Hiring More Examiners

Congress acknowledged that the USPTO needs more
patent examiners to reduce pendency by establishing in the
2005 budget a minimum number of examiners that the agency
must hire, an action unprecedented regarding the USPTO.

The 2005 Consolidated Appropriations Act (H.R. 4818)
provided in its USPTO appropriation that “not less than 5,057
full-time equivalents, 5,139 positions, and $759,021,000 shall
be for the examination and searching of patent applications.”

The overall 2005 USPTO budget increased by $302 mil-
lion, approximately 25 percent over 2004, and includes no
major capital investments in new technology systems. This, in
addition to the specified minimum number of examiners,
indicates that Congress recognizes that the only way to
increase application throughput is to increase the patent
examination corps. The growth in the amount and complexi-
ty of prior art, the number of applications and claims within
each application—and the knowledge that the available
technologies have already reached their productivity
peaks—encouraged lawmakers to require the hiring of more
skilled examiners to speed the process.

Concurrently, Congress designated a maximum number
of hires for the USPTO Office of the General Counsel, giv-
ing that office not more than 244 full-time equivalents, 251
positions, and $31,906,000.

Outsourcing with Protections

While the bill authorizes a pilot program to outsource
patent searches, amendments offered by Reps. Howard
Berman (D-Calif.) and Lamar Smith (R-Texas) should pro-
tect search integrity. The amendments stipulate that:

B Employees contracted to search must be U.S. citizens.

B Searches regarding topics of national security may not be
outsourced.

B Contracted searchers and search firms may not have
direct or indirect financial interests in any patents or
patent applications.

H The pilot may last 18 months, after which the Public
Patent Advisory Committee evaluates and measures out-
sourcing’s effects on patentability determinations, produc-
tivity, USPTO costs and applicants’ costs.

B The USPTO must wait up to one year after the pilot for
Congress to decide whether the agency should stop or
continue outsourcing searches. If Congress fails to act, the
USPTO may proceed with outsourcing.

A proper evaluation of search outsourcing after the
pilot should show that separating the patent search from
examination would duplicate services, ultimately costing the
government more money that would be better spent on
examination.

Fee Increases plus No End to Fee Diversion
Despite nearly unanimous lobbying by the patent com-

munity to end the diversion of patent fee revenue to the
general U.S. Treasury, Congress did not stop the practice, sig-
nifying congressional intent to maintain oversight control of
USPTO appropriations. In addition, Congress passed hefty
patent fee increases, which many patentees were willing to
accept in exchange for no fee diversion. The quid pro quo
was a no-go.

The increases include:

B Fees for independent claims in excess of three rise from
$88 to $200 per claim.

B Fees for total claims in excess of 20 rise from $18 to $50
per claim.

W Fees for the specification will be $250 for each batch of
up to 50 pages over 100. (For example, 102 pages will now
cost applicants an extra $250, and 152 pages will cost an
extra $500.)

With these fee increases Congress recognizes that the
expansion in application size and complexity requires more
work by examiners and a greater cost that must be borne by
applicants. Because applicants are paying for the extra time,
examiners should get the extra time to do the work so that
the USPTO’s customers actually get what they pay for.

The appropriations legislation requires the USPTO to
assume new financial responsibilities, including paying the
Office of Personnel Management for part of the funding for
current USPTO retirees. The USPTO is the first and only
appropriated-fund agency to pay this fee, which takes need-
ed funds away from the USPTO.™
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