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USPTO Dedares War on Employee Professionalism and
Patent System Integrity

In an aggressive action, the USPTO demanded that
POPA negotiate its term contract and submitted to the union
contract proposals that slap down the professionalism of
patent examiners, cut employee monetary awards and bene-
fits, and endanger the integrity of the patent system.

The USPTO on March 3 presented POPA with proposals
for a new collective bargaining agreement, despite an arbitra-
tor’s 2004 order of a bargaining hiatus. The agency proposed
contract terms that severely devalue patent examination,
including an awards-pay cut, the abolishment of credit hours,
and a quality award system for only the favored few.

While boosting fees to the patent-user community, the
USPTO hopes to slash examiner award pay and workplace
benefits. If it succeeds, the agency’s next step likely could be
upping the already-high examiner work goals. The USPTO
proposals undervalue the examiners’ job, reduce quality by
increasing speed-at-all-costs, and impede the government’s
ability to attract top-notch recruits to the USPTO ranks.

Same Work + Less Pay = Pay Cut

USPTO Director Jon Dudas in his March 7
USPTO Weekly message to employees stated, “1
asked that this [contract] proposal be drafted in a
way that improves the patent process and
demonstrates the value of your professional con-
tributions.” Yet the USPTO’s proposals prove
this statement false and insincere.

The USPTO proposals attack employee
take-home pay by chopping production awards.
The majority of examiners now earn a 5 percent
award for 110 percent production for 1,400 hours
of examining and examining-related work. For
the same percent achievement of goal within the
same time period, the USPTO’s contract propos-
als would cut award pay to 2.6 percent of salary.
To earn a 5 percent award, employees would
have to work at 120 percent of goal for 1,600
hours.

Director Dudas boasted in his message
about “a new awards structure that provides
opportunity for patent examiners to earn in
excess of 16 percent of their annual salary in
bonuses.” He neglected to mention that this was
for producing 140 percent of goal for 1,600 hours
of examining and examining related time to earn
a 13 percent production award, plus either work-
ing an almost impossible 600 additional hours

training others or being lucky enough to get a 3 percent qual-
ity award.

The training function currently is an examining-related
activity that’s included in the production award formula, but
under the new proposal the USPTO would separate those
hours and not count them toward the production award. If a
supervisor doesn’t assign an employee the training time, the
employee cannot earn the full award. To earn the 3 percent
award an employee would need to conduct substantial train-
ing equaling close to a third of all of his or her available work
time, which almost no employee currently does—most prima-
ry examiners who train do so for only 10-12 hours per pay
period, which would not qualify under the proposed stan-
dards for even a minimum award. Supervisors try to minimize
training time allotted to examiners to maximize art unit pro-
duction time.

The USPTO would allow only examiners who are GS-12
and above for the full fiscal year to qualify for a quality
award. Therefore, the year in which an examiner is promoted

(continued on page 2)
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to GS-12 would not count. To apply this in practice, only ex-
aminers at GS-13 and above would qualify for quality
awards. The current system allows up to a 1 percent award
for commendable quality to junior examiners. The USPTO

ers to zero.

illusory.
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is proposing to reduce quality incentives for junior examin-

The USPTO recently enacted a peer review practice
that will make its proposed quality awards even more

(continued on next page)

Equitable Treatment

® Eliminates current contractual obligation
that “employees will be treated equitably
and fairly by management.”

Physical Facilities

B No guaranteed private office for anyone.
B No guarantee that your “office” will have
full height walls or a door. Cubicles and
bullpens would comply.

Work Schedules

® Abolishes nine and 10 hour compressed
work schedules, thereby eliminating nine
and 10 hour holiday pay.

M If automated systems fail to function
properly, requires participants to leave
work without administrative leave at the
later of: after systems are down for an hour
or participants run out of work that does
not require automation.

M Limits hours of Increased Flex Program
(IFP).

B Requires employees to submit IFP sched-
ule prior to the beginning of each biweek.
B Increases core hours.

B Permits midday flex only with a detailed
written request and advance supervisory
approval.

Overtime
M Allows managers to require employees to
work mandatory overtime.

Annvual Leave

B Requires leave requests at least three
days in advance.

B Allows managers to cancel annual leave
approvals without showing cause.

Sick Leave
B Requires medical certification after a
three-day absence.

Compensatory Time

W Limits to 120 hours yearly (currently 480
hours).

H Full-time employees only.

| Disqualifies employees who have
received proposed disciplinary or adverse
actions.

H Limits maternity/paternity compensatory
time to 80 hours per year (currently unlim-
ited).

W For religious compensatory time, requires
written explanation of religious belief that
necessitates absence from work.

Significant USPTO Contract Proposals

Maternity /Paternity Leave

® Allows only for non-probationary
employees.

W Operational needs of the agency would
determine length of leave.

Part Time

B No longer guarantees slots to employees
with preschool-age children

M Requires fully-successful rating for
employees to participate in childcare/elder-
care component.

m Cuts retention slots from 20 to 15.

B Requires retention participants to be at
least GS-13 rather than current GS -11.

Credit Hours
B Abolishes credit hours.

Performance

W Abolishes oral warnings - performance-
based actions would begin at written warn-
ing stage. Places employees only one step
away from removal instead of two.

M Allows almost no employee defense
against allegations of error.

Performance Awards

M Enables agency to change/abolish all
awards virtually at will at the end of each
fiscal quarter.

W Abolishes existing Gainsharing and
Special Achievement Awards (SAAs).

W Employees currently earning 5 percent
award for 110 percent production would
earn up to 3 percent.

M To earn a 5 percent yearly production
award would require 120 percent produc-
tion.

W Requires zero errors for Quality Award.
W Quality Award only available to examin-
ers GS-12 or above for the full fiscal year,
W Gives production and training awards on
a two-quarter basis (currently quarterly).
H Requires for full award an increase from
1,400 to 1,600 hours.

Training

M Funds non-duty technical and legal train-
ing at agency’s complete discretion.

W Requires three years at USPTO to partic-
ipate in legal studies program (increased
from current two years).

M Requires two years of continued service
after training to participate in legal studies
program, no matter if one credit or 88 cred-
its taken.

M Eliminates paid time for reading techni-
cal and legal literature.

B Requires that learning the legal aspects
of the job will be done on own time or at

lunchtime courses.

W Eliminates paid training time under the
16/40 program.

Outsourcing

B Allows no recourse for employees when
parts of employees’ responsibilities are out-
sourced. Agency is planning to outsource
classification and search functions.

Promotion and Details

B No longer enables examiners to move up
through the GS scale even though they
meet all of the objective requirements for
promotions.

B Promotion requires recommendation of
immediate supervisor.

B No guarantee of openness in the selection
process for details or promotions.

Grievances

No longer grievable:

B EEO matters

B Within-grade increases

B Removals

B Demotions

M Suspensions greater than 14 days
B Whistleblowing

B Reduction in force

B Written warnings for performance
W Denials of signatory authority

Grievance Procedure

W Severely cuts time for grievant’s prepara-
ton.

B Reduces time for filing grievance from 20
to 14 days.

B Gives agency no obligation to respond to
points raised by grievant or provide any
pertinent information.

B Gives grievant no right to interview
adverse witnesses before responding to a
proposed action.

H No longer requires agency to have “just
and sufficient cause” for taking a discipli-
nary or adverse action.

Union Activities

M Dramatically limits union’s ability to rep-
resent employees.

® Cuts union time by more than half.

B No longer guarantees employee anony-
mity when seeking union representation.
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With peer review—added to the already existing quality
review methods—employees will be more vulnerable to
being charged with an error, which disqualifies them for any
quality award. Supervisors will have the full power to decide
if a peer-found error is actually an error and if it will count
as an error against an examiner, and supervisors’ decisions
cannot be challenged by employees. The system has the
built-in potential for favoritism and abuse.

The USPTO’s proposed quality award structure would
also absolve supervisors/managers from any obligation to
give any written explanation if they deny a quality award.
They would be able to withhold a quality award for any
reason without rationale. Therefore an employee could have
absolutely no errors, be rated outstanding, and could still be
denied an award without explanation.

This 16 percent earning “opportunity” claimed by
Director Dudas would therefore be available only to the
agency'’s chosen favorites, if at all. As detailed in earlier
POPA News articles, the USPTO’s recent quality initiatives
already are full of subjective determinations that can derail
any employee. An outstanding rating wouldn’t be enough;
zero errors wouldn’t be enough; the employee must stay on
his or her supervisor’s good side to receive a quality award.

Discouraging Quality, Encouraging Speed

If quality awards are blocked for junior examiners and
are made impossibly difficult for primary examiners, the
only way examiners can receive an award is through even
higher speed.

The USPTO’s proposals reward employees for spending
the least amount of time per case. The USPTO’s suggested
production goal awards would offer significantly higher
percentage payouts for a large quantity of work at minimally
satisfactory quality. The USPTO scheme is to offer financial
inducements to examiners to cut as many corners on quality
as possible to produce, produce, produce.

This emphasis on speed over thorough examination
runs counter to the intent of Congress, which supported
increased fees for increased service. Congress listened to
representatives of the patent community who said they'd
willingly pay greater fees for excess claims in return for
faster service that would not sacrifice quality. These
proposals harm the integrity of the patent system.

lllusory Hoteling Guarantees

While the USPTO’s one-day-per-week Patents Telework
Program has a waiting list of over 80 applicants due to the
USPTO’s limits on senior employee participation, the
agency is proposing a voluntary “hoteling” program, in
which employees give up their workstation for “hotel work
space” that is available for short periods of on-site use
through a reservation system.

The hoteling proposal would save the agency office
space and may sound like a good telework opportunity. But
the agency-proposed hoteling arrangement would come with

no promise that it would actually be implemented, and
would give the USPTO jurisdiction to determine who and
how many may participate. The agency would require
employees to bear the financial burden of providing a
broadband Internet cable connection and would reserve the
right to require employees to foot the bill for hardware and
(continued on page 4)

Like Something Out of “Dilbert”

Employees Respond to Agency Contract Proposals

Since the USPTO announced its contract proposals in
early March, POPA has received more than 70 letters
detailing employees’ concerns. Here are excerpts from just
a few:

The [USPTO] proposals look like something out of a
Dilbert cartoon. They really don’t have any respect for us,
do they?

The requirements for quality awards are so steep
that they would be almost impossible to achieve. The
zero error requirement alone would be an easy way to
deny an award: patent examination is a very
individualistic procedure, and two examiners’ opinions
could easily vary as to whether there was an error or not.
Since the new quality review procedures were instituted,
the error rate has gone up - if you are paying people to
find errors, they will find them. Whether it truly is a
legitimate error is another matter entirely!

The requirements to get approval in advance of
flextime hours, to fill out a form for sick leave, and to
require a doctor’s certificate after three days simply drip
with contempt for us. Also, since they can abolish or deny
the flextime program at any time, they probably will.

# ok ok ok

Dear Mr. Dudas:

I have been at the PTO over 13 years. [Recently] I
became a part-timer, working 80 percent time. I do this
because I have a child with special needs. Since I went
part time, my production has increased over 20 percent,
and my use of sick days has decreased. I have also been
able to adapt my schedule to allow me to continue
mentoring six examiners and to teach [examining] classes.

According to the proposal, credit hours would be
eliminated, and comp time would not be available to
part-timers. [Those flexibilities have] saved me having to
use over 30 hours of sick leave in the past year to take
care of my children.

The [USPTO] proposal as it stands would force me
to work less than I can at present, lowering the [number]
of cases I could act on in a year.

Rather than eliminating comp and credit time for
part-timers, it would be beneficial to increase [them],
including the ability to work such on weekends... .

(more letters on page 4)
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USPTO Declares War (continued from page 3)

software that the agency determines is needed. The agency
also puts the burden on employees for any slow Internet
connection response time or disruption in service. Once
employees give up their offices at the USPTO, if they leave
the hoteling program, the agency gives no assurance that
they will regain any office space.

The USPTO argued before the Federal Service
Impasses Panel that it had to limit its current telework pro-
gram to ensure an adequate number of on-site senior
employees to assist in training and answering questions. As

Letters to POPA

(continued from page 3)

In the last few years we examiners have had to
absorb so many changes. Just when you thought that you
could come up for a little air, management clamps down
some more restrictions called “proposals.”

Who could guess that this is the same office that will
grapple with a backlog of about 500,000 cases by year’s
end? No employer can get work done in any office by
scrutinizing workers right down to the dress code, micro-
managing even their leave that they are lawfully due, and
implementing more rules that take the wind out of them.

On the one hand, we purportedly have a quality
issue, so much so that allowance rates are low, production
numbers cannot be met, and every final action has to be
thrashed over. We do more now than ever before. We
print out our own references, take care of the draftsman’s
job, attend to classification problems...the list is endless.
We have managed to absorb all this besides attempting
to write near-perfect final actions...all on our OWN
TIME, in the same production requirements that were
stipulated 30-40 years ago.

And all they can come up with is how to make the
already demoralized examiner more miserable? I would
have liked to see at least an hour allotted to us to write
final actions, especially when attorneys have the liberty to
amend claims beyond recognition.

No amount of dangling money before us is going to
help the overworked examiner this time. In the end, it is
not about money. It is about time.

LI I

This [quality] award isn’t dependent on how well 1
do my job, but how much effort my supervisor wants to
spend reviewing my cases. With all my cases being
reviewed, one alleged error will eliminate any chance of
an award. You can’t even really control the outcome
since it depends on the opinion of another.

What I am sure of is that we really are not white-
collar professionals, but well-paid factory workers—as if
patent examining is as simple and mindless as screwing
two parts together. Management’s proposal only confirms
that. (more letters on page 5)

recently as January 2005 the USPTO refused to raise the
telework limit claiming that “coverage” was still an issue. In
addition to “coverage” as an excuse to limit telework, the
agency’s proposals include “coverage” as a valid basis to
deny leave requests.

As long as the agency is using “coverage” to deny one
day per week of telework and leave use, a hoteling arrange-
ment is inappropriate because it provides a benefit to a few
at the expense of all others. Employees should not be denied
use of their leave and the right to telework a day per week
so that a few others may be away from the office most of the
time.

Punitive Negotiations Demands

By claiming a power to negotiate, the USPTO is ignor-
ing its own appeal of an arbitrator’s February 2004 decision.
Arbitrator John C.Truesdale ruled that the USPTO-POPA
contract was to stand for another year without additional
bargaining. When the USPTO appealed that decision, the
arbitrator’s ruling was placed on hold pending a ruling by
the Federal Labor Relations Authority (FLRA), which has
not yet occurred. If the FLRA supports the arbitrator’s rul-
ing, as POPA anticipates, the earliest that the agency can
demand to negotiate a new contract is one year from the
FLRA decision. Until then, the current contract and
employee workplace procedures stand. The USPTO filed
the appeal, but is trying to wriggle away from the conse-
quences of its action.

While Director Dudas in his March 7 message said,
“These proposals are not set in stone; they are the subjects
of negotiation,” such extreme and punitive negotiating posi-
tions at the outset make reaching an amicable compromise
very difficult, if not impossible. Director Dudas continued in
his message, “We hope to expeditiously reach agreement
with POPA,” knowing full well that if the USPTO chooses
not to reach agreement, the Federal Seyvice Impasses Panel
is stacked in his favor, having overwhelmingly decided cases
in federal management’s favor on every significant issue.

USPTO to Repel the “Best and Brightest”

At a time when the Office of Personnel Management
(OPM) and federal management think tanks are talking
about how to make the federal government an “employer of
choice,” the USPTO is moving in the opposite direction by
proposing oppressive workplace standards.

For example, when the USPTO’s computerized exami-
nation tools fail to function, the agency’s proposals would
require all of the employee users to go home without pay
after the systems are down for an hour or participants run
out of work that does not require the computerized tools.
This literally forces employees to pay for the agency’s man-
agement failures and transfers the cost of doing business to
the employees.

At a time when the Bush administration is encouraging
agencies to pay off employees’ student loans and to pay for
training, the USPTO proposals head in the opposite

(continued on page 5)
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direction, forcing employees to train themselves and do it on
their own time. The agency-required certification testing
compels employees to study on their own or risk failure.
(And no, the USPTO does not pay even a portion of its
employees’ student loans, nor does it propose to.)

Many private and public employers now offer generous
part-time work accommodations to employees who are par-
ents of preschool children. Not the USPTO. It is proposing
to take away some of the current part-time positions avail-
able to parents of young children.

[f the USPTO makes these new workplace proposals a
reality, it will surely earn itself a top spot on the list of the
ten worst places to work in the U.S. government.

USPTO: An Agency Out of Step

Leaders inside and outside of government have moved
toward creating a federal workplace that is attractive and
respectful of employees’ talents and professionalism. With
these contract proposals, the USPTO demonstrates how far
out of step it is with the mainstream.

“If people are government’s greatest asset, then govern-
ment leaders need to make them a strategic priority,” stated
Marcia Marsh, vice president for agency partnerships at the
Partnership for Public Service, at a congressional hearing
last year.

Also in a speech last year, OPM Acting Director Dan
Blair (then the OPM deputy director) told federal human
resources professionals, “You have the authority and the
flexibility to bring to federal service the best and brightest
America has to offer. Now, you must have the desire and
dedication to get that job done.”

The USPTO’s contract proposals clearly fail to fulfill
that mission.

Leave Donation for Newhorns’
lliness

On Jan. 18, healthy twin sons were born to Bethany and
Shane Bergin, both examiners in workgroup 3640. Eight
days later, both boys were rushed to the emergency room
and have been in the pediatric ICU ever since. The exact
cause of the illness has yet to be diagnosed; however, the
effects of the illness are profound. While both boys have
come off life support, they have suffered significant brain
damage.

Bethany and Shane have exhausted both their annual
and sick leave during these past weeks. Because doctors
can’t ascertain the lasting effects of this illness, no one knows
the extent of time the parents will need to remain away
from work to care for the boys.

The Bergins would appreciate your generosity in
donating any annual leave to help them through this most
difficult time. If you have any questions regarding the
current condition of the boys, their parents or leave
donation, please contact Kim Smith at 703-308-8515.

More Letters to POPA

(continued from page 4)

Dear Mr. Dudas,

The TC2800 meeting held Dec. 1, 2004, was very
encouraging. You actually listened to examiner concerns!
To me, it seemed like the office was finally going to move
ahead in making positive changes to the patent process,
to improve the quality and efficiency of patent examining
functions.

However, when I reviewed an official copy of the
[USPTO] proposal I was outraged and completely
saddened.

Management’s proposal is a regression to the
draconian times of the early "90s! Everything that imp-
roves our morale and fosters our creativity is now at risk!

So why is management backtracking on the former
agreements that have made the USPTO a fabulous place
to work? The current proposal should focus on
improving the patent process instead of inhibiting our
lives.

* ok % %

I cannot enough express how disturbing the current
proposal is. And for the record, my hallway has been
aflame with disgruntled discussions regarding the
proposal. I hope everyone will effectively speak up
because we need our rights protected!

As a primary examiner who has a child in preschool
and [is in the military reserves], such proposals will make
the patent office a difficult place to work.

Some of the [USPTO proposals] are not clearly
defined and give the agency room to change as they see
fit; and others come just short of violating our civil rights
and privacy. Does the agency realize that many of us,
including myself, already work many voluntary overtime
hours in order to meet production goals and the bonus?
Cut the bonus and the sacrifices we make right now will
not be worth a penny. If this is what would happen I can
see myself doing the bare minimum just to make it. The
agency can definitely lose on this more than gain, since
many examiners will not make it.

* ok ok ®

I don’t understand how limiting employees’
flexibility helps employees or the office. If there is a
backlog of cases and employees move them, why does it
matter if someone works on Saturday, Sunday, early in
the morning or later in the evening to do it? Additionally,
there are so many benefits with respect to flexibility in
terms of dealing with metro area traffic, weather, etc. The
whole community benefits from flexibility.
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Arbitrator Rules No Retrouctive
Law School Reimbursement

An arbitrator gave the USPTO total control over
whether or not to fund the Non-duty Hours Legal Studies
Program, virtually negating an entire section of an agree-
ment negotiated and signed by the agency and POPA in
December 1998. The decision denies retroactive reimburse-
ment to employees who’d been forced to pay full tuition
when the USPTO abruptly shut down the program in fall
2002.

Arbitrator Garvin Lee Oliver misunderstood the case,
believing that the union’s testimony and the agency’s testi-
mony conflicted during the hearing, when in fact there was
no conflict. Oliver ultimately decided that POPA had agreed
to a provision that offered much less than what the head of
the agency was willing to give.

POPA’s Intent Negated

During the hearing, the USPTO official, John Love, tes-
tified that the agency should yearly decide and control law
school funding, and stated that he told the union as much.
Arbitrator Oliver recognized that POPA had sent an e-mail
to the USPTO that objected to the wording of the USPTO’s
proposal. The first language proposed by USPTO would
have given the agency full authority to unilaterally decide
the fate of the program each year. POPA’s counter proposal
clearly changed the meaning and checked the agency’s
authority. The USPTO didn’t change the POPA language,
tacitly agreeing to its meaning, which POPA detailed in the
e-mail, and the agency signed the document. The final clause
reads:

Management may reduce, suspend, or terminate
funding for this program when such an action is neces-
sary for the proper functioning of the Agency. In mak-
ing this determination, management will consider simi-
lar cutbacks in other non-duty training programs in an
effort to equitably distribute reductions among all
employees. Such ‘determination will take into account
the nature and purpose of the training and the adverse
affect on the employees and the Agency.

The second phrase of the first sentence places a condi-
tion upon the agency that the ability to “reduce, suspend or
terminate” the program be subject to proof in any enforce-
ment proceeding. The USPTO agreed to this wording as
explained in POPA’s e-mail. The USPTO never testified that
subsequently it protested the meaning of the e-mail, but
Arbitrator Oliver apparently thought that the agency had,
which was a mistake. He thought that the USPTO claimed
no difference in the meanings of the original and the
amended clauses and that POPA agreed. Oliver then credit-
ed the USPTO’s non-existent claim.

POPA testified during the arbitration that prior to the
union-agency negotiations, the union had met with then-
Director Q. Todd Dickinson, who agreed that continued
funding was critical to the running of the law school pro-

gram. Dickinson and POPA agreed to create a standard by
which the USPTO would decide to cease funding only under
serious circumstances. Oliver assumed otherwise, that POPA
had agreed to an interpretation that was less than the head
of the agency was willing to give. This arbitrator’s mistake in
the findings of fact is not appealable.

Oliver did note that POPA’s intent was to safeguard the
program from arbitrary cuts by the agency. “It is apparent
from the bargaining history that the Union sought an agree-
ment [that] would prevent the Agency from acting arbitrari-
ly or cutting funding on a whim,” he wrote in his decision.
“The Union noted that the agreed standard would be an
‘objective’ standard by which an arbitrator can judge man-
agement’s actions...”

Current Law School Program Unaffected

USPTO Director Jon Dudas reinstated the legal studies
program in December 2004. This arbitrator’s decision does
not affect its continuation. It does mean that the agency can
cancel it at any time, and employees literally banking on the
reimbursement need to consider alternate funding sources if
the USPTO does so. %

2004 POPA Treasurer’s Report

The following report includes 2004 income to the
Association and 2004 expenditures of the Association.

POPA 2004 Income

Dues thru 12/31 $195,825.00
Interest thru 12/31 $ 220382
Total Income $198,028.82
POPA 2004 Expenditures

2004 Actual 2004 Budget
Litigation & Lobbying $153,642.97 $120,000.00
Newsletter $ 28,549.16 $ 30,000.00
National Activities $ 8,264 .00 $ 11,000.00
Legal Info. Resources § 11,270.65 $ 8,000.00
Elections* $ 324784 $  6,000.00
Administrative $ 10,527.04 § 11,500.00
Membership Services $ 9,065.75 $ 12,000.00
Membership Meetings $ 1,080.79 $  5,000.00
Capital Expenditures $ 5469.58 $  6,000.00
Total Expenditures $230,888.78 $209,500.00

Net to Reserve ($ 32,859.96)

* Election budget revised at 9-9-2004 Executive Committee
meeting to fund two voting locations.

Notes

National Activities: Membership dues and conference fees for
national organizations such as Public Employees Roundtable, Fund to
Insure an Independent Retirement and Society of Federal and
Employee Labor Relations Professionals.

Administrative: Includes expenses for accounting, secretarial,
postage, office supplies and equipment, insurance, software, service
charges and miscellaneous.

Membership Services: Membership incentives, including purchase
of Federal Personnel Guide for current and new members and
participation in Community Day.
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POPA Proposes USPTO
Workplace Solutions

Well before the agency presented its recent contract
proposals, POPA outlined some of its concerns about the
agency and suggested solutions to USPTO Director Jon
Dudas after he invited the association’s input during a meet-
ing last year. POPA’s suggestions included:

B More time for examiners to do their job. The USPTO-POPA
Millennium Agreement, Subsection I, requires the agency
and the union jointly to develop a proposal to Congress to
benefit patent quality by increasing funding, most of which
shall be used for increasing time for examination. Such a joint
initiative can only benefit the USPTO and its employees.

M Improve the labor-management relationship. A key com-
ponent in any good relationship is open communication. A
vital part of the USPTO-POPA relationship for nearly 20
years had been a labor-management committee composed
of POPA representatives, non-union employees, and top
Patent management. In recent years USPTO officials have
refused to schedule any meetings of this committee. This
group had been considered a useful conduit, bringing the
concerns and frustrations of ordinary employees to the
attention of top agency management. Most of the items dis-
cussed were the smaller impediments to getting work done,
such as insufficient supplies or a lack of coordination be-
tween administrative operations and examining operations.

Renewing these committee meetings can only improve
USPTO labor-management relations.

B Work together to reduce errors and improve quality. No
one likes to make mistakes, but if examiners do, the agency
needs to inform them as soon as the errors are found to pre-
vent future ones. The USPTO must clarify its changing stan-
dards so that employees can conform to the agency’s new
expectations.

Conversely, no one likes to be accused of a mistake
falsely. When employees have been, they have discovered no
established procedures for contesting an error. They must
use their own time to review the allegations and present a
defense. Approximately 20 percent of the alleged errors are
improper allegations and the USPTO reversed them. The
USPTO needs a procedure to allow employees to defend
themselves against allegations of error.

Employees also resent that they receive an unsatisfacto-
ry rating when they have a 7 percent error rate while man-
agement reviewers may be considered fully successful with a
20 percent reversal rate.

K Involve employees in automated tools development. The
USPTO-POPA Millennium Agreement established mecha-
nisms for early employee involvement in the design of auto-
mated systems. The agency has never honored this agree-
ment, shutting out union input.

Gaining employee feedback early makes business and
sconomic sense. By informing the Office of Search and In-
formation Resources Administration of day-to-day employ-
ee needs, the computer experts can respond more accurately
and productively, preventing the problems before they occur.

B Expand GS-15 Promotions Opportunities. In the early
1990s, the USPTO employed about 125 GS-15 nonsuper-
visory examiners in the approximately 1,800-examiner
patent corps, equaling about 7 percent. In today’s almost
4,000-examiner patent corps, 7 percent would represent
approximately 280 employees, yet the patent corps has only
about 100 GS-15s, or 2.5 percent.

Some agency officials believe a policy deliberately
restricting access to GS-15 positions is necessary to enhance
the desirability of supervisory jobs. However, management
positions attract people-oriented individuals while the GS-
15 examiner job interests those who prefer the independent,
technical nature of examination.

GS-15 positions provide a reward, and thus an incentive,
for employees to do high-quality work and act as resources
for other examiners. The policy of making GS-15 non-supervi-
sory positions so difficult to get has effectively removed them
as incentives, encouraging employees who reach the top of
their GS-14 ladders to leave government. (Many of these top
employees likely would jump the government ship for high-
er pay if outsourced searches were to become permanent.)
The policy also discourages other employees; they look ahead,
see their limited future at the USPTO and therefore leave.
B Create a procedure for employee transfers. The USPTO
has neither a procedure nor clear-cut criteria for transferring
an employee from one supervisor or technology area to
another. The current system lacks uniformity and fairness in
determining who is allowed or encouraged to transfer.

The USPTO’s policy is to refuse to transfer employees
who have performance issues and oblige the current supervi-
sors to document poor performance. The organization needs
to establish criteria to measure the cost of forcing out an ex-
aminer and the resultant cost of recruiting and training a new
employee, and compare this to the cost of transferring the
examiner to a more appropriate art unit or supervisor. The
USPTO now is forcing bright, capable employees who are
valuable agency resources to choose between remaining in
an undesirable situation and seeking employment elsewhere.

The agency has a substantial history of individual
employees excelling after being allowed to transfer out of a

(continued on next page)

Taken for a Ride

The City of Alexandria recently kicked off its free
DASH About Lunch Shuttle Bus service in Old Town. The
lunch shuttle will provide all lunchtime passengers free
travel every ten minutes from the Alexandria Patent and
Trademark Office to Old Town and back. The service runs
from 11:30 a.m. to 2 p.m. on weekdays.

Alexandria sees this service as a way to boost lunchtime
trips to Old Town, but few if any USPTO employees will
take this shuttle under the current USPTO badge-in/badge-
out policies. While employees can use mid-day flex, rarely do
they use it just for lunch. Businesses in Old Town will not
see the boost in patronage promised by USPTO before the
Carlyle campus was built.
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POPA’s Workplace Solutions (con. from p. 7)

situation where they were viewed as unsuccessful.

B Count final rejections in the production system. A pre-
ferred way to counteract the common criticism that the agen-
cy gives employees more credit for issuing patents than for
making rejections is to give employees “count” credit for writ-
ing a final rejection. While this may undo the concept that one
can only get two counts per completed application, it will more
accurately reflect the work necessary for quality examination.
M Support continuing legal and technical training. To be a
world-class organization, USPTO professionals must main-
tain their skills in all relevant areas. For examiners, that
means continuing education in their art, in patent law, and in
USPTO automation skills. The European Patent Office
devotes approximately 5 percent to 6 percent of examiner
resources 1o continuing education, a vastly higher amount
than the USPTO'’s continuing training. At one time the
USPTO paid examiners’ travel and registration expenses for
technical and legal conferences and for field trips to labora-
tories and production facilities in their relevant technologies.
M Reclassify overly large subclasses. To facilitate patent
searches, subclasses must contain no more than a few hun-
dred patents. Because the agency has eliminated virtually all
reclassification work, searches in some areas of technology
have suffered. Good classification is essential for producing
a quality search.

Reclassification will benefit the public at least as much
as it will benefit examiners. On occasion, patentees are
accused of using unusual terminology to complicate patent
clearance searches for competitors. The USPTO needs
reclassification to gather together all the items that use dif-
ferent terminology but represent the same methods, con-
cepts or structures. ¥

On Employee Monitoring

Regarding the August 2004 POPA News article, “USPTO
Coaches Supervisors to Dupe Employees into Admissions”:

I have been a supervisor at PTO for six years. I have
never been coached by my management into “duping” my
employees, officially or unofficially. I would not expect to be.
And what’s more, I have never heard any suggestions that
any other managers are coached in this way either.

[ wouldn’t ever dupe my employees into admissions. I
have built up an enviable supervisor-employee relationship
based on trust, respect and plain speaking. I am very careful
about what I communicate and how I do it, so that I do not
endanger the trusting, two-way relationship I have built.
“Duping” employees isn’t my style, and I resent your publi-
cation suggesting that I do or would.

POPA responds:

We're gratified to learn that not all USPTO supervisors
have received the instructions on how to trick employees
into admissions. Sadly, however, the USPTO handed out
these instructions, on paper, to hundreds of supervisors.

A USPTO supervisor-employee relationship that
includes “trust, respect and plain speaking” is indeed rare
and “enviable,” as the writer states. POPA encourages all
supervisors to follow the trust-engendering lead of this indi-
vidual by rejecting any management directives to monitor
employees through underhanded means. ™

Post-grant Opposition Won’t
Get It Right the First Time

The following is excerpted from a column in Intellectual
Property Today, October 2004, by Joseph N. Hosteny, an
intellectual property litigation attorney with the Chicago law
firm of Niro, Scavone, Haller & Niro:

I eagerly read the 2004 American Intellectual Property
Law Association testimony to see how it would recommend
fitting this new PTO structure [a post-grant opposition
procedure] into the PTO’s already stressed budget, but there
was nothing there.

A post-grant opposition would be a big change to our
patent system. But other than estimating that a “substantial
number” of people would have to be hired as administrative
Judges, the AIPLA’s proposal does not estimate the cost of
post-grant proceedings, whether to the PTO, the initiator or
the patentee. ... There was no cautionary note that, for
example, stopping PTO fee diversion would increase patent
quality and decrease the number of post-grant proceedings
that might be necessary. There was no mention of the PTO
having the resources to “get it right the first time.”

We have no hope of a better Patent Office until it has the
funding it needs. What is more, every cosmetic, non-monetary
change that is made, which does not address the underlying
problems in the PTO, only makes the problem worse, not
better. If a post-grant opposition procedure is adopted under
these circumstances, there will be too many oppositions. And
those oppositions, like reexaminations that do not comply
with the statutory mandate, will take much longer than the
promised 12 to 18 months. Nor will they eliminate, or even do
much to simplify, litigation. They will, unfortunately, only
complicate it further. ¥,
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Negotiations on USPTO Proposals Deferred

The existing USPTO-POPA contract and its employee
protections will stand until at least 2006, negating for a time
the agency’s recent harsh workplace proposals. An April
ruling from the Federal Labor Relations Authority (FLRA)
resulted after the union asked the authority to uphold a 2004
arbitrator’s decision that supported the validity of the current
contract.

The contract is to continue until at least the next open
period for notification of intent to terminate the agreement,
which is January-February 2006. Negotiations need not occur
unless the USPTO reasserts its desire to terminate the
current agreement next year.

This decision most immediately will impact the USPTO-
POPA negotiated grievance procedure. The agency had been
giving short shrift to grievances filed on employees’ behalf
and not following contractually mandated procedures,
claiming that it could because no valid negotiated contract

between the union and agency existed. The FLRA has upheld
the contract, including the grievance procedure, and the
agency must now respond to employees’ concerns.

With 2006 the earliest window for negotiations, the
USPTO has time to rethink its proposals in light of the
significant negative reaction from employees to the initial
proposals. The February-March issue of the POPA News
included a sample of employee input to management.
Additional employee letters between now and the next
negotiations opportunity in response to the agency’s
proposals may help USPTO officials to better understand
patent employees’ positions and the agency may listen and
change its proposals.

To understand the negotiated benefits available to you in
the basic contract, go to www.popa.org, click on “Useful
Info,” scroll to the bottom and click on “Collective
Bargaining Agreement.” ™

USPTO’s Broken Promise on Pay

The USPTO does not need to offer patent professionals
a pay-raise alternative to a special-rate increase despite the
agency having signed an agreement to do so, according to an
April decision by the Federal Labor Relations Authority
(FLRA).

The agency had promised in the 2000 USPTO-POPA
Agreement on Initiatives for a New Millennium, “If OPM
refuses the [special-rate increase] request, the Agency shall
enter into discussions with POPA in order to provide
substantially equivalent alternatives.” When the USPTO later
refused, POPA filed a grievance and the issue went before an
arbitrator.

Initially in its arguments during the arbitration, the
agency alleged that it had complied with the contract clause,
but that POPA was not offering anything in return for the
additional pay. POPA argued before the arbitrator that it had
already provided a quid pro quo in the Millennium
Agreement when the union agreed to the removal of the
paper files and to the new customer service performance
element. The arbitrator agreed with POPA and ruled that the
agency was bound by the agreement.

In 2004 the USPTO appealed the arbitrator’s decision to
the FLRA and argued that it didn’t have to keep its promise
because “the award requires the Agency to adopt a specific
Qractice or policy to encourage employees to remain
employed by the Agency” and that the Millennium
Agreement clause was not “an appropriate arrangement
because rather than alleviating the adverse effects of the

exercise of a management right, it provides a benefit to
employees,” according to the FLRA decision.

The FLRA chose an extremely broad analysis of the
statute’s definition of management’s rights. The decision
stated:

“The right to retain employees under [the statute] is
‘the right to establish policies or practices that
encourage or discourage employees from remaining
employed by an agency. ...Further, ‘management’s
rights...include the right to refrain from acting as well
as the right to act.” Thus, management’s right to retain
employees includes, as relevant here, the right to refrain
from establishing policies that encourage employees to
remain employed by the Agency.”

While the FLRA ruling gave the USPTO the right to
withhold benefits that encourage employees to remain with
the agency, it doesn’t obligate the agency to withhold benefits.
The USPTO is fully responsible for affirmatively choosing to
withhold patent professionals’ pay. In addition, the agency
was so determined to renege on its promise that it chose to
spend time and money to create a long-shot argument to
contest the arbitrator’s decision. Agency officials at the
highest levels gave the go-ahead to fight tooth and nail to pay
employees less.

Consider also for a moment how really broad this FLRA

(continued on page 2)
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(continued from page 1)

ruling is. What union proposal is not designed to be a benefit
for employees? What union proposal is not designed to
make it more attractive for employees to stay with their
employer? The FLRA’s pronouncement is of such dramatic
scope that it could be used to overturn virtually every prior
ruling that found a particular matter substantively
negotiable.

The ruling has opened the field for many negotiated
programs to be shot down and placed in the management-
rights trophy case. Federal statutes say that certain things
can be substantively negotiated by unions and others are
solely within management’s rights. Pay issues in which the
agency has discretion have until now fallen into the
substantively negotiable area. Some discretionary federal-
sector pay issues have been appealed as high as the
Supreme Court, which has ruled in favor of unions’
negotiating rights. But with this FLRA decision, those that
had been substantively negotiable could now be placed
under “management rights.” This radical change may make
agencies think that they can place all benefits within the
realm of management rights.

POPA is considering its legal options in response to this
ruling. The full FLRA decision, Dept. of Commerce PTO
and POPA, 60 FLRA No. 158, can be viewed at www.flra.
gov/decisions/v60/60-158.himl

Excused Absence for Bar Exam

For one time only, USPTO professionals may be
granted up to three days (24 hours) of excused absence to
take the bar examination, according to a long-standing
USPTO memo concerning training and educational leave.

Excused absence may be authorized only for necessary
travel time and for the days during which the examination is
administered.

Additionally, up to two days (16 hours) of excused
absence may also be authorized for any required inter-
views before admissions committees of the bar involved and
the like, and the time so spent may include travel time.

However, wherever reasonably possible, travel time
should be performed outside normal working hours. For
instance, those being admitted to the bar in Maryland and
Virginia would be expected to appear either early in the
morning or on the evening before the day on which they are
admitted where reasonable travel time permits. Similarly,
those being admitted to the bar in other states would be
expected to travel outside normal working hours, wherever
possible.

No excused absence will be granted for studying for the
bar or for taking preparatory courses.
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New USPTO Standards for
Trademark Aﬂorneys Bodes
Badly for Examiners

The USPTO recently imposed an effective 20 percent
increase in trademark attorneys’ production goals, which
portends similar high-pressure production goals for patent
examiners.

The Federal Service Impasses Panel (FSIP) rejected
every single proposal by the National Treasury Employees
Union Chapter 245 (Trademark Attorneys) to ameliorate
the adverse impact of the USPTO’s new performance
appraisal plan (PAP) for the trademark attorneys’
bargaining unit. The FSIP compelled NTEU to accept the
USPTO’s last negotiations offer after the union and the
agency failed to reach agreement on the impact and
implementation of the new PAP.

The new trademark PAP, for attorneys at the GS 13-14
levels, establishes a raw goal per quarter. The previous, long-
standing trademark production structure was a “counts per
hour” rate system, similar to the patent corps “hours per
balanced disposal” system. In the raw goals system,
computer system down time, equipment failures, even office
moves become the employees’ responsibility, forcing
employees to make up for time lost for reasons beyond their
control.

Currently the patent corps rating system accounts for
“other” work necessary to perform the examiner’s job. A
raw-goals system would count only the number of first
actions and disposals or whatever measures the agency
decides to use.

The previous trademarks production goal was 1.2 or 1.3
counts per hour (depending on the employee’s GS level)
and included final actions as a count; the new PAP doesn't.
It counts first actions and items similar to disposal counts in
patents, but overall the new trademark PAP reduces the
number of items counted, thereby increasing the production
required to meet goals.

The new PAP also sets up new quality standards that
one senior trademark examiner said, “will push you down to
marginal for a 99.7 percent accuracy rate.” The new
trademark quality standards are a trial balloon for a
program “really intended for patents,” said the trademark
examiner.

Impact of Raw Goals

The trademark raw goal system determines the number
of counts expected every quarter by averaging “other” time
in various categories, assuming how many hours employees
will use for annual and sick leave, computer down time, etc.
Although these averages are intended to apply to senior
employees, the USPTO averages don’t account for usage of
all 26 days of annual leave—the averages only allow 160
hours of annual leave per year even though senior
employees get 208 hours yearly. The USPTO also

(continued on page 3)
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established the computer down time average before the files
were 100 percent electronic, so that average in the USPTO’s
model for assumed “other” time is already inherently
incorrect.

The corps-wide averages don’t adequately reflect an
individual employee’s reality.

The new trademark raw goal production system doesn'’t
allow employees to average from quarter to quarter and
rates employees separately on each quarter’s output.
Employees can transfer extra counts, with supervisory
approval, from the first quarter to the second quarter, or
transfer counts not yet done from the second to the first
quarter, effectively going into debt for the second quarter.
But at the beginning of the third and fourth quarters,
examiners can only transfer cases already done into that
quarter, i.e., can move in “extra” cases presumably to cover
expected leave time. Transferred counts can’t be relied upon
to qualify for within-grades or promotions.

This PAP means that employees will have to work
consistently throughout the year. Extended absences, i.e.,
leave of more than one week, must be planned way in
advance to enable employees to request goal waivers or
adjustments from their supervisor. This makes taking longer
than one-week vacations per quarter difficult without an
accommodating supervisor. And all of the averages and
anticipated leave can be upended by an employee or family
member becoming ill for one more week than “planned.”

This system requires nearly all employees to work extra
hours. It transfers a larger burden of extra examining time to
the employee.

The USPTO also imposed the new trademark
production goals in the middle of the quarter, setting a
precedent for the agency.

The trademark PAP sets maximum work levels per bi-
week, so if attorneys want to complete more cases than the
management-determined maximum they must get
preapproval from their supervisor. If any work is done over
the maximum limit, all of the examiner’s work will be
subject to extra scrutiny regarding quality.

To prevent employees from postponing work on more
difficult cases, once a case is “pulled” or clicked “on” from
the electronic docket, a trademark attorney has seven days
within which to act on that case. This effectively stops
employees from reviewing their dockets to balance
their workload of easy cases with difficult cases or vice
versa.

The NTEU Chapter 245 Web site (www.nteu245.0rg)
cited statistics that showed that if the new raw goals were
applied to the USPTO’s 2003 production data, 39 percent of
trademark examiners would have been rated marginal or
below for failing to meet productivity requirements and 55
percent would’ve been rated marginal or below for failing to
meet first action requirements.

More Pressure, More Voluntary Overtime

The impact on working at home and voluntary overtime
will be significant. Sixty percent of trademark examiners
participate in the work-at-home program. With the new
PAP, if their production drops below 95 percent, they will
lose their ability to work at home. The USPTO states that it
will not allow voluntary overtime, but the raw number goals
will pressure employees who work at home to do voluntary
overtime at home to make the numbers.

The new trademarks PAP uses quarterly appraisals, in
which each quarter is reviewed separately. This puts
enormous pressure on employees to do voluntary overtime
to make the numbers. The high pressure and impossible
workload will force trademark examiners “to look elsewhere
for work,” said one senior trademark examiner.

The raw goals system makes employees shoulder a large
share of the responsibility for computer system malfunctions
or overloads. The agency allots only a small amount of down
time for its computer problems in the new plan. If all of the
employees working during allowed hours overloads the
computer system and blocks access for some employees,
they will be forced to work on weekends or at night when
they can gain access. This means the USPTO can run
deficient computer systems and abdicate responsibility for
fixing or upgrading the system.

This FSIP decision further illustrates this panel’s
tendencies to decide in management’s favor on the impact
and implementation of agency decisions. The panel totally
rejected all attempts by the union to ameliorate the adverse
impacts of the USPTO’s actions, and chided the union for
attempting to undercut management’s unilateral ability to
set goals.

You Want Me to Hel
Contract-out My Joh?

When one tech center “invited” employees to help devise a
“search template,” one employee responded below:

I assume that this meeting is to have the employees
assist management in contracting out the first portion of our
jobs, the search. Contracting out the search will result in
management cutting our time per case. We may or may not
be held responsible for the quality and completeness of the
search (that we will no longer be performing ourselves).

I think that we should all wish management luck in
developing the search template for our art unit, however, |
believe that this process trivializes what I consider to be a
professional aspect of the job. My search decisions cannot be
simplified into a uniform protocol that everyone can follow
with success in each of my cases. The method and length of
my searches vary and depend on the claims of the case, the
concepts and prior art presented, my initial search findings
in the case and my overall knowledge of the art. This is not
something that can be put into a template.
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Quality Review Office Shows High Error Rate

Recent USPTO statistics indicate that findings of error
by the Office of Patent Quality Review are only upheld
approximately 61 percent of the time.

More than 30 percent of the Quality Review findings
were reversed or dropped. Approximately another 9 percent
were “modified” or determined not to be examiner error,
but also not quality reviewers’ error.

bt
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Compare this to the acceptable error rates imposed on
patent examiners by the USPTO: An error rate of 4.5
percent or greater results in a less than fully-successful
rating. An error rate of greater than 7 percent can lead to an
examiner’s termination.

The decisions are wholly subjective—the quality
reviewers and the technology center staff who decide each
case determine which cases are labeled as errors and which
are not. Given the same case and the same facts, different
reviewers can and do find opposite results.

Error Statistic Report - Allowed
10/1/04 - 3/19/05
Total Total Total Cases | Total Dropped: | Total Cases: | Total Open: | Current Error | OPQA Finding | Worst Case Error Rate:
TC Reviewed Returned | Where TC Agrees | OPQR Agrees Agreedto | TC And OPQR Rate: Reversed:
To Error There Is No Error modify Not Yet In | Closed / Reviewed | Total dropped / (Total Closed+Total

Agreement Total Returned | Opened)/ Total Reviewed
1600 213 19 8 9 2 0 3.76% 47.37% 3.76%
1700 303 38 20 14 4 0 6.60% 36.84% 6.60%
2100 224 15 12 2 1 0 5.36% 13.33% 5.36%
2600 219 5 2 3 0 0 0.91% 60.00% 0.91%
2800 440 23 17 5 1 0 3.86% 21.74% 3.86%
2900 33 3 2 0 1 0 6.06% 0.00% 6.06%
3600 165 16 12 3 1 0 7.27% 18.75% 7.27%
3700 221 20 12 6 2 0 5.43% 30.00% 5.43%
Totals 1818 139 85 42 12 0 4.68% 30.22% 4.68%

Discouraging Careers with USPTO

In 2005, for a disappointing second year in a row, the
USPTO did not organize a Take Our Daughters and Sons to
Work event in April, though several other Commerce
Department agencies participated. The USPTO instead sent
out the following notice the week of April 25, just prior to
the nationally recognized family event:

such as “Bring Your Children to Work” day.

The USPTO pointedly did not allow employees to
participate in “Bring Your Children to Work™ day in any
way because it distributed the above memo “to restrict
children from the workplace” while refusing to hold an
“official office event.” In other words, the agency told
employees, “Your children can only participate in our
official event, but we’re not having one.” %

It is the longstanding,
written policy of the USPTO
to restrict children from the
workplace during all hours
of work. Employees are
responsible for devoting their
full attention and best effort
to their work responsibilities
when in a pay status,
including overtime. Children
in the workplace can and do
distract employees and
disrupt work processes.

Supervisors are expected
to enforce this policy.
Employees may not bring
children to or keep them at
the worksite for more than a
brief period of time. Of
course, this policy does not
apply to official office events,
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An Opinion
Too Much Patent Reform,
Too Few Real Fixes

The American Inventor Protection Act passed in 1999
tried to resolve several patent system problems by ending
“submarine” patents and by publishing patent applications
after 18 months. But rather than improve, the patent system
defiantly went into crisis. The race to pass the USPTO Fee
Modernization Act shifted into gear. That legislation sought
to improve the system by raising fees and outsourcing the
classification and search functions. Since that legislation
went into effect, we've learned that the patent system has
suffered another meltdown requiring new legislative reforms
to save it. Enter the proposals for a Patent Act of 2005.

As most examiners know, the application backlog is
huge and the claims per application are increasing. The
scope and complexity of the prior art grows daily. Patent
classification is out the window and automation solves old
problems by creating new ones. The Board of Patent
Appeals and Interferences (BPAI) wants everything on a
silver platter. The agency is erasing “other” time and piling
tons of little tasks onto the patent examination process, and
the quality of applications is declining,

[n response to these challenges, the USPTO is now
telling examiners to hurry up and be extra careful. It disre-
spects basic agreements with its employees. Just as the
agency embarks on a huge recruiting effort, it refuses to
maintain the value of our special pay rate, which was
designed to help recruitment and retention. The agency col-
lects excess claim fees because it takes excess time to exam-
ine excess claims, but it gives no extra time to examiners to
examine the excess claims.

Of course this leads to less than ideal results in the

170,637 utility patents the agency issued last year. Officially,
the USPTO shoots for just a few percent in error. Math
whizzes will note that for each percent, 1,706 erroneous
patents are granted. The public, academia, and Congress
have been up in arms about a few patents they think were
issued in error. They really have very little idea of the extent
of the problems. Unfortunately, those that have a clue
appear to be too caught up in their own self-interest to actu-
ally address the challenges of the USPTO.

The proposed Patent Act of 2005 addresses none of
these underlying problems. Instead, the bill provides a smor-
gasbord of goodies as requested by vested interests. The
main effects of the bill would:

B create a post-grant opposition system;

M raise the standards for a patent holder to obtain injunctive
relief in an infringement verdict;

B make “informed good faith belief” of invalidity a defense
to treble damage demands;

M require pre-grant publication after 18 months even for
inventors who don'’t plan to file in foreign countries;

B transfer responsibility from the courts to the USPTO for
issues regarding applicants’ failures to disclose prior art,
increase the standard by requiring proof of an intent to
deceive or mislead, require that the courts find invalidity of
at least one claim independent of the alleged misconduct,
and insulate current patent owners from any inequitable
conduct by a prior owner;

M climinate the 112 first paragraph “best mode” require-
ment; and

B migrate the United States to a first-inventor-to-file system
to harmonize U.S. laws with the rest of the world’s laws.

This last provision requires a complete rewrite of 35
USC 102, eliminates 35 USC 103 paragraphs (b) and (c), and
changes the nature of interference practice. Nothing in the
bill appears to address the backlog of cases or the quality of

issued patents. In fact,

Wik ot of PTO

the post-grant opposition
=" system appears likely to
have deleterious effects
N on both quality and time-
liness.
B What is worse, this leg-
islative effort keeps the
agency busy dealing with
the shape and passage of
the new legislation, and
instituting the changes if
the bill passes. It diverts
the USPTO’s attention
from the task of making
the patent system better
as to all of the existing,
unchanged parts of the
patent system. Agency
officials have com-
pounded this problem
(continued on page 6)
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“We must all hang together or
most assuredly we shall all
hang separately.”

—Benjamin Franklin, at the signing of the
Declaration of Independence

Join POPA

An Opinion

(continued from page 5)

for themselves by attempting to change the basic labor
agreements they have with examiners.

Unchanged is the examiners’ need to acquire and
maintain an intimate knowledge of a particular technology
area, and the need to properly apply prior knowledge in that
technology to new inventions to reject or allow patent
claims. Optimizing this core duty requires focused attention
and coherent practices, not a succession of legislative
reforms, rule changes, and contract disputes. In short, the
USPTO needs the attention of a chief executive at the helm,
not a crew of legislative assistants.

As it stands, legislative reform is on the agenda. For
patent examiners, the biggest changes would result from the
first-to-file system and the post-grant opposition system. The
first-to-file system requires a rewrite of 35 USC 102, because
who is first to invent is no longer an issue. Thus, the value of
documents as “prior” art changes. Normally, a complete
rewrite of 35 USC 102 would generate a lot of debate about
the words chosen to convey the intent of Congress. The
proposed statute contains the language “or otherwise
known,” which looks like it could generate even more
controversy than the language “in public use or on sale”
(which the proposed legislation writes out). In any case, a
new raft of training will be required to migrate practice to
the new 35 USC 102.

Defending Examiners to
USA Today

An article in the May 2 issue of USA Today with the
headline, “Pressure Mounts for Reform of Patent System,”
included the following second paragraph:

“The long-underfunded patent office takes years to
review some applications and many patents are
improperly granted because examiners lack technical
expertise, according to testimony to Congress last week
from tech firms, universities and other inventors.”

On May 3, POPA President Ronald J. Stern submitted
the following letter to the editor of USA Today:

“During the two days of congressional hearings on
patent reform legislation last week, which I attended,
none of the respected expert witnesses or the
distinguished lawmakers on the panel mentioned
anything negative about the technical competency—or
diligence—of U.S. patent examiners.

To the contrary, the more than 4,000 patent
examiners—most of whom have advanced degrees,
many of them doctorates—are specialized scientists,
engineers and designers with focused knowledge in
their area of expertise.

Yet your article states upfront that the
congressional witnesses testified that “many patents
are improperly granted because examiners lack
technical expertise.” The writer gave no substantiation
or attribution in the article that followed to these
insulting—and false—claims.

I've been a U.S. patent examiner for more than 40
years. The quality of the workforce has only improved.

Unfortunately, the amount of time that is allowed
per patent application has not increased since 1976.

If the business and inventor community finds fault
with the quality of patents issued, they should blame
the churn-"em-out, quota-culture encouraged by the
management officials at the U.S. patent office. Until
examiners receive more time to do a proper
examination, pressure to speed through patent
applications will cause patent quality to suffer.”
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GAO Reports Fault USPTO Policies on Retention
and Automation

The USPTO’s failure to address long-standing human
capital challenges could undermine its strategic plan, and the
agency has demonstrated ineffective planning and
management of its patent automation projects, according to
two separate June reports by the Government Accountability
Office (GAO).

In its report, “USPTO Has Made Progress in Hiring
Examiners, but Challenges to Retention Remain” (GAO-05-
720), the GAO cites three underlying problems.

M “First, the agency lacks effective mechanisms for
helping managers to communicate and collaborate with
examiners,” stated the report. It further stated that the
USPTO emphasizes “communication between managers and

not between managers and examiners. Patent examiners and
supervisory patent examiners in our focus groups frequently
said that communication with management was poor or
nonexistent, and they reported little involvement in providing
input to key agency decisions.” This lack “has created an
atmosphere of distrust of USPTO management and lowered
examiner morale, which is further exacerbated by the
contentious relationship between USPTO management and
the examiners’ union,” the report stated.

B “Sccond, human capital models suggest that agencies
should periodically assess their monetary awards systems to
ensure that they help attract and retain qualified staff,” the

(continued on page 2)

USPTO Handcuffs Examiner for Time Infractions

A patent examiner was handcuffed and arrested at the
USPTO June 2 for the charge that he allegedly did “embezzle
funds by submitting false hours of employment, such funds
belonging to the U.S. Government and having a value of $200
or more,”
according to the
arrest warrant. This

Progressive Discipline at the USPTO

January 2005. The agency has not clarified why it waited
many, many months after these problems began to begin
addressing them. Unexplained is the total absence of
progressive discipline, which is the usual course for employee
infractions.

The USPTO is
basing its case on the

marks the first
time in known
USPTO history
that an employee
has been arrested
and criminally
charged by local
police for a
workplace time or
attendance
infraction.

The USPTO is
alleging that the
embezzlement
took place between
February and
September 2004.
The agency first
discussed the
problem at an
investigatory inter-
view with the
employee in

Step One, Old Style

THIS IS THE

< First rme!
/. DoN’r Do THIS

Step One, New Style ID card-in, card-out
e time records it keeps
(" THIS IS YouR First ) on employees at its
LN o Last mve! new Carlyle campus.
x i At the investigatory
interview the USPTO
suggested that if the
employee paid back
the time, it would take
that into consideration
when determining
consequences. The
employee was working
10 hours per pay
period of voluntary
overtime specifically to
that end. Two weeks
after the investigatory
meeting, two Office of
the Inspector General
(OIG) representatives
visited the employee.
| i (continued on page 3)
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GAO Reports Fault USPTO Policies

(continued from page 1)

report stated. “Patent examiners’ awards are based largely
on the number of applications they process, but the
assumptions underlying their application processing quotas
have not been updated since 1976. USPTO management
and examiners have differing opinions on whether these
assumptions need to be updated.”

Despite these varying beliefs, the GAO found that
many examiners and supervisors “reported that examiners
do not have enough time to conduct high-quality reviews of
patent applications. According to agency surveys, these
inadequate time frames create a stressful work environment
and is cited in the agency’s exit surveys as a primary reason
examiners leave the agency.”

B “Finally, counter to current workforce models,
USPTO does not require ongoing technical education for
patent examiners, which could negatively affect the quality
of its patent examination workforce,” the GAO report
concluded.

“USPTO offers some voluntary in-house training, but
the agency could provide no data on the extent to which
examiners have taken advantage of such training. Moreover,
patent examiners told us that they are reluctant to attend
such training, given the time demands involved.”

As a result, the GAO recommended that the USPTO
“develop formal strategies to improve communication and
collaboration across all levels of the organization,” and
reported that the agency agreed with its findings,
conclusions and recommendations.

However, in his letter of response to the GAO, USPTO
Director Jon Dudas wrote, “We assume that GAO’s findings
are not meant to suggest that more time may be needed for
examination.”

“Of course that’s what the combined GAO reports are
suggesting,” wrote the Internet Patent News Service. “Is there
anyone outside the Beltway... who doubts that examiners
need more time for examinations? ... No one championing
the public’s interest in the patent system would make such a
statement.”

A second GAO report, “Key Processes for Managing
Patent Automation Strategy Need Strengthening”

(GAO-05-336), found that the electronic filing system
and the Image File Wrapper (IFW) “have not yielded
processing improvements that the agency had deemed
essential to operate successfully in an electronic
environment.”

It cited patent filers’ comments that the electronic filing
system is “cumbersome, time-consuming, and costly, and
does not meet their business and technical needs,” resulting
in fewer than 2 percent of patent applications being filed
electronically. Because of the IFW performance problems,
according to patent officials, the system “has not provided
many of the capabilities deemed essential to eliminating
manual actions and improving worker productivity,” stated
the GAO report.

June-July 2005

The USPTO did not follow information technology best
practices to guide implementation of these IT programs, the
GAO found. It attributed the failure of these two key
electronic tools to “systemic weaknesses in the agency’s
overall information technology investment management
processes.” One result is that the USPTO “lacked reliable
experience-based data to consistently demonstrate the costs
and benefits of its systems.”

The GAO specifically advised the USPTO “before
proceeding with any new patent automation initiatives,” to:
1. Reassess, and, where necessary, revise its approach for

implementing and achieving effective uses of IT systems
supporting a fully automated patent process;

2. Establish disciplined processes for planning and managing
the development of patent systems based on well-
established business cases; and

3. Fully institute and enforce information technology
investment management processes and practices to ensure
that its automation initiatives support the agency’s
mission.

To review the GAO reports, go to www.gao.gov and
enter the report number in the search box at the top of the

Union Reminder Gets Practice
Time for Examiners

Sometimes the USPTO only needs a low-key reminder
from your friendly, neighborhood union to remember what
it promised employees.

When the USPTO announced updated training classes
in four of the computer software programs used by
examiners (EAST, WEST, OACS and EDAN), it
encouraged all examiners to take the training by offer-
ing two hours of “other” time for participation in each
class and one hour of “other” time for practice after each
class.

One supervisor e-mailed his employees to support that
they schedule time for the courses and reiterated to take
“other” time for each. However, he added, “None of you
should need practice afterwards so I am not authorizing
practice ‘other’ time after the normal class. Use the new
stuff in your real work only. (I believe I have this authority
and I am exercising it.)”

An alert examiner questioned the supervisor’s
judgment and asked the union for clarification. The
POPA representative then sent the supervisor a copy of
Deputy Commissioner for Patent Operations Peggy
Focarino’s all-employee memo, which wisely stated,
“Examiners will be given practice time in increments of 1
hour for every 2-hour automation training course that they
have taken.”

The supervisor to his credit then withdrew the denial of
practice time.
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USPTO Handcuffs Examiner

(continued from page 1)

Though the examiner requested his right to consult with
union counsel, the OIG reps denied that request, which is
considered a gross violation of his statutory rights according
to Supreme Court case law. At that meeting, the OIG reps
stated that the examiner had to sign papers confirming that
he was absent for specific hours. The employee and the
union received no copies of those papers.

On June 2, the examiner’s supervisor told the examiner
that someone wanted to talk to him at the guard’s desk.
When he went down, OIG special agents handcuffed him
and immediately turned him over to Alexandria police,

who charged him with a felony, took him to jail, and released

him on bail. He is awaiting trial. While POPA does not
condone employees claiming pay for work not done, the
union is dismayed at the extreme action taken by the
agency.

Beyond the unnecessary overzealousness of the
USPTO’s actions, many employees believe that the agency’s
actions betray racist motives. The arrested employee is
black. Five years ago a white employee was found to have
stashed 137 cases at his home and falsified records—includ-
ing timesheets—yet he was allowed to resign without any
criminal actions taken. *

For Your Protection

POPA wants you to be aware of your legal rights if
supervisors, managers or Office of Inspector General
representatives contact you.

If you are called to an investigatory interview, or to
discuss your timesheets or any matter that has the
potential to result in criminal charges, please remember:

M You have the legal right to union representation
during the meeting;

B You have the right to refuse to answer any
question that could incriminate you with a crime; this is
your right to remain silent under the Constitution;

M If you don’t remember, just say that you don’t
remember; giving the wrong information is worse than
giving no information at all;

M You may not refuse to answer employers’
questions about workplace activities if the agency has
given you a waiver of criminal prosecution.

POPA advises you to remain silent if there is the
potential that confusion about your responses could
lead to criminal charges. Refusal to answer such
questions does not imply an employee is guilty of any
crime. Give no information that you are not totally sure
of; even if you later correct it, the USPTO has termed
the initial statement “providing false information” and
an “aggravating factor” in employee discipline and
removal.

Track the Time Trackers

To see what the USPTO sees as it keeps tabs on your
comings and goings at Carlyle, you have the right to
request your time records from the agency for any time
period that you specify. You may also wish to request
phone records and time-stamped computer records, such
as search requests in EAST.

You can submit a Freedom of Information
Act/Privacy Act request—for your own time records
only—by following these steps.

By E-mail

1. Compose an e-mail to efoia@uspto.gov.

2. In the subject line write
“Privacy Act request [SUSC 552a (d)]”

3. State in the body of the e-mail the specific start and
stop dates and times of the period of your request, e.g.,
8 a.m. Jan. 1, 2005, through 6 p.m. March 30, 2005.

4. State your name and employee ID number.

5. State how you want the information delivered, i.e., via
e-mail at your office or home e-mail address, or you
can pick up a paper copy.

In Person

1. Go to the USPTO Security Office at 1/A21 in the
Carlyle Townhouses (facing John Carlyle St.).

2. State that you are requesting your time records for the
specific period according to your rights under the
Privacy Act [SUSC 552a (d)].

3. Show your ID badge.

“Third Pair of Eyes”
Quality Review

Patent supervisors in May informed examiners that the
USPTO was immediately instituting a “third-pair-of-eyes”
review of all allowances, due to an unacceptably high error
rate in allowed applications corps-wide so far this year.
Supervisors also told employees that if examiners show
more than 31 additional patentability errors before the end
of the fiscal year, the USPTO will fail to meet its own error
goal.

The agency issued no written notice of this change and
informed only some art units, not all.

The USPTO did not mandate that primary examiners
perform the additional reviews of their colleagues’ work,
and instead is seeking “volunteers” for that service. Primary
examiners need not volunteer, but supervisors are pressur-
ing employees to do so, and the agency may give no addi-
tional time to perform these duties. If a supervisor directly
assigns a primary examiner to conduct such reviews and/or
to submit his or her allowances for review by another prima-
ry examiner, such a directive would need to be followed in
order to avoid being insubordinate. *
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Far-reaching Impacts of Pending Patent Reform Legislation

Recently introduced congressional legislation to reform
the patent system could deeply impact patent examination
and the make-up of the USPTO.

Rep. Lamar Smith (R-Texas) in early June introduced
the Patent Reform Act of 2005 (H.R. 2795). The bill would
change many features of the patent system, adding a post-
grant opposition system, third-party submission of prior art,
restrictions on injunctive relief, a first-inventor-to-file system
instead of the current first-to-invent system, limits on filing
continuations, duty-of-candor alterations, and elimination of
the best mode requirement.

Post-grant Opposition

The proposed legislation would create a post-grant
opposition system that emphasizes correcting errors after
examination rather than investing in a quality examination
upfront. In other words, the legislation implies that you only
need to get patents right the second time around.

The bill would provide two windows of time for third
parties to challenge the grant of a patent based upon newly
discovered prior art and/or other evidence of prior knowl-
edge and use, initially presented by affidavit and then at a
hearing. The first window would permit challenges by any-
one within the first nine months after issuance and the sec-
ond would allow a challenge within six months following
notice by a patentee that a party is infringing, after which
the alleged infringer can initiate post-grant opposition. By
establishing the second window, few would use the first.

The legislation would allow the identity of the party
funding the challenge, while known to the government, to
remain secret from the public. Thus a company that is
already using the patented process/product, and doesn’t
want to divulge that fact to the patent holder, can launch a
challenge.

Small entities may be hit by a multitude of opposition
proceedings that they can’t afford. Some companies would
be able to protect their financial interests by filing a multi-
tude of opposition proceedings against smaller companies,
forcing them to respond and effectively breaking their
bankroll. The proposed law provides an element of protec-
tion by allowing the USPTO to determine if there’s a sub-
stantial question of patentability, whether the patentee does
or does not respond.

Post-grant opposition can create unacceptable risk for
many inventors. For example, pharmaceutical companies’
average cost for the development of a new product is $1-2
billion, a large part of which is invested after obtaining a
patent. The companies need to ensure exclusivity to protect
their investments. Getting socked with post-grant opposition
proceedings can jeopardize these huge investments. The
same holds true for university researchers and small compa-
nies that rely on venture capital investments.

Post-grant Opposition’s Effects on Examiners
The proposed law says that panels of three administra-

tive patent judges (APJs) will adjudicate the opposition pro-
ceedings. Even if a relatively small percentage of granted
patents receive post-grant challenges, the USPTO will have
to hire many more APJs to handle the workload.

In 2004, the USPTO issued approximately 180,000
patents. That number is likely to rise to more than 200,000
within the next two years. The European Patent Office
(EPO), which already has post-grant opposition, receives an
annual average of 4.4 percent of patents challenged after
issuance. Applying that average to the USPTO would create
more than 8,000 opposition proceedings per year in the near
future. Even a 1 percent challenge rate would equal 2,000
proceedings.

USPTO experts have projected that each APJ will lead a
panel that will handle about 40 cases per year, in addition to
sitting on others’ panels as a second or third member. The
USPTO would therefore need between 50 and 200 additional
APIs to handle the workload. Since many in the field believe
that virtually every post-grant opposition will go to appeal, the
workload of the CAFC will also explode. All those appeals
will also require additional solicitors from the USPTO.

The agency will have to devote funds to hiring, training
and managing the increased number of APJs and solicitors.
This would prove an expensive expansion. If Congress appro-
priates no additional funds, the USPTO would need to move
money from examination into adjudicating opposition pro-
ceedings. This could result in fewer examiners doing more
work and cutting more corners on quality to make the produc-
tion numbers, thereby creating a vicious cycle of poor quality.

While some think post-grant opposition is a solution to
poor quality, the EPO’s experience shows otherwise. In
Europe, the number of challenges is not a function of the
quality of the initial examination, but is based more on the
competitiveness and the practices in the patent’s particular
art. Not all challengers come up with better prior art, just
different art. Even with quality examination, some still may
challenge a patent just for the sake of challenging, to try to
knock down the other guy.

The patents for everyday items that have embarrassed
the USPTO and raised the biggest fuss over quality repre-
sent few big economic interests. However, it’s the patents
that indeed affect major financial interests that tend to bring
opposition. Many third parties don’t even realize the eco-
nomic impact of a patent for many months after issue. This
naturally delays the challenge. As a result, if the two time
windows for post-grant opposition are enacted, few may file
during the first nine-month period, choosing the wait-and-
see option instead.

While current examiners may view the additional hiring
of APJs as an opportunity to advance into those jobs, the
USPTO would likely hire more experienced patent attor-
neys for the positions.

Third Party Prior Art Submission
The proposed legislation allows a third party to submit
(continued on next page)
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prior art to the USPTO before the grant of a patent, in
response 1o pre-grant publication of the application.
Presently the USPTO’s role is to protect applicants from
having to respond to pre-grant opposition proceedings, so as
to defend smaller companies from the extra costs of having
to respond to third-party submissions. This bill would negate
that protection.

If an examiner issues a first action prior to publication,
any prior art submitted by a third party after publication will
extend prosecution and take more examination, but the
USPTO historically has given examiners no additional time
for such examination.

When a third party submits the prior art in a pre-grant
opposition, according to this proposal, the party won't
continue to be part of the proceeding after an applicant
responds as would be possible during a post-grant
opposition proceeding. Therefore this option—created with
the intention of improving patent quality—likely will go
unused by most parties in favor of the more costly and time-
consuming post-grant challenges.

Restrictions on Injunctive Relief

The pending legislation proposes new restrictions on
injunctive relief that one federal judge has characterized as
weakening patents—turning them from protected property
rights into simple government-permitted privileges.

Currently, under court-established precedents, if a
patent is found to be valid and infringed. in virtually all
cases an injunction issues. At a recent conference on patent
reform sponsored by the National Academy of Sciences, the
Federal Trade Commission and the American Intellectual
Property Law Association, a panel of federal judges stated
that the proposed law would bias courts against granting an
injunction. Instead the law would steer judges toward
granting a reasonable royalty, which is seen by many as
nothing more than compulsory licensing.

The judges counseled congressional lawmakers to
proceed with extreme caution in changing patent law. “This
bill is decidedly not pro-patent,” said Judge T.S. Ellis of the
U.S. District Court for the Eastern District of Virginia. He
said enacting the bill would mean “a fundamental sea
change in what a patent represents,” and would effectively
convert patents from a “property right” to a mere
“privilege.”

Judge Pauline Newman of the U.S. Court of Appeals for
the Federal Circuit said, “The thought that too many patents
are being upheld is something that needs a firmer economic
and statistical evaluation than I have seen so far,” according
to a report in Drug Industry Daily.

Judge Newman said that the increase in innovation has
been dramatic since the 1983 establishment of the Court of
Appeals for the Federal Circuit (CAFC), which hears all
patents appeals from U.S. district courts. She maintained that
the unified judicial oversight has strengthened patents and

spurred research and development. During the 20 to 30
years prior to the establishment of the CAFC, patents were
rarely held valid and innovation was not rewarded.

First-inventor-to-file System

The proposed law would give the rights to a patent to
the first inventor to file an application, rather than the
current system of giving priority to the first to invent. The
bill still allows a one-year grace period for publications by
the inventor, i.e., any publication by the inventor within the
year prior to filing would not prohibit the grant of a patent.

The overall intent of this provision would be to
eliminate expensive interference proceedings and create
greater global harmonization. Yet a high number of post-
grant opposition challenges would potentially generate
equal or greater expense. It also doesn’t accomplish
harmonization because it still requires that the applicant be
an inventor.

Standard for Treble Damages or Willful Infringement

The proposed legislation states that knowledge of the
existence of a patent does not equal willful infringement.
This provision would address the current fear of some
patent applicants that if they review the patents of others
and then design a product or process that can be said to
include subject matter claimed in those patents, then they
can be accused of willful infringement.

The bill also states that one legitimate defense against
the charge of willful infringement would be for the alleged
infringer to rely on the good faith opinion of counsel that
the patent is invalid, or that the conclusion of infringement
is incorrect. In other words, one patent attorney’s opinion
would equal an adequate defense. Some in the patent
community think this will weaken the treble-damages
remedy; others think that it’s essential for innovation.

Commenting on this proposal, Judge Ellis said that
willful infringement is often pled, but seldom granted.

Duty of Candor

The proposed legislation takes the oversight of
violations of the duty of candor—the obligation of an
applicant to divulge all known prior art—from the courts,
and places it before the USPTO. This will require an
expensive expansion of the USPTO administration.

Prior duty-of-candor violations have resulted in the
entire patent rendered unenforceable, even those claims that
are otherwise valid. The proposed bill would require that
one patent claim first be found invalid; then the patent
would be referred to USPTO for a validity determination.
To find the entire patent invalid, the USPTO would have to
find that the fraud was the responsibility of the patent
owner and that with the undisclosed prior art an examiner
would have found the claims unpatentable.

What remains unclear is what happens when the patent
is sold—the finding of fraud may not apply to the new
patent owner. This proposed change would significantly

(continued on page 0)
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reduce the likelihood of finding duty-of-candor violations,
limit the amount of court system discovery, and possibly
encourage applicants to risk withholding information. Many
patent attorneys oppose the proposals to change the duty of
candor rules.

Judge Ellis contested the bill’s diminishing of the court’s
functions and the expansion of the role of the USPTO. “I'm
very opposed to allowing district courts to refer things to an
administrative proceeding,” Ellis said, as stated in Drug
Industry Daily. “That’s the last thing in the world I would
favor. All you're doing is creating another bureaucracy and
another level of litigation. It troubles me a good bit. I think
the provision even as written is not coherent.”

Other Legislative Changes

The proposed patent reform would also eliminate the
best-mode requirement. No one has proven any need for
this change to limit disclosure; this is a fundamental quid pro
quo in exchange for the grant of a patent.

The bill also changes continuation procedures. Some in
the patent community believe that applicants abuse the right
to file continuations by waiting to see what others do
subsequent to their filing an application and then seek to file
claims in a continuation application tailored to what others
have done. The legislative proposal states, “The Director
may by regulation limit the circumstances under which an
application for patent, other than a divisional application
that meets the requirements for filing under section 121,
may be entitled to the benefit under section 120 of the filing
date of a prior-filed application. No such regulation may
deny applicants an adequate opportunity to obtain claims
for any invention disclosed in an application for patent.”

This standard is too vague. Most applicants use the
continuation process legitimately to refine the claim
language to provide an adequate scope of coverage. This
provision doesn’t solve the problem, but instead abdicates
congressional policymaking authority to the USPTO,
thereby postponing a solution.

*“There are a number of reasons public
employees have been able fo preserve the
kinds of benefits and, in some instances, living
standards that were once more common to
American workers generally, but chief among
these is unions. While 37 percent of public-
sector works are unionized, just 8 percent of

private-sector workers are. 22

—Harold Meyerson in The Washington Post,
June 9, 2005

Reforming USPTO Restriction
Practice

As part of its 21st Century Strategic Plan, the USPTO is
conducting a study of its restriction practice. After the
agency requested public comments to help guide the study,
the USPTO evaluated suggestions by various members of
the public and prepared a “Green Paper” describing four
options to reform restriction practice. Before drafting pro-
posed legislation in a “White Paper,” the USPTO is seeking
public comment on the Green Paper.

Summary of Four Options to Reform Restrictions
Option 1 - Current Practice with Option to Pay for
Additional Inventions. The current 35 U.S.C. §121 “indepen-

dent or distinct” standard for restriction would be retained
and applicants would be given the option to request and pay
for examination of up to two additional independent or dis-
tinct inventions beyond that which would be examined in
the current practice. Applicants would also have the option
to request and pay for examination of up to 10 species sepa-
rately claimed, or claimed within a genus or Markush group,
at an additional per species cost.

Option 2 - Modified PCT Unity of Invention. The cur-
rent PCT “unity of invention” standard, modified to require
that any purported special technical/common feature com-
ply with 35 U.S.C. §112, 1st paragraph (in addition to being
novel and non-obvious), would be applied to all U.S. applica-
tions. Applicants would be given the option of concurrent
examination of up to two additional inventions that lack
unity of invention for an additional fee.

Option 3 — Three-tiered Fee Structure. The standard
would be based upon whether inventions are “related or
unrelated” and the amount of fees paid in any particular
application would be based upon a three-tiered structure.
The fees would be determined by the search burden associ-
ated with, and the presence of different patentability issues
between, the various inventions claimed in the application.

In the first tier, applicants would pay a base fee if only
claims directed to “substantially similar” inventions were
elected. In the second tier, an additional fee or surcharge
above the base fee would be charged for election of a num-
ber of “related” inventions that raise substantially different
patentability issues but do not require a substantially differ-
ent search. The third tier would comprise “unrelated” inven-
tions that require additional searching and also present dis-
similar patentability issues. (If Option 3 were ultimately
adopted, the agency would permit inventions in the first two
tiers to be examined in the same application, but would not
permit inventions in the third tier to be examined in the
same application.)

Option 4 - “Independent and Distinct”” Inventions.

Under this option, the 35 US.C. § 121 standard would
be re-interpreted to require that inventions subject to
restriction be both “independent and distinct™ (rather than
“independent or distinct” per current practice). Inventions

(continued on page 7)
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would be distinct if they are patentable over each other.
Inventions would be independent if there is no common
feature(s) among the inventions. In addition, inventions
would be independent if they share a common feature(s),
but the common feature(s) does not define over the prior
art and/or satisfy the enablement and written description
requirements of 35 U.S.C. § 112. Under this option, applicant
would be required to pay an additional fee upon election to
offset the potential additional search and examination
burden.

In setting forth an initial restriction requirement where
the independent inventions share a common feature(s), the
examiner should infer that the common feature(s) fails to
define over the prior art. The inference that the common
feature(s) fails to define over the prior art may be rebutted.

If the elected invention is not patentable, any restriction
requirement would be maintained and claims to any non-
elected inventions would remain withdrawn. However, if
such an inference is made and the elected invention is
patentable, the examiner would continue to search the
common feature(s) either by searching a nonelected
invention that requires the common feature(s) or by search-
ing the common feature(s) by itself. The search would
continue until either the common feature(s) or a previously
nonelected invention that requires the common feature(s)
was determined not to be patentable, or until all the
previously nonelected inventions are determined to be
patentable.

View the full USPTO Green Paper at:
www.uspto.gov/web/patents/greenpaper.pdf.

Arbitrator Rules USPTO Broke
Law in Firing Disabled Examiner

An arbitrator ruled that the USPTO “cannot arbitrarily
ignore the facts as it has done” when it fired an employee
after disregarding his dramatically improved performance
when his medically confirmed sleep disorder was
successfully treated.

Arbitrator Jerome T. Barrett stated that the agency
“failed to engage in any [emphasis in original] consideration
of the medical evidence” in the case of an employee who
was suffering from undiagnosed sleep apnea during most of
the period of his performance improvement plan. His
production had fallen to 84 percent. Yet after the examiner’s
condition was diagnosed and treated, his production rose
almost immediately to 118 percent.

“There can be no doubt that were it not for Grievant’s
condition, he would have passed the PIP,” wrote Barrett.
“His subsequent performance, when not suffering the
debilitating effects of his condition, further confirm this.”

The arbitrator cited law showing that an agency cannot

ly
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sustain a performance-based removal if it fails to provide a
reasonable accommodation for handicapped employees. The
law also finds sleep apnea a qualified disability.

“One would think that with all the emphasis by the
Administration on ‘human capital,”” wrote Barrett, “the
Agency would believe that it is in the interest of the
government to retain an employee with a consistent record
of the highest quality and who has shown that, now that his
medical condition has been identified and is being success-
fully treated, he is producing at excellent levels.” Instead, he
was fired.

Barrett ordered that the employee be reinstated with
backpay.

Rather than accept this decision, the USPTO has
chosen to contest it, claiming that it has the right to appeal
this ruling to the Federal Labor Relations Authority
(FLRA). The FLRA does not normally accept such appeals.
The agency appears to be using this case as a vehicle to try
to create new appeal rights for management. POPA is
continuing the fight to have this employee reinstated.

A True Way to Quality

The following points are excerpted from the “14
points for management” in Qut of the Crisis, by W.
Edwards Deming, whose management tenets are often
credited as the basis for quality management.

Deming’s precepts encourage a workplace team
orientation, with the manager acting as coach and
cheerleader rather than as police and judge.

B Cease dependence on inspection to achieve
quality. Eliminate the need for inspection on a mass basis
by building quality into the product in the first place.

M Drive out fear, so that everyone may work
effectively for the company.

M Break down barriers between departments.
People must work as a team, to foresee problems of
production and in use that may be encountered with the
product or service.

M Eliminate slogans, exhortations, and targets for the
work force asking for zero defects and new levels of
productivity. Such exhortations only create adversarial
relationships, as the bulk of the causes of low quality and
low productivity belong to the system.

M Remove barriers that rob people of their right to
pride of workmanship.

M Institute a vigorous program of education and
self-improvement.

—From the W. Edwards Deming Institute,
www.deming.org
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POPA Delegation Visits
European Counterparts

A delegation of four POPA officials took annual leave
in May to travel at their own expense to visit with
representatives of the Staff Union of the European Patent
Office (SUEPO) in Vienna.

During their discussions, the two patent employees
unions recommitted themselves to:

M Exchange information on issues such as automation,
working conditions, and patent law; publish developments in
each other’s offices to their members;

M Invite colleagues in the Japanese Patent Office to
participate in future discussions;

B Organize additional joint conferences;

B Aid each other in advocating a high-quality,
professional approach to patent search and examination and
in counteracting attempts to lower quality or register
patents. -

Representatives from POPA and SUEPO pose by Belvedere Cas-
tle, located near the EPO Vienna office. (L to R) POPA Vice Pres-
ident Larry Oresky; Andreas Domann, SUEPO-Berlin; POPA
Chemical Area Delegate Adrienne Johnstone; POPA Treasurer
Randy Myers; SUEPO Chairman Jesus Areso y Salinas;
POPA President Ron Stern; Ansgar Wansing, SUEPO-
The Hague; Francois Basty, SUEPO-Vienna.

Domann, SUEPO-Berlin; Ansgar Wansing, SUEPO-The Hague.
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SUEPO representatives at a work session with POPA representatives. (L to R)
Francois Basty, SUEPO-Vienna; Hannes Senftl, SUEPO-Munich; Andreas

Jesus Areso y Salinas, chairman of the Staff Union of
the European Patent Office (SUEPQ), demonstrates
the motorized computer desks, used by EPO exam-
iners, which change heights so they can be used while
standing. With him is Francois Basty, SUEPO-
Vienna.
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Faulty Patent Application Routing Delays Action

Misclassification by the Office of Initial Patent
Examination (OIPE) using the electronic Application
Routing Tool (ART) is delaying action on newly filed patent
applications by routing them to the wrong art units and/or
technology centers (TCs). This is causing applications to lan-
guish in USPTO cyberspace for weeks, months or sometimes
even a year or more. This problem is made worse by the lack
of an adequate application transfer procedure and an audit
trail to identify problem areas. OIPE Director Thomas
Koontz reports that the agency is working to correct the ini-
tial routing insufficiencies.

The current ART software, a part of the Image File
Wrapper system (IFW), does not automatically assign contin-
uation-type cases to the art unit and examiner who worked
on the parent application. In addition, the software routes
applications to the first art unit in a TC or workgroup that
meets its keyword searching criteria. Thus, docketing examin-
ers spend considerable additional time researching classifica-
tion issues and trying to transfer cases to the right art units.
Some docketing examiners have an unfair burden because
they must docket the majority of cases for their workgroups,
which hold up to ten art units.

Research Highlights Problems

Before OIPE started using ART, about a dozen full-time
classifiers designated cases to the correct art unit approxi-
mately 80 percent of the time. Now that percentage is
reversed. Recent research within several biotechnology art
units found that, of 109 cases sent to one particular art unit,
ART assigned 13.7 percent correctly and 86.2 percent
incorrectly.

Of those incorrectly assigned, 63.3 percent were deter-
mined to belong elsewhere after an examiner consulted
Patent Application Location and Monitoring (PALM) contin-
uation data that ART had ignored because ART was not )
designed to access PALM data.

In addition, a snapshot of undocketed cases assigned to
TC 1600 demonstrated the disproportionate assignment of
cases by ART. Of 12,766 total cases, 3.452 cases (27 percent)
were assigned to one art unit. This is more than ten times the
cases assigned to most other art units in the TC and shows
how ART simply routes cases for docketing to the first art
unit that meets its criteria. This places a significant burden on
that art unit and docketing examiner to quickly redocket
cases to the proper art units in the TC or wherever they
belong,

In addition, transferring incorrectly routed cases can be a
nightmare. Within a TC, if a docketing examiner mistakenly

receives a case from ART, the examiner then must send an
eDAN message to the docketing examiner that he or she
thinks it goes to. If that examiner disagrees, then it goes to a
classification team of managers and docketing examiners to
resolve.

When eDAN sends these messages to managers about
cases needing reassignment, it fails to alert managers that
cases are awaiting their action. Managers need to actively
check to see if cases need reassignment. When an application
clearly belongs in a different TC, there is no way to require
the other TC to accept transfer of the application. If man-
agers don’t timely take appropriate action, cases can sit for
weeks or months awaiting docketing.

(continued on page 2)

Aroa
=<

©POPA 2005





POPA NEWS

August 2005

Application Routing Delays Action
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Cases with No Histories

When managers do pick up the eDAN messages, they
contain no information on where the case has been, who has
reviewed it or why it’s bouncing around. The software does-
n’t allow any history to accompany the reassignment mes-
sage, obliging the manager to docket blindly or conduct
additional research.

A parallel transfer inquiry system exists in the PALM
Expo software that allows an examiner to create a record or
audit trail. However, only about half of the docketing exam-
iners use this process because it requires double the effort to
duplicate the eDAN transfer message in PALM Expo. Even
if the docketing examiners send two messages, some exam-
iners only respond to the eDAN message and not the
PALM Expo message, thereby negating the recordkeeping
system. Creating a separate PALM Expo message consumes
extra time because it requires the docketing examiner to
write down or memorize the application serial number from
eDAN to then key it into the PALM Expo system.

Each assignment also needs to carry an audit trail, out-
lining each person who heretofore has acted on the case and
why.

Currently primary examiners and managers waste
untold hours determining the rightful dockets for cases mis-
assigned by faulty ART software. The time saved by fixing
these problems could be rechanneled into examination to
reduce the patents backlog.

OIPE Director Koontz in early August reported plans
to install a new software program to enable use of parent
data keyed in by OIPE staff as part of the creation of the
PALM data account for a new application. The software will
provide the current classification of the parent case, which
will be used to direct the application to the correct art unit.
The software also would immediately flag security cases,
simplifying that designation process.

The OIPE program system modification was to be in
place in early August. However, the modifications to the
contract for the outsourced OIPE staffers who run the pro-
gram were still needed at press time. Koontz expected that
to be accomplished by the end of August.

PALM Reading

To quickly access PALM continuity data from within
eDAN, examiners can do the following:

M Click on “View,” then click on “Bib” in the dialog
box;

B On the bib sheet for the current application, click
on the link to “continuity data™;

M Right click on the parent serial number.

This will take you to the PALM application info
page for the parent application.

While this change represents a major advance, it will
only partly fix the problems. When a case gets to the docket-
ing examiner at the art unit level, the examiner will still need
to look up the current parent case classification and the
name of the examiner handling the parent case.

Reservations on USPTO
“Hoteling” Program

POPA has offered employee stakeholder input on the
USPTO’s proposed “hoteling”™ program, in which patents
employees would relinquish their workstations in exchange
for onsite “hotel work space” that’s available for short
periods via reservation.

Through informal union-management discussions on
hoteling—which employees would prefer as just one feature
of the patents telework program—the agency can gain
insight on employee concerns without jeopardizing the
standing telework benefits. If the USPTO and POPA enter
formal negotiations, all of the current benefits become
bargaining chips. Because it’s very easy for the agency to
declare a negotiations impasse and refer the decision-
making to the Federal Service Impasses Panel (FSIP), and
because the current FSIP has regularly rubber-stamped
management proposals, formal negotiations could risk
employees’ hard won gains. Sincere, informal union-
management discussions present the only viable way for the
USPTO to understand employee hopes and anxieties about
hoteling.

POPA already has voiced employee worries about
several of the USPTO’s proposed terms for the hoteling
program that place employees in unfair situations:

B Any downtime for computer or other equipment
failures would be the employee’s responsibility. The agency
is ignoring that equipment failure is a conventional risk of
doing business that is normally borne by the employer
rather than its salaried staff.

B Employees in the hoteling program would get no
assured rights to private office space if they choose to return
to the workplace or if the agency removes them from the
hoteling program.

B The USPTO would have full authority to remove
participating employees from the program for any reason,
including any alleged, unjustified or minor infraction, or for
other reasons unrelated to telework. Immediate removal
could create severe commuting and family hardships for
employees.

M No additional time would be given to employees
remaining onsite to cover the additional duties created by
removing a significant number of senior employees in the
workplace, such as customer service, training, and junior-
employee supervision.

The union rejected the USPTO’s proposal for formal
negotiations. “Experience demonstrates that the agency is
more concerned with asserting its rights than it is with the
actual issues and concerns of employees,” wrote POPA in
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response to the USPTO. The union urged that union
representatives and managers informally discuss how to
create a program that will enhance employee worklife and
benefit patent processing. The agency and its telework
programs can only improve by including employee
“stakeholders,” a much-vaunted value of the Bush
administration.

POPA Appeals to Uphold USPTO
Pay Promises

POPA has appealed the Federal Labor Relations
Authority’s April decision that allows the USPTO to break
its promise to seek a special-rate pay increase or to provide
alternative compensation.

In the 2000 USPTO-POPA Agreement on Initiatives for
a New Millennium, the agency agreed to seek special-rate
pay increases for patent professionals over the next five
years to maintain the special rate differentials over the
General Schedule scale.

In May 2004 an arbitrator agreed with POPA that the
agency was bound by its agreement with the union to
provide alternative compensation if the Office of Personnel
Management turned down a request for a special-rate pay
increase. The FLRA overturned the arbitrator’s decision
earlier this year.

In overturning the 2004 arbitrator’s decision, the FLRA
ruled the USPTO-POPA contract to be unenforceable
because it interfered with the agency’s right to establish
policies or practices that encourage or discourage employees
from remaining employed by an agency.

When the USPTO appealed the arbitrator’s decision to
the FLRA in 2004, it argued that it didn’t have to keep its
promise because the Millennium Agreement clause was not
“an appropriate arrangement because rather than alleviating
the adverse effects of the exercise of a management right, it
provides a benefit to employees,” according to the FLRA
decision.

In response POPA recently filed an appeal with the U.S.
Court of Appeals for the D.C. Circuit to vindicate the
legality of the 2000 Millennium Agreement. The FLRA in
return filed a motion to dismiss the case alleging that the
court has no jurisdiction and the union has no appeal rights
because the FLRA’s decision didn’t involve an unfair labor
practice (ULP). POPA filed a brief in opposition saying it
did have jurisdiction because the arbitrator had said that the
agency committed a ULP by negotiating in bad faith for
alternative compensation. The appeal also involves another
ULP because the Millennium Agreement itself constituted
the remedy for a prior USPTO ULP committed when the
agency previously failed to negotiate on special pay rates.

Constructive Ideas from TC 2100
“Town Hall” Meeting

Relocation assistance and better training were two of
the constructive recruiting ideas that new Technology Center
2100 employees communicated to senior USPTO managers
at a “town hall” meeting in July.

Deputy Commissioner for Patent Operations Peggy
Focarino and Deputy Commissioner for Patent Examination
Policy Joe Rolla addressed questions and concerns from
approximately 35 invited probationary employees in TC
2100, the center responsible for computer architecture,
software, and information security. By listening and acting
on employee concerns, the agency can ensure that more
employees adjust to USPTO worklife, stay in their jobs
beyond their probationary periods, and provide a return on
the USPTO'’s recruiting and training investment.

Some of the worthwhile feedback communicated to
management during the meeting:

B Give relocation information to new employees who
are moving to the D.C. area as soon as they accept a
position. Employees need information on temporary and
permanent housing, commuting/transportation, schools and
local governments.

B Provide transit subsidy information and applications
with the letter that notifies employees that they’re hired. The
information can impact housing and commuting decisions
and ease employees into the subsidy program sooner.

B Give new examiners a small bank of “other” time to
hand-out to senior examiners who take the time to help
them. This will ease the probationary period because new
employees have difficulty getting answers to questions from
their supervisors and because senior examiners must take
time away from their own production to answer questions.
The senior USPTO managers at the meeting replied that all
the new employees had to do was interrupt the senior
examiners and ask for help and they’d absorb the time,
which does not answer junior or senior employees’ concerns
at all.

B More training on searching is needed. While the
introductory TC 2100 training excelled (employees receive
an extra, third week of training after PEIT-Patent Examiner
[nitial Training), employees asked for more in-depth time
learning searching. The agency officials replied that each TC
2100 workgroup has a “search mentor,” an examiner
assigned to answer search questions. The trouble was, few
employees knew such a position existed, let alone the name
of the workgroup person with the mentoring job.

W Beef up Sect. 102 and 103 training. When employees
receive training on Sect. 102 and 103 later in their
probationary year, the information is too elementary; they
have taught themselves most of it through trial and error.
The employees recommended that the Sect. 102 and 103
instruction be more advanced and use examples tailored to
their own art.
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SUPPORT POPA
and Earn $50!

Current dues-paying POPA members will
receive $50 for every new member they
sign up by December 2.

See the insert in this newsletter or contact
your POPA representative for details.

Stand Up for the Union that
Stands Up for You!

Lack of Employee Transfer
Process Forces Good Examiners
to Leave

A valued patent examiner recently quit—and the
USPTO continues to lose trained, successful patent
examiners—due to the agency’s lack of a standardized art-
unit transfer procedure.

The employee, who had progressed through the
probationary period and been promoted from GS-9 to GS-

11, requested a transfer to an art unit that reflected the
employee’s education and experience. “Both my family and
professional lives are suffering severely” from working many
hours of unpaid overtime to maintain high production, the
employee said.

Through informal channels, the employee met with and
received the okay to transfer from a supervisor in another
art unit and from the current supervisor. The employee then
spoke with the technology center director, who said he’d
consider the issue. Then a month went by with no action
from the director. The employee then met again with the
director, who still wasn’t negative about the transfer but
acknowledged that he didn’t want to lose a good employee
to another technology center.

The employee then researched and reported to the
director a willingness to transfer to a different art unit within
the current technology center, but the director continued to
sit on his hands for another month. So the employee found a
job elsewhere.

When joining the agency, “I turned down [another
government job| because I always wanted to work for the
PTO,” the employee wrote to POPA, which had provided
help in seeking a transfer. “I came here because I wanted to
be here. It was not meant to be.”

- August 2005

Alexandria Creates New
Metered Parking Zone

The Alexandria Traffic and Parking Board
recommended and the Alexandria City Council approved
the creation of a new parking meter zone (Zone 3) in
Eisenhower East—the area encompassing the USPTO
campus, the courthouse and the Hoffman Center—with the
rate of $1 per hour with a time limit of two-hours Monday
through Friday. except holidays, from 8 a.m. to 7 p.m.

The proposed parking zone is bounded from West St. to
Telegraph Rd. and from Duke St. to the Capital Beltway.
Initial estimates on the number of spaces are approximately
481 existing parking spaces and 300 new parking spaces,
though the figure “is a moving target” due to ongoing
construction, according to Bob Garbacz with the Traffic and
Planning Board.

Garbacz said that the next step for the board is to
decide on which streets to place the meters. The roads within
the zone include John Carlyle Dr., Dulany St., Elizabeth La.,
Englehardt La., Mill Rd., Jamieson Ave., Ballenger Ave.,
Emerson Ave. and West St. The decision may be made as
soon as this coming fall or winter.

One of the city’s goals for the Eisenhower East area
“small sector plan” was to minimize overall parking while
providing sufficient on-street, short-term parking to support
ground floor retail. Existing parking garage rates in the area
for all-day parking are between $6 a day for early bird, up to
a maximum of $10 a day.
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Examiners Need More Time and Professional Treatment,

POPA Tells Congress

Capitol Hill decision-makers heard patent examiners’
message loud and clear when POPA delivered testimony
Sept. 8 stating, “No amount of automation can help an
examiner read and understand a patent application and the
prior art faster.” This is one of the reasons that examiners
require a 20 percent increase in the currently allotted
examination time per case, according to POPA estimates.

Appearing before the House Judiciary Subcommittee on
Courts, the Internet and Intellectual Property, POPA
President Ronald Stern underscored the USPTO’s continuing
need for good tools and a good work environment—in
addition to adequate time—to produce a timely, high-quality
work product. He called for an end to the agency’s current
“culture of conflict” to counter the exodus of experienced
USPTO examiners.

With pendency being the specter pushing the agency’s
high-pressure management, Stern noted that more time
doesn’t inherently translate into greater pendency. “Better
searching and examination will increase the certainty of
rejection of old or obvious ideas,” he ¢aid. Thus more time
per case will discourage applicants from filing applications of
questionable innovative or economic importance and “may

[L to R] Rep. Howard Berman (R-Calif.) discusses USPTO activi-
ties with POPA President Ronald Stern and USPTO Director Jon
Dudas at the Sept. 8 House subcommittee hearing.

actually limit application pendency over time.”

Stern cited calculations in a study, published by the
National Research Council, that showed that increasing
examiners’ time per case by one hour would result in a net

(continued on page 2)

USPTO Culture Not Healthy, Says NAPA Report

The USPTO logged one workplace disciplinary action
for every seven of its employees in 2005—a rate much higher
than the federal government average—according to a recent
report by the National Academy of Public Administration
(NAPA).

The August 2005 report, “U.S. Patent and Trademark
Office: Transforming to Meet the Challenges of the 21st
Century,” noted a steep climb in the number of employee

© 2005 POPA

relations actions against employees between 2001 and 2005.
While the agency population grew by 313 employees or 5
percent, the number of employee relations actions rose from
546 to 928, an increase of 70 percent over the same time.

The report remarked that the USPTO “is not a healthy
organizational culture.”

The employee relations actions were mostly performance
based and related to “production failure,” the report noted.
While the patent professionals bargaining
unit comprises 58 percent of the USPTO
workforce, it received almost 90 percent of
the agency’s performance-based employee
actions (see graph on page 4).

The USPTO tried to explain the dramatic
increase by blaming “the liberalization of
workday flexibilities.” This is the agency
euphemistically saying that because
employees can flexibly schedule their own
work hours, they are cheating on time and
that’s why production suffers.

(continued on page 4)
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(continued from page 1)

savings to the country of more than $6 million, with the
increased cost of examination offset by greatly reduced
private sector litigation expenses.

Also speaking at the hearing, Rep. Howard Berman (R-
Calif.) championed examiners’ need for more time per case.
Since 1976, when the current production system was
introduced, the amount of prior art that examiners must
search “has exponentially increased,” said Berman.
“Applications are growing ever more complicated, yet
examiners still work under the 1976 assumptions.

“Even with advances in the deployment of information
technology, a number of studies have indicated that examin-
ers today simply do not have enough time to do their job
properly and have been encouraged to take a number of
shortcuts. So the natural result? Quality of patents suffers,”
Berman said.

Tops in Actions Against Employees

The USPTO’s pressure-cooker environment and heavy-
handed management style is forcing out or firing a record
number of employees, Stern testified. “There is no problem
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hiring examiners,” he said. “The problem is keeping them.”

The USPTO may be the “most ruthlessly effective” fed-
eral agency in firing employees, Stern said. He cited the
National Academy of Public Administration’s August 2005
report finding that the USPTO was responsible for almost
ten percent of all non-Defense federal employees fired in
2001. The USPTO fired three times more employees in one
year than the State Department removed in 17 years.

NAPA also published alarming statistics on the
USPTO’s aggressive approach to employee relations, show-
ing the agency surpassing the government norm in increased
performance-based disciplinary actions against its employ-
ees. [For more on the NAPA report, see “USPTO Culture
Not Healthy,” in this issue.]

Stern described the toll that the USPTO’s “quality ini-
tiatives” have taken on employee morale and productivity.
‘The recertification of primary examiners, in-process reviews,
and second-pair-of-eyes program intended to improve quali-
ty instead force examiners to constantly look over their
shoulders. While only 60 percent of allegations of error were
upheld in the first part of fiscal year 2005, the need to
defend themselves against alleged errors continues to sap
examiners’ morale and fortifies employee bitterness and
frustration. (continued on page 3)
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Labor Leader: PTO Needs More Time To Review Applications

By Molly M. Peterson

A Patent and Trademark Office ex-
aminer told a House subcommittee
Thursday that his agency could solve
many problems within the U.S. patent
system by giving its staff more time to
review applications and improve
patent quality.

“Many proposed solutions repre-
sent radical changes to the patent sys-
tem and go far beyond what is neces-
sary to improve performance” at the
PTO, Ronald Stern, president of the
Patent Office Professional Association,
told the Judiciary Courts, the Internet
and Intellectual Property Subcommit-
tee during an oversight hearing.

Likening the PTO to a “legal sweat-
shop,” Stern said the agency places
too much emphasis on disciplinary
action and not enough emphasis on
employee training and mentoring. He
said patent examiners also need at
least 20 percent more time to review
each patent application.

“Rather than a massive overhaul of
the agency or a rewrite of the patent
statutes, POPA believes that what is

necessary is for the [PTO] to go back
to the basics of its mission — examin-
ing patent applications and issuing
valid patents,” Stern said.

PTO Director Jon Dudas told the
panel the agency is working to re-
duce a backlog of 600,000 pending
patent applications. He said if the
agency closed its doors today, it
would take the current examining
staff about two years to complete its
work on those cases.

But Dudas said the agency has
taken many steps to improve patent
quality and efficiency. He said PTO
will have hired about 940 new patent
examiners by the end of FY05, an ad-
dition that represents a 25 percent in-
crease in its examining staff. Dudas
said the agency plans to hire 1,000 ad-
ditional patent examiners annually
from 2006 to 2011.

“One thing | know for sure is that
the examiners at the [PTO] are the
most efficient and effective in the en-
tire world,” Dudas told the panel.

Dudas also said PTO plans to
launch a “completely new approach”

to training new patent examiners in
January. The agency “will teach new
examiners in a collegial and collabora-
tive environment, providing up to
eight months of intensive coursework
on examination and relevant legal is-
sues,” he said. “This represents a very
significant increase in initial training.”

Stern said PTO has “no problem”
hiring examiners, but retaining those
employees for long periods of time of-
ten proves difficult. “Approximately
half leave within the first three years
on job,” Stern said. “More important
are the mid-career employees who
leave the agency. In fiscal 2005, ap-
proximately 40 percent of those leav-
ing will be employees with between
three and 15 years experience.”

PTO has taken steps to improve em-
ployee retention, such as offering flex-
ible work schedules, special pay
raises and transit subsidies, he said.
But Stern said those benefits “are not,
by themselves, sufficient to overcome
many employees’ dissatisfaction with
the production-oriented nature of
patent examining.”

Reprinted with permission from National Journal’s Con
rights reserved.

gress Daily, Sept. 9, 2005. Copyright 2005 National Journal’s Congress Daily. All
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Examiners Need More Time

(continued from page 2)

USPTO Director Jon Dudas testified to the congres-
sional subcommittee that a solution to the agency’s prob-
lems is to “hire more, train better, retain better and telecom-
mute.” While the USPTO speaks of the volume of examiners
it’s hiring, the patent corps is like a sieve leaking employees
almost as fast as they’re hired. From fiscal year 2000 through
2004, the agency hired 2,309 patent examiners yet lost 1,527.

“If the USPTO truly desires to reduce attrition, it must
effectively address the reasons that most examiners leave—
job dissatisfaction and higher pay,” testified Stern. The
USPTO’s workplace benefits like flextime and transit sub-
sidies are overshadowed by the day-to-day stresses of work-
ing in a “legal sweatshop.” Stern noted that examiners are
“skilled professionals and deserve to be treated as such...
examiners want to do a good job they can be proud of.”

POPA’s testimony at the hearing received favorable
press coverage in Technology Daily, Washington Internet
Daily, and Congress Daily. To view full hearing testimony by
POPA and others, go to www.popa.org.

USPTO Follows Through on POPA
Transit Subsidy Proposals

= Future generations of USPTO employees will benefit

because POPA, the agency and the other USPTO unions
agreed to speed the delivery of transit subsidies to new
employees, an idea POPA first proposed in July 2004 in a

memo sent to Director Jon Dudas and underscored in last
month’s POPA News.

The agreement, signed Sept. 1, will enable new employ-
ees to receive the transit subsidy application at the new-
employee orientation and to complete the application
form and submit it that morning, These employees will
receive their benefits as early as the afternoon of the
orientation.

POPA recommended that the agency expedite the
subsidy program in a July 26, 2004, memo to five senior
USPTO officials with the subject, “Transit subsidies for new
employees.” The union pointed out the tardy transit subsidy
application delivery to new hires and their sometimes
months-long delay in receiving the subsidy. The memo
closed with a request that the issues be addressed in “an
expedient and in an employee friendly manner.”

In an August 2005 POPA News article entitled
“Constructive Ideas from TC 2100 “Town Hall’ Meeting,”
POPA cited one employee’s suggestion that the USPTO
provide transit subsidy information and applications with
the first letter notifying employees that they're hired. This
pre-relocation information could affect new employees’
housing decisions—if they plan to take public transit, they
may choose housing in an area convenient to public transit.
The earlier they receive the USPTO transit subsidy
information, the better.

The Sept. 1 transit subsidy program improvements
affect all USPTO employees, not just those in the POPA
bargaining unit. For a copy of the agreement, go to
www.popa.org, click on “Useful Info” and then “Public
Transportation Subsidy.”

Leaders of the three USPTO unions joined agency officials at the signing of the Public Transportation Subsidy Program agree-
ment in September. [Front row seated, L to R] Howard Friedman, President, NTEU Chapter 245; Michelle Picard, Director,
USPTO Office of Finance; Ronald Stern, President, POPA; Albertha Jackson, President, NTEU Chapter 243, [Back row, L to R]
Dave Dalke, Acting Chief, USPTO Labor Relations Division; Steve Martin, USPTO Labor Relations Specialist; Debbie Cohen,
Vice President, NTEU Chapter 245; Tanya Baylor, Secretary, NTEU Chapter 243; Howard Locker, Secretary, POPA; Peggy
Focarino, USPTO Deputy Commissioner for Patent Operations; Howard Goldberg, USPTO Acting Chief Financial Officer; Vick-
ers Meadows, USPTO Chief Administrative Officer; Kathy Duda, Delegate, POPA. Not shown: Tom Hellmer, Director, USPTO
Financial Accounting Division; Laurie Taylor, Coordinator, USPTO Public Transit Subsidy Program.
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NAPA: USPTO Culture Not Healthy

(continued from page 1)

The reality is that the people who have trouble making
their production are the ones burning the midnight oil and
working all the time. Contrary to the USPTO’s assertions to
NAPA, the agency acknowledged privately to POPA that it
had only investigated 30 employees for time violations—not
an astronomic number to hold responsible for slackening
production. The agency’s March 2005 contract proposals to
POPA would fix this “liberalization of workday flexibilities™
by clamping down “to impose additional workplace
structure,” according to the report.

NAPA didn’t buy the USPTO’s excuse for its through-
the-roof docket of disciplinary actions. Added flexibilities
are not “the root cause of the increase in employee relations
cases as much as a symptom,” said the report. “Added
workforce flexibility should not necessarily translate into
workforce problems.”

The USPTO’s “lost resources—dollars and people and
organizational energy—are going to unproductive ends and
contributing to decreased efficiency and increased
pendency,” NAPA determined.

While NAPA believes the USPTO (re)certification
programs are “consistent with sound management
practices,” it recognized that “these reviews may result in
reduced productivity” and recommended lengthening the 3-
year time between certifications. It also recommended for
the USPTO:

B Analysis of mandatory exit surveys to understand
recruiting pitfalls;

B Additional recruiting resources and information to
hiring officials;

B A mentor program requiring all new hires to receive a
mentor outside of their supervisory chain.

Such a mentor can indeed “give them career
advancement tips, work process advice ... and listen to their

concerns and give them feedback,” as NAPA said. But such
a mentor would have to be a senior examiner who must be
given additional time for these new duties for this program
to succeed.

The 298-page NAPA report included wide-ranging
recommendations to the USPTO and Congress, most
notably:

Collaborative Culture. Develop strategies for “a more
positive, collaborative organizational culture.” NAPA
suggested investing in focus groups, consultant fees and
materials or videos to spur cultural change. However,
investing immediately in more examination time per case is
money better spent on USPTO culture and quality
improvement.

Retaining Employees. Use more of the USPTO’s
current, performance-based-organization hiring flexibilities;
determine why examiners are likely to leave within their
first three years on the job and what can be done to retain
them; develop competitive recruitment programs.

Improve Awards. Create a group award to spur
innovation and overcome the “production loner™ concept;
establish a fund to provide seed money for USPTO
elements seeking to pilot work process simplification,
pendency reduction or quality improvement programs.

Government Corporation. Create the U.S. Patent and
Trademark Corporation as a wholly owned government
corporation under the Secretary of Commerce with
authority to borrow, set fees within congressional limits,
issue its own regulations and use all of its fees without fiscal
year limitation.

Outsource Search. Review the potential to outsource
the search function to a federally funded research and
development center working only for the USPTO. The
Defense Department and the National Aeronautics and
Space Administration (NASA) currently use such centers,
according to NAPA,

Limit Continuations. Work with stakeholders to identify

the appropriate number of continuations to allow.

Growth in USPTO Workforce and Employee Relations
Actions, FYs 2000-2005
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NAPA noted the validity of continuations, but
“some applicants use them to ‘game the system.”™
Quality. Monitor results of current quality

500 initiatives to ensure that deserving inventors are
not being delayed or denied. NAPA observed that
the examination error rate has remained stable, but
studies and congressional testimony report
“perceptions that patent quality has declined.”
Post-grant Review. Limit the grounds for
challenges to patentability and not enforceability:
limit discovery to cross examination on relevant
matters; limit estoppel to those issues raised in the
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o proceeding; permit the patent owner a single

e narrowing of any claims, adding dependent claims
only with good cause. If enacted, compile data on

6100

the costs and benefits of post-grant review and
inter partes reexamination, including the impact on

From U.S. Patent and Trademark Office: Transforming to Meet the Challenges of

the 21st Century, NAPA, August 2005.

patent quality.
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Federal Appeals Court Defines
Claim Construction

Claims in patent applications must be considered
independently of each other and claim term definitions must
depend more heavily on information intrinsic to the
application, according to a recent appeals court ruling.

In supporting claim differentiation, the full, en banc
ruling from the Court of Appeals for the Federal Circuit
(CAFC) in July in Phillips v. AWH Corp. also noted,
“differences among claims can also be useful in
understanding the meaning of particular claim terms.”

In addition, the court clarified how claim terms should
be defined by overturning a 2002 CAFC ruling for “too
much reliance on extrinsic sources such as dictionaries,
treatises, and encyclopedias and too little on intrinsic
sources, in particular the specification and prosecution
history.”

POPA NEWS

surface. Other claims did, however, specify an acute angle.

“Because claim terms are normally used consistently
throughout the patent, the usage of a term in one claim can
often illuminate the meaning of the same term in other
claims,” wrote the court. Regarding differences among
claims, the court added, “the presence of a dependent claim
that adds a particular limitation gives rise to a presumption
that the limitation in question is not present in the
independent claim.”

The court ruling warned practitioners to “avoid the
danger of reading limitations from the specification into the
claim.”

“We recognize that the distinction between using the
specification to interpret the meaning of a claim and
importing limitations from the specification into the claim
can be a difficult one to apply in practice,” the court
continued. “Although the specification often describes very
specific embodiments of the invention, we have repeatedly
warned against confining the claims to those

FIG. 6.
u
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embodiments.”

The court recognized that USPTO
examiners are required to give claims their
broadest reasonable construction in light of

48

the specification.

“The rules of the PTO,” stated the CAFC
decision, “require that application claims
must ‘conform to the invention as set forth in

(_. the remainder of the specification and the

50 terms and phrases used in the claims must
find clear support or antecedent basis in the

Figure 6 from Phillips’ Patent No. 4,677,798 shows a cross section through an assem-
bled wall module indicating the three triangular pieces comprising the wall. Elements
26,27, and 31 are the disputed “baffles” in the claimed modular wall.

The case, last reported in the Nov. 2004 POPA News, is
considered very important by the patent community—the
court received 32 amicus briefs, an extraordinarily high
number. The case revolved around the parties’ definition of
the noun “baffle” used in the patent’s claims. In the patent
held by Phillips, the device’s wall is comprised of “internal
steel baffles extending inwardly from the steel walls.” While
the baffle in the specification is only shown extending at an
acute angle from the exterior wall, the specification does not
place any limit on the baffle’s angular orientation.

Claim Differentiation Upheld

The alleged patent infringer, AWH Corp., created a wall
panel with a reinforcing support at a 90-degree angle to the
exterior surface. In defending against the infringement
charge, AWH Corp. maintained that Phillips’ invention was
limited to having the baffles oriented at an acute angle
because that was all that was taught by the patent, and thus
the angular orientation of the baffle became incorporated
into the meaning of the term “baffle” as used by the patent-
ee. However, Phillips’ broadest claim did not specify that the
baffle had to be placed at an acute angle to the exterior

description so that the meaning of the terms
in the claims may be ascertainable by
reference to the description.’

“Itis therefore entirely appropriate for a
court, when conducting claim construction, to
rely heavily on the written description for guidance as to the
meaning of the claims,” the court decided.

Contextual Definitions

“The context in which a term is used in the asserted
claim can be highly instructive,” the court noted. “To take a
simple example, the claim in this case refers to ‘steel baffles,
which strongly implies that the term ‘baffles’ does not
inherently mean objects made of steel. This court’s cases
provide numerous similar examples in which the use of a
term within the claim provides a firm basis for construing
the term.”

The court, however, limited the use of dictionary
definitions in claims, saying claims “must be read in view of
the specification,” which is “the single best guide to the
meaning of a disputed term.” While dictionary definitions
may be relevant and worthwhile when a term is unclear in
the application, dictionaries and other extrinsic sources take
a back seat to intrinsic meanings in the context of the
specification.

When a specification reveals a patentee’s special

(continued on page 6)
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PLEASE GIVE

the National C res

Defend Against
Daily Disaster
Give Through the CFC

When disaster strikes, here or abroad, we
Americans respond, giving generously of our hard-
earned wages. But even before the first check is written,
the emergency assistance non-profit organizations take
action—placing volunteers and professionals on the
ground to help with rescue, medical aid, shelter, food
and waler.

How can they do that? How can these charities
afford to be ready to scramble their people into place
with the necessities for thousands of threatened
individuals?

Because people like you and me every year
contribute when there isn’t a disaster. We give just
because we know our support is needed to keep these
vital organizations poised for the next peril. We give
because we know it’s the right thing to do.

Your steady support for our nation’s non-profit
organizations through the Combined Federal Campaign
(CFC) ensures that help is ready, wherever and
whenever needed. And your donations can help in any
way you choose: medical research, environmental
defense and cleanup, fighting poverty, and many other
valuable ways. You can preserve the fabric of our
charitable infrastructure, maintaining these safety nets
to catch anvone who falls.

The recent hurricanes and floods brought disaster
on a grand scale. But little disasters happen daily, to
those we know and many whom we don’t. Give now
through the CFC, so we all can have somewhere to turn
when disaster’s at our door.

Ronald J. Stern

Ronald J. Stern
POPA President

Court Defines Claim Construction

(continued from page 5)

definition of a claim term that differs from its usual
meaning, “the inventor’s lexicography governs,” stated the
court. If the specification shows the inventor’s intentional
disclaimer or disavowal of claim scope, the inventor’s
intention in the specification stands.

The court also highlighted the importance of the
prosecution history in determining claim terms, but said it’s
less clear and useful because it “represents an ongoing
negotiation between the PTO and the applicant, rather than
the final product of that negotiation.”

In discussing the lesser significance of extrinsic
evidence, the court wrote, “[E]ach party will naturally
choose the pieces of extrinsic evidence most favorable to its
cause, leaving the court with the considerable task of
filtering the useful extrinsic evidence from the fluff.”

Help Your Fellow Employees

You can help your fellow USPTO employees in a way
that no one else can: You can give them some of your leave.

These employees have used all of their available leave
dealing with personal emergencies, usually long-term
medical problems for themselves or immediate family
members. Anyone interested in donating leave to any of
these agency-approved leave recipients should go on the
USPTO Intranet to the Office of Human Resources page,
click on Employees’ Guide, then on the Leave Transfer
Program. Click on Leave Recipients to read the individuals’
stories.

m Denise Brown Anderson

m Elizabeth Bolden m Hwei-Siu c. Payer

m Natahnya Campbell ~ m Marie Reddick

= Nicole Hall ® James (Shane) Bergin and

® Albertha Jackson Bethany Griles (husband and wife)
m Michael Lee

JOIN POPA
7 S A

Patent Office Professional Association

Letters from readers are welcome. Address to:
The Editor, Patent Office Professional Association,
P.O. Box 2745, Arlington, VA 22202 « (571) 272-7161

Officers
Ronald J. Stern, President, (571) 272-2322

Lawrence J. Oresky
Vice President/Director of Grievances, (571) 272-6930

Howard Locker, Secretary/
Director of Adverse Action Challenges, (571) 272-0980

Pamela R. Schwartz, Assistant Secretary/
Director of Unfair Labor Practices, (571) 272-1528

Randy Myers, Treasurer, (571) 272-7526
Visit us on the Web at http://www.popa.org
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Arbitrator Rebukes USPTO for Poor Handling of
Employee Discipline

In a recent arbitration victory—POPA’s fourth out of its
five most recent removal arbitrations—the arbitrator
reprimanded the USPTO for playing “hide and seek” with
mitigating information and warned, “the Agency simply must
stop ignoring the fact that the POPA has a Labor Agreement
with it and that, by golly, it’s bound by that Agreement and
every facet of due process which it and the laws import.”

Despite the USPTO’s trying, as Arbitrator Robert T.
Moore stated, “to play games with the union,” the arbitrator
reinstated the terminated employee—who had consistently
fully successful performance ratings and no prior discipline.

The USPTO fired the examiner for alleged conflict of
interest and misrepresentation in reserving Department of
Commerce meeting space for an outside, non-governmental
organization. The agency claimed that the employee had used
a government position to imply agency endorsement of a
personal activity and for personal gain. Arbitrator Moore
overturned the misrepresentation charge, agreeing that after
reserving the space, others within the non-governmental
organization—not the examiner—had distributed

advertisements falsely stating that the event was cosponsored
by the Commerce Department. Though upon discovering the
error the ads were withdrawn, the meeting was pulled from
the Commerce space and no lasting damage resulted from
the mishap, the arbitrator mitigated the employee’s
termination to a 30-day suspension without pay. Moore held
the employee responsible for failing to control the actions of
others within the outside organization.

However, during the course of the hearing, it became
evident that the USPTO had improperly given the deciding
official information about the employee that the official
should not have considered. “It was a denial of the grievant’s
due process right to confront him with two charges of
misconduct occurring during a specific period, and then to
have extraneous representations about the grievant ... be the
determining force in sentencing,” wrote Arbitrator Moore.
That the USPTO appeared to purposely provide the deciding
official with inappropriate information “jinxed the agency’s
case,” he added.

(continued on page 2)

USPTO Breaks Agreement, Crowds New Examiners in Tiny Cubicles

The USPTO is denying suitable office
space to new examiners by crowding
groups into 5" x 6" cubicles for months, in
direct opposition to its office space
agreement negotiated with POPA in 1999.

A group of examiners hired in June
this year were trained for three months in
open classrooms. Examiners have
traditionally met in open classrooms for
only two to three weeks. The agency then
moved the employees into 5" x 6’ cubicles
hurriedly installed within conference
rooms. The 1999 USPTO-POPA
agreement states that examiners shall
have offices of 150 square feet whenever
possible and only when not possible shall
two junior examiners share offices of 150
square feet. The USPTO has no date set
for moving the patent professionals into
semi-private office space.

While the cubicles are a step up from
the total lack of privacy in the classroom,

(continued on page 4)

© 2005 POPA

Confusion Cubed: Classroom or Workspace?
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Proposed Petitions PAP
Threatens Employee Jobs

The USPTO intends to introduce a new performance
appraisal plan (PAP) that could endanger the jobs of
examiners and attorneys in the Office of Petitions and
Patent Cooperation Treaty (PCT) Legal Administration.

An analysis of 2005 production data for Petitions and
PCT attorneys and examiners has shown that if the agency’s
proposed production standards were applied to fiscal year
2005 production, 76 percent of the employees (71 percent in
Petitions, 82 percent in PCT) would fall below 90 percent
production, which is low enough to justify termination. All
of these employees received outstanding ratings in 2003 and
2004. Because of the impact of proposed changes in time
allotments for different kinds of cases, some employees
would have to produce at a level of 150 percent of their 2005
production to keep their jobs.

The USPTO has stated that all of these employees will
be able to meet their productivity goals if they track their
“other” time more carefully. The agency also implied that
examiners can meet their goals if they just work harder. The
agency plans to offer no additional tools, work methods or
training to help employees meet the new standards. The
USPTO in FY 2005 pressured examiners to meet higher
standards, which they did. It appears that their reward for
hard work is more hard work with no greater compensation.

The agency has also proposed highly stringent error
standards requiring employees to be downgraded from
outstanding to commendable if more than 1 percent of cases
have an error without defining what could or could not
count as an error and with no procedure to dispute a finding
of error. The USPTO will not specify what is an error, which
would enable examiners to distinguish between a chargeable
error and an inconsequential error. It’s giving no examples
and no guidelines that would make the system uniform so it
may be applied equally and protect employees against
selective enforcement. The judgment of the supervisor—
rational or irrational, fair or prejudiced—would reign. Under
this lack of guidelines, a typo can be found as an error and
an employee would have no recourse to have it changed.

The USPTO has responded that an employee may file a
grievance, knowing very well that the current full grievance
procedure can take years to conclude. The agency,
employees and the taxpaying public would benefit from
including error standards in its new PAP and creating an
administrative procedure upfront to handle disputes simply,
quickly and relatively cheaply.

POPA had recommended creating a procedure whereby
managers give specific feedback and a rationale for ratings
to enable employees to truly improve their performance.
Instead the USPTO’s PAP would increase supervisors’
rating discretion without requiring them to give any
response.

Specifically, the agency language read, “Supervisors will
use discretion in determining whether to consider an
examiner’s failure to meet timeliness standards in an

evaluation.” After attempts at making the language more
specific, POPA compromised with a counterproposal to
insert “in a fair and equitable manner” after the word
“discretion.”

Upon hearing the union proposal, the USPTO’s Acting
Chief of Labor Relations David Dalke said that the agency
would not accept such language because it would prevent
two reasonable supervisors from taking different actions
when faced with the same situation—which, in fact, is the
very definition of unfair and inequitable selective
enforcement by supervisors. Dalke then abruptly suspended
negotiations and walked out of the meeting, startling the rest
of the agency team who had planned to continue
negotiating.

The USPTO’s proposals for the Petitions and PCT
employees reflect the tack it will likely take when it comes
to negotiating the overall contract next year.

Arbitrator Rebukes USPTO

(continued from page 1)

“The picture the Agency seeks to paint of deception and
misrepresentation by the grievant is seriously flawed,” wrote
Moore, “...it’s a thudding dud and flat rejected.”

“The Agency Must Mend Its Ways”

Arbitrator Moore used strong and unequivocal
language to scold the USPTO about its “hard-line, defense-
crippling approach” to labor relations.

Despite an arbitrator’s order to produce documents and
witnesses requested by POPA for the employee’s defense,
the agency stalled or refused. The USPTO even maintained
that no collective bargaining agreement with POPA exists, to
which the arbitrator responded that the agency “had
absolutely no likelihood that it could persuade me” to agree.
The agency also claimed repeatedly that it had no records of
prior USPTO conflict of interest or misrepresentation cases,
only to have POPA produce evidence of such cases, some of
the cases quite recent, which caught the agency in “a
transparent falsehood,” wrote Arbitrator Moore.

Moore had only harsh words for the USPTO human
resources staff that worked on this case. He said that unless
the staff responsible was disciplined, “every arbitrator
accepting a PTO case should be wary of accepting at face
value any representation made by the PTO.”

The arbitrator found that POPA overcame all of the
USPTO’s stumbling blocks and made its case. The employee
has been reinstated with back pay, minus the 30-day
suspension.

A Correction: Rep. Howard Berman, a
Democratic congressman from California,
is a forceful advocate for quality in the
patent system. His political party mem-
bership was misidentified in the Sept.-
Oct. POPA News.
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Everyone who faces retirement looks back over their
years of work and marvels at the changes in the workplace.
Musing over my 41 years as a USPTO patent examiner,
obviously much has changed. In 1964, examiners had no air
conditioning, no photocopiers, no private offices, and no
telephones (only supervisors rated phones). We worked at
desks separated by dividers of green metal and translucent
glass. We ordered copies, called photostats, from a central
location, and they came printed in reverse, white on black.
Smoking in offices was commonplace.

Much about the position of patent examiner has
remained the same, however. The job demands well-trained
scientists and engineers who want to work for their country.
It requires today as it did 41 years ago the same intellectual
skills to judge which inventions warrant a patent and which
do not. And to continually maintain the integrity of patent
examination, improve the USPTO workplace and keep the
profession inspiring and attractive to future generations of
examiners, it calls for men and women who look beyond the
four corners of their offices and computer screens.

While I joined POPA shortly after beginning my career
as an examiner in 1964 and I was elected as a delegate in
1967, I became truly active in 1970. At that time examiners
faced intense production pressure by USPTO management.
Professionals simply didn’t have enough time for a quality
search and examination. I decided to devote extra time and
effort to fight to tame the out-of-control production system.

POPA embarked on a five-year crusade to determine
reasonable production standards and gain more time per
case for examination. Five years it took—all of the early
1970s—and POPA only succeeded after legally challenging
and winning the right to negotiate on productivity, a
precedent-setting case in the federal sector. (Then, in 1978,
new statutes under the Civil Service Reform Act led to case
law that changed the interpretation of the law to give
management the sole right to set the content of perform-
ance standards and prohibit any direct negotiations of the
standards with employees. But I'm getting ahead of myself.)

When the dust settled, the USPTO increased the
average time per case for a GS-12 examiner from 18.2
hours to 19.5 hours. A bit more than one hour more per
case may seem like a little thing, but that hour has made an
overwhelming difference to the quality of patent
examination and to examiners’ work lives.

That accomplishment happened in 1976. Your overall
time-per-case has not increased since. Though examiners
have had a few small breaks with additional other time,
they’ve had no fundamental recognition for the substantial
rise in actual examining time needed per case. Thirty years
is too long when you look at the exponential growth in the
complexity of applications and the amount of prior art. It’s

POPA: The Next Chapter Begins

By Ron Stern, POPA President

time again for patent professionals to stand with POPA to
fight for more time per case.

Working for your professional association provides
both tangible and personal rewards. Most USPTO
employees who volunteer with POPA report that they
believe strongly in the work they do to improve their lives
on the job, from better electronic search tools to better pay
and awards. They devote their skills and energies not just to
their dockets, but to their profession and to their
government by improving the job for themselves and their
fellow professionals.

I'm now passing the mantle to the next generation of
Association leadership and I'm confident they will guide
POPA well. But they need POPA members to stand behind
them, to demonstrate with a large percentage of the patent
corps as bonafide POPA members that patent professionals
are united in support of examination integrity and
workplace quality. The USPTO, Congress and the patent
community will listen to you when you join with your
fellow employees to speak with one strong, clear voice.

This reminds me of a story of a father and son. They
were walking in the woods when they spied a mountain
lion. “Quick, Dad, run!” shouted the boy.

“No, son, don’t be afraid,” said the father. “He won’t
hurt us.” And they kept walking.

When the boy then saw a bear among the trees, he
pulled his father’s arm in the opposite direction shouting,
“A bear!”

The father smiled and patted his son’s arm reassuringly
saying, “Don’t worry, we can handle the bear,” as he strolled
on.

Even farther into the woods, as they climbed over a
fallen tree, a swarm off bees emerged. The father shouted,
“Watch out, son! Run!”

When they were a safe distance away, the puzzled boy
said, “You weren’t afraid of the lion and you weren’t afraid
of the bear. Why were you afraid of a bunch of little bees?”

The father replied, “Because there were a lot of them
and they were organized.”

When you as patent professionals organize behind your
association—showing your strength and speaking with one
voice—you enhance your effectiveness and gain more
respect from the administration.

I've worked my whole career to enable examiners to do
the search and examination properly, with professionalism
and integrity, and to gain you the resources to do so. But I
didn’t do it alone. As I leave, my thanks go to the hundreds
of people who have helped maintain POPA as the voice
and conscience of patent professionals. Your work has been,
and will be, vital to the American economy and to the
individual lives of thousands of USPTO employees.
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ATTEND THE

POPA ANNUAL MEETING

Wednesday, Dec. 21, 2005
Madison Building Auditorium
12-1 p.m.
B President’s State of the Union Report
M Treasurer’s Report
H Grievance Director’s Report
B Address by Commissioner of Patents John Doll
1-3 p.m.
Reception for retiring POPA President Ron Stern—All
employees and managers invited to wish Ron farewell.

Refreshments Provided

USPTO Breaks Agreement (con:. from page 1)

it’s far less than what every examiner needs and deserves
and was promised by the USPTO.

For comparison purposes, USPTO technical support
employees receive 10" x 10" of space each. The public search
rooms provide 6’ x 6" of space for each searcher.

In addition, the agency in the Millennium Agreement
guaranteed an individual high-speed printer to every
examiner. Every bullpenned examiner will be sharing a
group printer.

This examiner overcrowding is the result that POPA
warned of years ago when the USPTO pushed ahead with
Carlyle construction even though officials knew at the time
that Carlyle couldn’t hold the anticipated increase in employ-
ees. Agency officials also refused to rent additional needed
space despite the availability of Crystal City office space that
was fully wired for the USPTO computer system.

POPA filed a grievance opposing the overcrowding in
October, which has gone unanswered by the USPTO for
weeks.

Why | Joined POPA

“I have been a POPA member since my first biweek...”
Back in my high school history class, I learned that
unions were instrumental in shaping the American work
week. In the early days, unions were involved in reducing the
work day from 12 to 10 hours. Just picture having to putin a
12-hour work day six days a week! Unions later lobbied
Congress to pass the eight-hour workday for federal workers.
Things I take for granted today, such as a 40-hour work week
and paid overtime, are the direct result of past union efforts.
For a union to be most effective, it needs to represent a
majority of the workforce. The more members the union
represents the greater the union’s bargaining power in
contract negotiations and the protection of employee rights
and benefits. It does not require mental gymnastics to
understand that it is a good idea to join the union.

I have been a POPA member since my first biweek on
the job. I would recommend that every eligible PTO
employee join our union.

—Ulrike Winkler, Patent Examiner, Art Unit 1648

“...you can be sure the union will be on your side.”

I joined POPA within my first month of working here. I
decided that in this huge work structure, where checks and
balances on the managers don’t seem to exist, I wanted
someone to go to when something goes wrong. You don’t go
into a workplace looking for a problem, but the bigger the
work structure the more likely you’ll need someone to stick
up for you.

When I was expecting my second child, I didn’t
understand the government’s maternity leave system. I
asked my supervisor for help, but she claimed she knew
nothing and gave me no help at all. My POPA rep was the
only one to answer my questions directly, giving me lots of
family and medical leave information that was accurate.
When I came back to work, POPA found out that I was the
only examiner who had been denied adequate advanced sick
leave for maternity and helped me file a grievance. I won,
and my reward was a transfer to my current unit, which is so
much better for me.

Union dues? The five dollars a paycheck isn’t going to
kill you. And no one else here is going to look out for you—
you can be sure the union will be on your side. POPA’s
fighting for things like better pay and other benefits to make
this a better place to work—that’s POPA’s job. You just have
to support the union so it can work for you.

—S8-year veteran examiner in TC2800

JOIN POPA
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PRESIDENT RONALD J. STERN RETIRES

POPA President Ron Stern’s Final Badge-Out

POPA President Ronald Stern announced recently that
he will retire at the end of December 2005, finishing an era of
gains in labor rights and employee benefits rarely equaled by
larger national federal labor unions.

The number of federal government unions that have
negotiated increases in wages for their bargaining unit
members in recent years can likely be counted on one hand,
yet Ron spearheaded the POPA effort to secure a special pay
rate that provided a 10 percent to 15 percent pay increase for
patent professionals in 2000.

Ron Survives 41 Years of Service to USPTO,

38 Years of Labor Relations
Ron reported to work as a junior examiner at the U.S.

Patent Office (no one mentioned trademarks at that time) in
June 1964. Life was good, with no electronic time gates and
many low-cost cafeterias and restaurants within easy walking
distance for lunch. Supervisors measured the amount of work
you did by counting the number of letters you mailed.

Ron was first elected POPA
president in November 1982,
before many current examiners
were even born. Before that, Ron
was active in POPA as an
Executive Committee member
starting in 1967 and then serving
as vice president. He worked face
to face on labor relations and
employee benefits with USPTO
Commissioners Brenner,
Gottschalk, Banner, Parker, Dann,
Mossinghoff, Manbeck, Quigg, Comer, Lehman and
Dickinson, and Directors Rogan and Dudas.

Ron Stern, circa 1986

New York City to Pittshurgh to Washington, D.C.

Ron was born, raised and educated in New York City,
earning a B.S. degree in physics from City College of New
York. Higher education took him to Carnegie Mellon
University in Pittsburgh, but higher priority (love and
marriage to his wife, Jane) brought Ron to Washington, D.C.,
to work at the U.S. Patent Office in 1964. He earned his law
degree from George Washington University in 1969.

Ron actually started his career when the U.S. Patent
Office was located in the Herbert Hoover Building, which
also housed the entire Department of Commerce. Ron rode

the bus to work from Silver Spring (before transit subsidies)
while Jane headed in the other direction to her career with
the Montgomery County school system and the Maryland
State Teachers Association.

Pride in Workmanship

From the very earliest stages of his career in POPA, Ron
wanted to improve quality. He pushed for printed U.S.
patents to carry on the first page the name of the examiner
who allowed the patent so that all would know exactly who
had issued the particular patent. Ron believed that pride of
workmanship and pride of ownership in allowing a patent
would make each examiner’s work transparent to the
examining corps and to the general public. Through Ron’s
efforts some 40 years ago, the examining corps, managers and
the general public can see the work performed by each and
every examiner.

Landmark Goals Agreement

One of Ron’s first major efforts was referred to in the
POPA News as the “Taming of the Goals.” Ron was working
with fellow POPA volunteer Ed Bauer to negotiate a goals
agreement that would provide patent examiners with a
predictable promotion ladder and performance appraisal
standard rather than relying on totally subjective standards
applied inequitably across the patent corps. They hoped this
would eliminate waiting for a more senior examiner to be
promoted, retire or die before an examiner could be pro-
moted. This system has endured for more than 30 years and
has enabled examiners to succeed, be promoted and earn
cash awards based on objective, defined standards rather than
subjective evaluations and cronyism.

The only problem was that Ed, Ron and POPA were so
successful in defining an objective standard that the
government in 1978 enacted laws that ended up prohibiting
unions from negotiating over future production standards.
This has enabled the USPTO to set ever more difficult
production goals without providing employees with badly
needed additional time.

The Signatory Authority Program

Ron had another project—to enable an experienced
patent examiner to act independently to determine the
patentability of an application by becoming a primary
examiner with Full Signatory Authority. Such a program =
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existed at that time,
but the selection was
based more on
favoritism than on
merit. Ron sought to
make every examiner
eligible to become a
primary examiner by
competing against
known objective and
subjective standards.
Ron led the negotia-
tions to set up a

ermanent Signato
I;xuthorit Prog raml’y A Favorite Activity: Ron Stern
y rrogram, signing a POPA-negotiated
open to all who qualify, ggreement with USPTO officials,
which remains today.  circa 1990s.

Ramrod Behind the Newsletter

Ron has long promoted distributing information to our
bargaining unit members. It was one of his 1982 campaign
promises. The chief communications vehicle has been the
POPA News, for which Ron has served as editor for many
years. When the Internet came along, Ron got onboard and
pushed to get POPA members their own Web site. The
National Academy of Public Administration has noted that
POPA does a much better job of communicating USPTO
programs, policies, and pay information to employees than
the agency.

Litigator Extraordinaire = A Multimillion-Dollar Man

Ron always had his eye on the bottom line for
examiners—pay. He spearheaded the efforts for special pay
rates, SAA awards, gainsharing awards, an overtime pay
increase, and the Millennium Agreement pay raise of 2000, as
well as numerous other cash settlements of grievances that
put money in examiners’ pockets. The amount of case law
established by POPA, a small upstart union with a small
fraction of the members held by larger national unions, shows
how successful Ron has been as POPA’s chief counsel.

Lobbying as Union Strategy

Ron led POPA into the realm of lobbying to help
prevent Congress from making decisions with adverse effects
for bargaining unit members. Under his leadership, the union
membership voted to increase their dues to pay for a
lobbyist. POPA for the first time hired a lobbyist, former
Maryland Congresswoman Helen Delich Bentley, to
represent our interests to Congress and the administration.
On many occasions, Ron has taken on the difficult task of
putting together POPA’s testimony to Congress and then
presenting that testimony in person.

Ron has testified for many years to provide more time,
money and tools for patent professionals to better enable
them to do their jobs. Ron also has testified for greater
numbers of patent examiners to be hired to take care of the
backlog while continually predicting that technology and

computers alone would not suffice. Many examiners today
may have their job thanks to the persistence of Ron before
congressional committees.

A Family Friendly Type of Guy

Ron has always been a strong advocate of family friendly
benefits. His skill as an advocate for employees has led to
programs including flexible and compressed work schedules,
maternity and paternity leave, part-time schedules, increased
flextime program, compensatory time, transit subsidies, leave
sharing and credit hours—programs that many employees
now take for granted or believe that management willingly
provided them out of its benevolence.

Worldwide Patent Affiliations

Ron established an information-sharing affiliation with
the Staff Union of the European Patent Office (SUEPO). In
2002 he led a delegation of POPA officials, at their own
expense, to visit SUEPO in The Hague, Netherlands, to
discuss working conditions, benefits, classification and
automated search tools such as e-Phoenix. This continuing
dialogue and information exchange with our European
counterparts prompted POPA and SUEPO at a meeting in
May 2005 to plan to expand their outreach to the Japanese
Patent Office.

We, the officers of POPA, could probably fill a couple of
newsletters with Ron’s accomplishments on behalf of his
fellow examiners because most examiners’ benefits have
been negotiated or litigated by POPA and they carry the
stamp of Ron’s leadership.

Ron, Thanks for Everything You Have
Done for Patent Professionals, POPA

and the U.S. Patent System

Passing the Torch: Incoming POPA
President Larry Oresky with Ron Stern

Good Luck and
Good Health in Retirement

From Your Fellow POPA Officers






